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Chapter 1:  Intro to Copyright Law

Intro Stuff


· Who gets the copyright rights?  The author.

· Why does the author get this right (of copyright)?  Because the Constitution says so – want to encourage people with authorship capacity

· What about the publisher/printer/other folks who also contribute creative value to the final product?  The “creative genius” of the author is somehow different from the creative input of these other folks.  There is a strong idea about wanting to protect the “starving poet” – an 18th Century notion – only the author has such an important spark that bears protection.  Very romantic notion – watch for this when there is a tough call to make of whether protection should be offered

History/Origins of Copyright Law 


· Copyright Act of 1909.  Copyright statute is a federal matter.    

· Distinction between published works (federal protection) and unpublished works (common law protection).  

· Covered more than books

· Registration was not requirement of copyright, but a registration certificate carried a presumption of validity.

· Filing was not required (but advisable).  

· Drama plays, sermons were not published, but Congress wanted this stuff to be protected.  

· Rationale: Such things are not exploited in any other form other than how it is normally performed.  A play can be enormously popular without selling one physical copy in written format.  

· 28 years + 28 renewal years of protection

· Post-1909: recorded music; motion pictures; radio; TV (known in the 1920’s).  Movies added in 1912.  Performance rights in literature (1952) added.  Sound recording not protected until 1972.  

· Copyright Act of 1976

· Bifurcated term of years system is GONE – now we have a single term, measured by life of the author

· Old rule: Life + 50 years  

· New rule: Life + 70 years

· Anonymous works: 95 years

· Unpublished works: 120 years

· Registration is required to sue

· Publication as a key event is GONE.  Single federal system, published or unpublished.  

· Notice is still not a requirement, but not as stringent.  

· Fair Use was now codified.

· Compulsory Licensing is available

· Common Law Copyright: Under the 1909 Act, federal copyright protection began when an author published his work.  Unpublished works were given protection, if at all, under state common law copyright.  In contrast, the 1976 Act now protects works from the moment of creation—that is, when they are fixed in a tangible medium of expression.  In doing so, the 1976 Act specifically preempts state common law copyright.  

· Federal preemption will occur for a work fixed in a tangible medium of expression, if the state law covers the subject matter of the copyright and confers the same kinds of exclusive rights found in the federal Copyright Act.

· State common law copyright might play a role when a work is not fixed in a tangible medium of expression.  States would not be precluded from protecting these non-fixed works under their own copyright laws.

· In practice, few courts have even considered copyright protection for oral works, but they have recognized its possibility.

· So oral statements are available for protection in appropriate cases, but it must be clear from the circumstances that the speaker intended to create a property interest in the oral work.

· Arguments in favor of a single federal system for copyright

· Promote national uniformity and to avoid the practical difficulties of determining and enforcing an author’s rights under the differing laws and in the separate courts of the various states.

· Although at one time, when works were disseminated almost exclusively through printed copies, publication could serve as a practical dividing line between common law and statutory protection, this is no longer true.  With the development of the 20th century communications revolution, the concept of publication has become increasingly artificial and obscure.

· It would improve international dealings in copyrighted material

· 1989 Berne Convention – can’t have a system that requires registration, notice, etc., as a condition of copyright.  US finally joined Berne; Notice is no longer a requirement.

· Is 1909 Act still good law?  Yes!  There are still things that were created prior to 1978, and thus created pursuant to the 1909 Act.  The 1909 Act will be good law until 2072.

Copyright and the Digital Challenge

· Digitization of information: description by means of strings of binary code

· Digital networks: places where digitized information can be exchanged without any need for the transfer of a physical object

· Characteristics of digital information technology that need legal response

· Replication—digital gives a perfect copy; not so with analog.  It’s easy and quick to make copies. 

· Transmission—done easily with digital (e.g., e-mail) as opposed to snail mail.

· Plasticity—in the analog world, change is much harder to do than digital.  Manipulation of information.

· Equivalence—the analog copy was not “exactly” the same as the parent copy.  Lesser quality.  Not so with digital.

· Compactness—storage problem with analog; digital copies can be stored nearly infinitely.

· Linkability—can get into information more easily; locate information more effectively

· How can we protect the creator from people ripping off his information?

· Copyright Law

· Contract Law

· Trouble and expense (ex: annoyance of trying to copy lots of pages on a Xerox machine)

· Gone away with digitization

· Results (quality)

· Gone away with digitization

Common misunderstandings about Copyright:


· There is no grant of copyright – registration is optional.  Registration is easy.

· It is improper to use copyright as a verb.  You don’t go out and copyright stuff.  You can register it.

· Copyright does NOT prevent independent creation.  Not an infringement if others create a like (or even identical) thing, that is OK (as long as they did not mooch off of you).  

· Copyright and patent laws are federal law.  Copyright has a little remnant of state common law.  There is no common law for patent law at all.  Trademark has both.

· In Trademark, the symbol must be out there in actual use.  Patent and Copyright do not require this.

· Trademark often gets dragged into copyright cases.  Mickey Mouse is copyrighted and also a brand-image trademark.  These are two very different things

· Neither patent nor copyright laws contain any provisions excluding an item from falling within the ambit of both areas.  Consequently, if an article is copyrightable, the fact that it may be patentable is of no consequence.  

· Can a work be protected under patent and copyright law?  Yes, regardless of which was obtained first

The Copyright Office 

· Principal administrative function: registration of copyright

· The CO also promotes the overall policies of the Library of Congress

· The Librarian of Congress appoints the Register of Copyright, the chief officer of the CO.  He’s also one of the principal advisors to Congress and admin agencies on international copyright matters

· The CO keeps elaborate records… their card catalog contains the record of over 20 million copyright registrations from 1870 to present

· Records are open to the public for inspection

· For a fee, the Certifications and Document section of the CO will search for you and issue a report concerning the copyright status or ownership of a work

· Reproduction of deposit copies can be obtained when (1) requested by a claimant, (2) requested by an attorney for litigation purposes, or (3) ordered by a court for litigation

Chapter 2: prerequisites for copyright protection

§ 102 Subject Matter of Copyright:

(a) Copyright protection subsists in original works of authorship fixed in any tangible medium of expression, now known or later developed, from which they can be perceived, reproduced, or otherwise communicated, either directly or with the aid of a machine or device.  Works of authorship include the following categories: (1) literary works, (2) musical works, (3) dramatic works, (4) pantomimes and choreographic works, (5) pictorial, graphic, and sculptural works, (6) motion pictures and other audiovisual works, (7) sound recordings, (8) architectural works

(b) In no case does copyright protection for an original work of authorship extend to any idea, procedure, process, system, method of operation, concept, principle, or discovery, regardless of the form in which it is described, explained, illustrated, or embodied in such work.

2 fundamental prerequisites: (1) Originality, (2) Fixation

Fixation
 

· Role of Fixation: (1) a work is incapable of protection under federal law unless it is fixed, and (2) fixation also plays a role in determining whether a ( has infringed a copyright.

· Copyright vs. The Material Object: Copyright is an interest in an intangible property right called a work of authorship that, to qualify for statutory protection, must be fixed in a material object.  A copyright springs into existence when both a work of authorship and a material object merge through the act of fixation.

· Two Categories of Material Objects: (1) Copies and (2) Phonorecords

· Phonorecords are objects to which sounds are fixed, whereas copies are a residual category consisting of all material objects that aren’t phonorecords.

· Phonorecords and copies comprise an infinite variety of material objects in which works are capable of being fixed

· A phonorecord is something perceived through sound alone.  

· Neither phonorecords nor copies are protected by copyrights.  

· Why not?  The media is not protectable.  The work of art that is in the media is copyrightable.  Ex.: a book is not copyrightable, but the literary work is.

· The physical rendering of a work of authorship should take some material form capable of identification and have a more or less permanent endurance

· A work is fixed in a tangible form when it is placed in a relatively stable and permanent embodiment.

· Perception by Machine or Device: The fixation requirement will be satisfied if the work as fixed can be perceived either directly or with the aid of a machine or device.

· This language is intended to overrule White-Smith v. Apollo, which held that a piano roll was not a copy of the musical composition embodied on it and therefore did not qualify for copyright protection because there must be a printed record in intelligible notation readable to the eye.

· The White-Smith doctrine is overruled because the 1976 Act allows copyrightability for sound recordings, computer programs, motion pictures, and other works embodied on objects that cannot be read without a machine or device.

· Video Game Issues:  Video games consist of visual images and sounds that are produced by computer programs stored in various memory devices.  When the game is not being played, the images are repetitive, but during play, they are subject to variation by human intervention.

· Are the games fixed in a tangible medium of expression?  Yes.  Video games are permanently embodied in a material object, the memory devices, from which it could be perceived with the aid of the other components of the game.  The fixation requirement is met when the computer program is embodied in the ROM device.

· Does the player’s participation prevent the fixing of the audiovisual patterns?  No.  Many aspects of the display remain constant from game to game regardless of how the player operates the controls.  Thus, the fixation requirement does not require that the work be written down or recorded somewhere exactly as the eye perceives it; all that is necessary is that the work is capable of being perceived with the aid of a machine or device.

· Policy behind fixation requirement:  unlike real and personal property, a copyright is an intangible property right whose boundaries do not have natural physical limits.  The fixation requirement renders those boundaries somewhat more concrete.  When a work is embodied in a tangible medium of expression, one can point to something, enabling a court to determine whether infringement has taken place.  It also simplifies market transactions because buyers and sellers are better able to specify what rights are being acquired.

· Permanence:

· How permanent does it have to be to become fixed?  “More than a transitory period.” 

· What does transitory period mean?  Something that would last more than a moment.  Ice or sand would be a problem.  Wood and marble are not a problem.

· What about TV screen?  It will eventually go dark.  Is the imaging on TV enough to copyright?  No.

· Fixation includes the original.  

· Copyrightability analysis: asks whether a work or an aspect of a work is protected

· Infringement analysis: asks whether a copyright owner’s rights have been violated by a particular act alleged to be an unauthorized use of a protected work

· Fixed stuff can still be manipulated.  Ex: bendable Barbie.  Just because you can manipulate the game does not mean it’s not fixed.

· Live broadcasts: a work consisting of sounds, images, or both, that are being transmitted, is fixed for purposes of this title if a recording of the work is being made simultaneously with its transmission

· If recorded simultaneously, along with the transmission, this is also protected under copyright.  The recording meets the fixed requirement. 

· Transmitted: performance or display is to communicate by any device or process whereby images or sounds are received beyond the place from which they are sent.  

· Elements to determine if a live performance is copyrightable: (1) Transmission, (2) Recording simultaneous with transmission, (3) Authorized recording
· What if you’re at a concert and you’ve got a video camera?  Copyright infringement?  Nope.  Unless the band transmitting or recording

Originality

· Second prerequisite for federal or statutory copyright protection

· “Original” means only that the work was independently created by the author and that it possesses at least some minimal degree of creativity.    

· 3 aspects of originality: (1) Independent Creation, (2) Quantum of Creativity, and (3) Intent

· Independent Creation – work owes its origin to an author.  It is not copied from another.

· Quantum of Creativity – work must demonstrate a minimal amount of creative authorship.  

· The standard is de minimis; almost any distinguishable variation of a prior work will constitute a sufficient quantity of originality.  

· To determine if a work meets the quantum of originality, the work must be evaluated as a whole.  An original work of authorship that, when taken as a whole, possesses the requisite level of creativity is entitled to copyright protection, even though such protection may not extend to its individual components.
· Why require a quantum of originality?  We should reward with a copyright only an author who has contributed to our fund of culture.

· Intent: 

· Original Authorship:  Is there a difference between “original” and “original authorship” (as the statute reads)?  Professor Terrell / wet cement hypo where he was nudged accidentally; forms “modern art.”  Is this copyrightable?  NO.  Page did not intend to push Terrell into the cement that resulting in this new image created via pure happenstance.  

· Likewise, lady making breakfast in the morning, and sees Jesus image in a newly cooked tortilla.  That is not authorship and therefore not copyrightable.  How do we distinguish this?  She was not attempting to communicate or express.  Don’t we want to promote creative behavior through copyright?  

· Randomness, however, can be employed in your copyrightable thing.

· Copyright allows for random results – if involves authorship and is therefore a subject of copyright.  

· So long as the work contains the required original elements, courts will not look to the intended purpose of the work or the audience to whom it is directed.

· Copyright embodies no conception of artistic merit or beauty.  Copyright doesn’t care what’s “art”

· Aesthetic Non-Discrimination Principle: judges evaluating issues of copyrightability should not take into account the aesthetic quality of the works under consideration.

· Lurking within originality is that (1) it comes from you, the author, and (2) it expresses or communicates.  If not these two items, it is not “authorship.”  

·  “Author”: he to whom a1nything owes its origin

· Novelty vs. Originality: if a writer who has never known a previous work somehow creates an exact duplicate of that work or a substantial portion thereof, the second work is nonetheless copyrightable because, even though it is not novel or unique, it originated with the second author.

· Originality: it comes from the author, at least in part.  That it’s an independent creation.

· Required for copyright

· Novelty: it’s brand new.

· Not required for copyright. 

· Why?  (1) Because requiring novelty will mean no protection which would weaken the incentives.  What are the odds that someone would make something 100% unlike something else?  (2) How would something like that be enforced?  It would be too time consuming.  

· Photographs

· Photographs evidencing originality and creativity, in selection of costume, pose, etc., are copyrightable.  

· “Writings” does not necessarily mean words and stuff, because in 1790, Congress added things besides the narrow meaning of writings.
· A photographer “expresses” his authorship by posing the subject, picked costumes, etc. 

· A photograph must satisfy the originality quantum requirement before it can achieve protection.

· Chromolithographs are entitled to copyright protection even if designed for advertising purposes.  

· You are free to copy real-life objects or people (which does not undermine the originality of this work); you are NOT free to copy the copy.  

· § 104 Subject matter of copyright: National origin

· (a) Unpublished works: All works qualifying for statutory copyright are protected from the moment of creation, no matter what the nationality or domicile of the author.  So long as the work has not gone into the public domain, an unpublished work of a foreign author is protected in the US no differently than that of an American author.

· (b) Five categories for published works, under which the foreign author must fit within to get protection from the US like any other citizen: (1) one or more of the authors must be a national or domiciliary of the US or a country the US has copyright relations with; the person can be a stateless person; (2) the work is first published in the US or a treaty party; (3) the work was published by the UN or the Organization of American States; (4) the work is a Berne Convention work, or (5) the work is covered by presidential proclamation.

· §104A Restoration: 

· Effective 1/1/96, copyright was automatically restored in certain foreign works that had lost US copyright protection because of noncompliance with formalities or because the work did not originate in a country with which the US had copyright relations.  Provisions are included to protect the interests of parties who had relied on the loss of copyright protection for their works… these people are called “reliance parties.”

· Restorable works must meet several requirements: (1) they must enjoy copyright protection in their source country; (2) at the time the work was created, at least one author or right holder must have been a national or domiciliary of an eligible country; if the work was published, it must have been first published in an eligible country and not published in the US during the 30-day period following the first publication; (3) Restorable works must have fallen into public domain for one of these reasons: failure to comply with formalities, lack of copyright relations between US and source country, the work was a sound recording published before 2/72.

· Restoration is effective for the remained of the term of copyright as if the work had not gone into the public domain.

· Copyright goes to the person or entity that the works-source-country would give the copyright to

· Reliance Parties: persons who have made extensive use of such works and have invested substantially in their exploitation.

· Reliance parties are potentially liable for unauthorized use of a restored work, but only on receipt of notice of restoration.

· Effective notice of restoration: (1) actual or (2) constructive

· Actual: The copyright owner can serve a reliance party with actual notice indicating an intent to enforce the restored copyright

· Constructive: The copyright owner files a notice with the Copyright Office, who publishes the notice

· A reliance party may continue the performance, distribution, or display of the work for 12 months from the earliest notice.

· Copies of the work made before the date of restoration may be sold or otherwise disposed of without the authorization of the copyright owner.

· What about the continuing exploitation of derivative works based on a restored work?  If the derivative work was created before 12/8/94, a reliance party may continue to exploit that work for the duration of the restored copyright if the reliance party pays the owner reasonable compensation.

· Reasonable compensation: whatever the parties privately agree to; or if they’re unable to reach an agreement, a court will decide

· Distinction between published and unpublished works.  

· If the work is unpublished, everyone gets protected under US copyright law.  

· However, if the work has been published, the work is protected if it meets §104b

Copyright Checklist

Is it fixed?

Is there an expression intent?

Is there originality via independent contribution?

Was what you independently contributed not trivial?

What you contributed must not be an idea.

Does it fit within one of the subject matter categories?

Chapter 3: Works of Authorship

Subject Matter of Copyright

· Idea/Expression Dichotomy: 

· Copyright protects the expression of an idea but not the idea itself

· These things are specifically denied protection: idea, procedure, process, system, method of operation, concept, principle, or discovery, regardless of the form in which it is described, explained, illustrated, or embodied in such work

· Once an author reveals his work to the public, any ideas contained in the work are injected into the public domain, and the author must be content to maintain control over only the form in which the idea is expressed.

· Copyright extends only to the specific, concrete, expressive vehicle through which the creator’s ideas appear, leaving the substance of the ideas outside the scope of the author’s monopoly

· It may be possible to protect the private disclosure of an original idea, plan, or scheme to others under circumstances that suggest a confidential relationship or an implication of contract.  But action for misappropriation there would be under a state law cause of action, like breach of trust or breach of contract

· Careful Balancing: If the idea is defined too broadly, it will create a bottleneck, impeding production of future works.  If the idea is defined too narrowly, future authors will not have sufficient economic incentive to create new works.

· Functional Works

· These things are protected in other areas of copyright law.  They are pictorial, but are also functional because they share a common task-oriented dimension.

· Ex: computer programs, architectural plans, and legal forms.

· Functional works often closely integrate idea and expression

· Explaining an art or system extends only to the author’s unique explanation and does not preclude others from using the system or the forms necessarily incidental to such use.  
· The Merger Doctrine

· Baker v. Seldon doctrine: Where the use of an idea requires the copying of the work itself, such copying will not constitute infringement.  On the other hand, if the copying does not involve the use of the art but instead its explanation, then such copying will constitute an infringement.

· Merger Doctrine: If the underlying idea (or system, process, or method of operation) can effectively be expressed in one way, the idea and expression are said to have merged, and the work cannot receive protection under copyright law.

· Thus, when an idea and an expression are inseparable, they merge, precluding copyright protection.

· The protection provided by the author’s copyright on the work as a whole extends only to the specific expressive work in which the author’s ideas appear, leaving the substance of the ideas outside the scope of the copyright holder’s monopoly.
· Government Works

· The Government cannot claim copyright in works prepared by employees of the government in the course of their official duties

· A government worker’s official work product is like a work made for hire

· The government can own a copyright obtained by a transfer

· How do we treat a governmentally commissioned work?  Where the government commissions a work as an alternative to having one of its employees do the same work, it should be unable to claim copyright through contract with the independent contractor.  On the other hand, if the commissioned work is not related to the specific duties of an employee of an agency, the Government can obtain the copyright by a contract for its assignment

· State and local governments have no §105 constraints on their ownership in copyrighted works

· Categories in the public domain, no matter what: statutes, ordinances, regulations and judicial opinions.  Why?  Because they’re owned by the citizens who must have free access to the laws governing them.

· Facts

· The discovery of a fact is not an original work of authorship.  The discoverer didn’t create the facts, he just recorded them  

· Copyright protection does not extend to the interpretation of historical facts.  An interpretation of fact is simply a fact derived from other facts.  An interpretation is very much like an abstract idea, and when published, it becomes part of the public domain.

· Labels

· Congress specifically said that labels on products are not copyrightable – labels, prints designed to be used for any other articles of manufacture.  

· So the green giant is not protectable

· Illegal, Immoral, and Obscene Material

· Copyright infringers have sometimes asserted as an affirmative defense that the plaintiff’s work was obscene, immoral, or fraudulent.  This has been rejected as a defense.

· If such a defense were allowed, then obscenity determination based on community standards, would fragment the law of copyright.  As a result, copyright protection would vary from locality to locality and generation to generation.

· Not a defense to copyright infringement

· Rationale: whether or not something is obscene varies according to local community standards

· Typeface

· They are a set of letters, numbers, or other symbolic characters, whose forms are related by repeating design elements consistently applied in a notational system and are intended to be embodied in articles whose intrinsic utilitarian function is for use in composing text or other cognizable combinations of characters

· These are not copyrightable

Original Works of Authorship under §102


· 1909 Act vs. 1976 Act:  The 1909 Act listed out 14 categories of works of authorship, and if there was something that didn’t fit in that list, it didn’t get protection.  The 1976 Act lists out categories, but the categories separate the work of authorship from the material object.

· Literary Works


· §101 literary works: works, other than audiovisual works, expressed in words, numbers, or other verbal or numerical symbols or indicia, regardless of the nature of the material objects in which they are embodied.

· Characters

· Think of a character as any other aspect of a literary work.
· Protection will be given when: The infringed character must be sufficiently delineated, and the infringing character must closely imitate the infringed character.  Under this test, the line must be drawn between mere ideas sketching the general nature of the character and more fully developed characterization.

· The key question: Are the characters an independently protectable outside of the undoubtedly protected work?  
· Graphic characters (cartoons) are copyrightable too.

· Computer programs
· §101 computer program: a set of statements or instructions to be used directly or indirectly in a computer in order to bring about a certain result.

· All computer programs are copyrightable regardless of their nature or output.

· Can a defendant copy a plaintiff’s program to develop a non-infringing, competing, or compatible program?  Yes, through reverse engineering, which is fair use.

· Trade secret or state contract law could be used to protect computer programs in addition to copyright law.

· Computer chips/ “Mask Act” 

· They are a medium onto which instructions have been imbedded 

· The chip-people were saying they needed protection for their design, because they’re expensive and hard to develop, but easy to make after the design is perfected.  

· Protection for the instructions is easy for copyright.  But what about the design?  Why isn’t copyright appropriate?  Chips aren’t within subject matter of copyright.

· Legislature’s answer: Semiconductor Chip Protection Act of 1984; protects the medium, not the instruction: It creates a 10 year term of protection for mask works; confers rights upon proprietors to reproduce such works and to make and sell chips embodying them; exempts innocent infringers from liability for use or resale of unauthorized chips occurring before receiving notice of infringement; and permits reverse engineering of mask works

· Pictorial, Graphic, and Sculptural Works

· §101 pictorial, graphic, and sculptural works: includes 2D and 3D works of fine, graphic, and applied art, photographs, prints and art reproductions, maps, globes, charts, diagrams, models, and technical drawings, including architectural plans.  Such works shall include works of artistic craftsmanship insofar as their form but not their mechanical or utilitarian aspects are concerned…
· Maps 

· Especially troublesome in this area because they are copies of something that already exists; thus, there is an originality issue.  

· Sweat of the Brow Standard: a map is incapable of copyright protection unless the publisher of the map in question obtains originally some of that information by the sweat of his own brow

· Rejected by Supreme Court because originality analysis requires reference not only to the character of maps as pictorial works, but also to the reality that such works are also factual compilations within the meaning of §101

· Maps are like any other copyrightable work, requiring only that the work display something original.  Arrangements and combinations of facts are copyrightable so long as they are not merely trivial variations of information within the public domain.

· Useful Article

· §113 Scope of exclusive rights in pictorial, graphic, and sculptural works in Useful articles
· (a) Copyright in a pictorial, graphic, or sculptural work is not affected when the work is used as the design for a useful object.  A work may be protected under copyright law regardless of whether it is embodied in a useful or purely aesthetic object
· (b) A copyright right in a pictorial, graphic, or sculptural work portraying a useful object does not extend to the manufacture of the useful object.
· (c) The copyright owner cannot prevent the making, distribution, or display of picture or photographs of such articles in connection with advertisements, commentaries, or news reports relating to the useful object.

· (d) Conditions established under which a work of art incorporated as part of a building may be removed from a building: 

· If the work cannot be removed without being mutilated or destroyed, the owner of the building can remove the art if the artist consented to the installation before 6/1/99, or thereafter, if the artist gave written consent to the eventuality of mutilation or destruction

· If the work can be removed without mutilation or destruction, the work automatically is subject to the artist’s attribution and integrity rights unless the owner has tried and failed in a diligent, good faith attempt to notify the artist or the artist’s successor-in-interest.  If notice succeeds, the artist has 90 days to remove the work or pay for the removal.
· §101 useful article: an article having an intrinsic utilitarian function that is not merely to portray the appearance of the article or to convey information.  An article that is normally part of a useful article is also considered a useful article.

· The Copyright Act denies protection to utilitarian aspects of industrial design to save consumers from paying more for unpatented utilitarian articles.

· Copyright is allowed for works embodied in useful objects as to their form, but not as to their mechanical or utilitarian features.

· An article whose ornamental features are inseparable from its functional features is not copyrightable.  
· Separability can be determined physically or conceptually
· Under §§101 and 102, pictorial, graphic, and sculptural works may be copyrighted only to the extent that they matter for which copyright is sought is capable of existing independently of the article’s utilitarian aspects.  

· 1976 Act says that a work is not useful if its only function is to convey information

· Architectural Works

· Two sets of laws to know: (1) 1976 Act protection, or rather lack thereof.  (2) Architectural Works Protection Act of 1990, which conferred full protection on architectural structures and officially recognized architectural works as the 8th category of copyrightable subject matter.

· Architectural Works Constructed Before December 1, 1990

· They were viewed as useful objects, so they only got protection for those elements in a building that were physically or conceptually separable from its overall design

· Infringement could not occur for a standing structure unless the copier has reproduced the building’s “separable” pictorial, graphic, or sculptural features that were capable of existing independently of its utilitarian aspects

· Diagrams, models, technical drawings, and architectural plans were included in pictorial, graphic, and sculptural works as copyrightable subject matter

· Why?  Because their purpose is to merely portray the appearance of the article or to convey information

· Architectural plans and models could be infringed by their reproduction, but the unauthorized construction of a building by using the plans was not an infringement of the plans.

· Why?  Because under that law, a structure was not a copy of a plan or model

· Copyright in architecture plans or models did not convey a right to control their use.

· Architectural Works Protection Act of 1990

· Architectural works are not explicitly recognized as copyrightable subject matter

· Architectural Work: the design of a building, architectural plans, or drawings.  The work includes the overall form as well as the arrangement and composition of spaces and elements in the design, but does not include individual standard features

· “Arrangement and Composition of Spaces” recognizes that (1) creativity in architecture frequently takes the form of a selection, coordination, or arrangement of unprotectable elements into an original, protectable whole, (2) an architect may incorporate new, protectable design elements into otherwise standard, unprotectable building features, (3) interior architecture may be protected.

· “Building” is intended to cover habitable structures and those used by people (churches, gazebos, etc.) and would exclude 3D non-habitable structures like highways, bridges, and pedestrian walkways.

· Buildings constructed on or after Dec. 1, 1990, will no longer be subject to the separability test applicable to pictorial, graphic, or sculptural works embodied in useful objects.

· Test for determining the scope of protection for an architectural work: 

· (1) One must examine the work to determine if there are original design elements, including the overall shape and interior architecture.  

· (2) If such design elements are present, one must then determine whether the elements are functionally required.  If they are not, the work will be protected without applying physical or conceptual separability tests.  Then they’re subject to the standard of originality for all works of authorship.  

· There has also been a change in the relationship between the copyright in the architectural work and the copyright in the plans and drawings.  Remember that under the 1976 law, a defendant who had access to the plans or drawings could construct a building and escape liability if the plans and drawings were not copied.  Now infringement may lie even though access to the 3D work is obtained from its 2D or 3D depiction.  

· This covers only those architectural works created on or after 12/1/1990, and will include architectural works that are unconstructed and embodied in unpublished plans and drawings.

· Note: Legislation terminates protection on 12/31/2002 if the architectural work has not been constructed by that date.  If the work is constructed by that date, its term of protection will not expire before 12/31/2027.

· How long does this new protection last?  

· For works created after 1990: life of creator + 70 years

· If work created before 1990 and both (1) unpublished and (2) not constructed prior to 1990, then 

· If constructed by 12/31/2002 it gets protection until  12/31/2002.  (see above)

· If not constructed, it only gets protection until 12/31/2002.

· What does “constructed” mean?  Sometimes, things take years to make (like cathedrals).  Constructed means “substantially constructed.”  

· Under §120, Owners of architectural works are granted the same exclusive rights as other copyright owners with 2 exceptions:

· (1) The owner cannot prevent the making, distributing, and displaying of pictures, photographs, or other pictorial representations of an architectural work visible from a public place.

· (2) The owner of a building embodying a protected architectural work may make alterations to the building and even destroy it, notwithstanding the exclusive rights of the copyright owner to prepare derivative works under §106(2).

· Leicester v. Warner Brothers: artwork outside of a building in LA used in Batman Forever.  The artist, (, was mad because ( didn’t get permission.  Can ( use images of the artwork?  Yes.

· Assuming §120 provides a defense, what becomes the issue?  If it’s architecture of not.  How do we determine if it’s architecture of not?  The court says that the towers were designed to extend the building visually and are part of the functional and architectural vocabulary of the building.

· Monumental, nonfunctional works of architecture are protected under §102(a)(8).

· ∆ says its okay that they used this “artwork,” because it’s part of the building and making pictorial representations of architectural works are exempted from copyright infringement.  

· Rationale for this exemption: because it’s in public or visible from public place.  

· 2-D depictions are okay… but audiovisual depictions are not mentioned in the statute.  

· Musical Works
· Not defined by statute

· Musical works encompass both the words of a song and its instrumental component

· Where can the quantum of originality and creativity come from?  Melody, harmony, or rhythm, individually or in some combination.

· Popular songs resemble one another—there are only a finite number of possibilities for a genre.  But originality, not novelty, is required, and the author need add very little to the public domain to meet the standard of originality.  

· Musical arrangements are copyrightable as a form of derivative work, so long as the arranger adds to the requisite amount of original authorship.

· Remember: Music ≠ Recording.  
· §115 allows for compulsory licensing to make and distribute phonorecords with non-dramatic musical works. 

· Sound Recordings

· §101 sound recordings: works that result from the fixation of a series of musical, spoken, or other sounds, but not including the sounds accompanying a motion picture or other audiovisual work, regardless of the nature of the material objects, such as disks, tapes, or other phonorecords, in which they are embodied.
· Essentially, a sound recording is a captured performance.  The performance could be musical, literary, or dramatic.  These should be distinguished from the copyright in the sound recording.

· Copyright owner of a sound recording may not control its performance; the copyright owner of the literary, musical, or dramatic work enjoys the performance right.

· Sound recording must also be distinguished from the material object in which it is embodied.  Sound recordings are embodied in phonorecords that include anything capturing sound.

· Illustration: If CBS issues a CD recording of Copeland’s Third Symphony performed by the NY Philharmonic, the musical copyright would be of the Third Symphony, and the sound recording would be the aural version of the work fixed in the material object (the CD).

· The sound recording copyright confers no ownership right to either the material object or to the underlying musical work.

· The source of originality in sound recordings can come from 

· (1) the performers whose performance is being captured or from 

· (2) the record producer who sets up the recording and processes, compiles, and edits the sounds.

· Ex: recordings of sea sounds or birdcalls.  Here the acts of capturing the performance, processing the sounds, and then compiling and editing them would supply the requisite originality.  The author must also add something of his own; a purely mechanical recording involving no authorial choice would fail for lack of originality.

· Sound recordings are by nature derivative works that often combine original contributions by several original authors. 

· The owner of a sound recording is essentially a matter to be determined by the participants who create the recording.  Absent a contractual provision to the contrary, and assuming originality by both a record producer and a performer, the sound recording would be owned jointly by the performer and record producer.

· Sound recordings were formally recognized by federal law for the first time in the Sound Recording Act of 1971, which only applies to sound recordings fixed after 1972.  Pre-1972 sound recordings are protected under state law up to February 15, 2067.

· The duplication of a sound recording fixed on or after the effective date of the 1971 Act is an infringement, not only on the rights of the songwriter and the songwriter’s publisher, but also of all other persons holding a copyright in the sounds recorded on the disc or tape
· Dramatic Work
· Undefined by the statute

· Copyright Office has defined it as a work that portrays a story by means of dialogue or acting and that is intended to be performed.  It gives direction for performance or actually represents all or a substantial portion of the action as actually occurring, rather than merely being narrated or described.

· Legal differences between dramatic works and non-dramatic literary or musical works: (1) Exceptions for performance and display works for non-profit or governmental entities apply on in certain instances to non-dramatic literary or non-dramatic musical works, (2) compulsory licenses under §115 are limited to non-dramatic musical works, and (3) performing rights societies (BMI or ASCAP) limit their activities to non-dramatic musical works.

· Pantomimes and Choreographic Works
· Undefined in the statute
· Pantomimes are the art of imitating or acting out situations, characters, or some other even with gestures and body movement.  Ex: a mime.
· Choreography is the composition and arrangement of dance movements and patterns, usually intended to be accompanied by music.  
· Social dance steps and simple routines are not included in choreographic works.
· To meet the originality standard, the choreographer need only add something recognizably her own, even though the choreographer was heavily influenced by a style of dance.
· Artistic style per se is not copyrightable, the expression is.
· Choreography is usually fixed in either notation or in film.
· Motion Pictures and Other Audiovisual Works

· §101 audiovisual work: works that consist of a series of related images which are intrinsically intended to be shown by the use of machines or devices such as projectors, viewers, or electronic equipment, together with accompanying sounds, if any, regardless of the nature of the material objects, such as films or tapes, in which the works are embodied.

· §101 motion pictures: audiovisual works consisting of a series of related images which, when shown in succession, impart an impression of motion, together with accompanying sounds, if any.
· A work can qualify as an audiovisual work, even though it consists of individually copyrightable works, so long as it communicates related images.  These images do not have to occur in sequential order.

· Originality in an audiovisual work is determined by evaluation of the work as a whole.

· Motion picture sound tracks are included in the copyright in a motion picture

· The essence of a motion picture is a series of related images that can be shown in successive order and give the impression of motion.  

· As with any work, the motion picture must be fixed.  So live performances are not covered unless simultaneously fixed in at least one copy.  Absent such fixation, protection must be sought under the common law.

· Not included in the definition are filmstrips and slide sets, which although consisting of a series of images intended to be shown in succession, are not capable of conveying an impression of motion

Derivative Works and Compilations under §103


· §103 Subject Matter of Copyright: Compilations and Derivative Works: (a) The subject matter of copyright includes compilations and derivative works, but protection for a work employing preexisting copyright protected material does not extend to that part of the work it used unlawfully.  (b) The copyright in a compilation or derivative work extends only to the material contributed by the author of such work and not the preexisting material.  The copyright in the compilation or derivative work has no effect on the copyright in the preexisting material.

· §106(2) Exclusive Rights in Copyrighted Works: Subject to §107 to 122, the owner of copyright under this title has exclusive rights to do and to authorize derivative works based upon the copyrighted work.

· Derivative Works
· §101 Derivative Works: a work based upon one or more preexisting works, such as a translation, musical arrangement, dramatization, fictionalization, motion picture version, sound recording, art reproduction, abridgment, condensation, or any other form in which a work may be recast, transformed, or adapted.  A work consisting of editorial revisions, annotations, elaborations, or other modifications, which as a whole represent an original work of authorship, is a derivative work.

· All works to a certain degree borrow from others, but in the case of a derivative work, a substantial copying has taken place.  In other words, a derivative work would be infringement of the work on which it is based.  To avoid infringement, the derivative work author of a translation, musical arrangement, or art reproduction must either base his work on one in the public domain or obtain permission from the author of the preexisting copyrighted work.

· The preexisting work must come within the general subject matter of copyright in §102
· Original authorship in a derivative work consists of modifying the preexisting work into a new work.

· The derivative work copyright extends only to those original elements added by the derivative work author, not to the underlying work.  Copyright in the resulting derivative work is unrelated to any exclusive right in the preexisting material.  It is independent of and does not affect or enlarge the scope, duration, ownership, or subsistence of, any copyright protection in the pre-existing material.

· Artistic Reproductions: these are just making a copy of an art piece.

· Originality??  Judge Posner says that the originality standard, particularly for derivative works such as artistic reproductions, should be higher than for preexisting works, to prevent potential overlapping claims and harassment by claimants of derivative work copyrights.  Why?  Without requiring a quantum of originality, it may be very difficult to determine whether a third party has copied from a public domain source or copied from the copyrighted work.  Requiring a gross difference between the underlying and the derivative work avoids entangling subsequent artists depicting the underlying work with copyright problems.

· Colorization of Black-and-White movies: do colorizers add the requisite amount of human authorship to a preexisting work to meet the standard of copyrightability for a derivative work?  The Copyright Office says that colorized films are entitled to copyright registration as derivative works if the colorized work manifests a sufficient modification of the preexisting work that is more than a trivial variation.

· The Lawful Use Requirement: a derivative work copyright can only be obtained when the author legally used the material on which the derivative work was based.  No copyright can be claimed for any part of a derivative or collective work that has used the preexisting material unlawfully. 

· This denies copyright to derivative works that unlawfully use pre-existing material throughout the entire work.  If one can separate the unlawful aspects from the other parts of a work that were created lawfully, those latter aspects could qualify for copyright

· Does the author of a derivative always have to get consent of the copyright owner for the creation of a lawful derivative work?  No—fair use.

· Lee v. ART Company, 1997: Lee (() creates works of art that she sells to Deck the Walls, who sold them to ART Company (() who mounted them on ceramic tiles and resold them.  ( brought this suit against ( claiming that her exclusive right to make derivative works by mounting her art onto a ceramic tile and reselling the tiles was infringed.  Rule: in order for a work of authorship to constitute a derivative work, it must possess a sufficient level of creativity.  Courts have held that framing and other methods of mounting do not create derivative works, because the change to the work was not sufficiently original.
· What happens when a derivative work goes into the public domain while the underlying work remains copyrighted?  Because the original aspects added by the derivative author are so intertwined and fused with the underlying work, courts have been ruling in ways to keep the public domain derivative work out of the public domain.

· Compilations

· §101 Compilation: a work formed by the collection and assembling of preexisting materials or of data that are selected, coordinated, or arranged in such a way that the resulting work as a whole constitutes and original work of authorship.  Compilations include collective works.

· §101 Collective work: a work, such as a periodical issue, anthology, or encyclopedia, in which a number of contributions, constituting separate and independent works in themselves, are assemble into a collective whole.

· A compilation differ from the derivative work because, unlike the derivative work author, the creator of a compilation does not recast, reform, or change the underlying materials, but rather assembles them in his own manner.

· Compilations encompass collective works

· Copyright in compilation consists of the original elements an author has added to the assembled pre-existing materials or data.  

· Copyright protection does not extend to the preexisting materials or the data, it extends to the author’s judgment in selecting and arranging the disparate materials or data and organizing them into a unified work.

· A compilation may display sufficient originality for copyright purposes if the work as a whole constitutes either original selection or original arrangement.  Ex: a creative selection occurred when a selection of 5,000 baseball cards from 18,000.

· The originality standard is met where the selection criteria are driven by subjective and evaluative considerations

· Database: a collection of independent works, data, or other material arranged in a systematic or methodical way and individually accessible by electronic means.

· Feist Publications v. Rural Telephone, 1991: Rural Telephone (() published a typical telephone directory as a condition of its monopoly franchise.  Feist (() was a publishing company specializing in area-wide telephone directories.  ( approached the telephone companies in the area and offered to pay for the right to use their respective white pages listings.  ( refused; ( used them anyway.  ( sued for copyright infringement arguing that ( could not use the information contained in (’s white pages.  Rule: To be copyrightable, a work must be original to the author and possess at least some minimal degree of creativity.  Factual compilations may possess requisite originality.  Compilations are expressly mentioned in the copyright acts.  Even a directory that contains absolutely no protectable written expression, only facts, meets the constitutional minimum for copyright protection if it features an original selection or arrangement.  ( did not select, coordinate, or arrange these uncopyrightable facts in an original way.  ( expended sufficient effort to make the white pages useful, but insufficient creativity to make it original.

Chapter 4: Ownership and Transfers

Initial Ownership

· §101 Copyright Owner: the owner of any one of the exclusive rights comprised in a copyright

· §201(a) Initial Ownership of a Copyright:  Initial ownership in a copyright in a work belongs to the author or authors of the work.  The authors of a joint work are co-owners of copyright in the work.

· §101 Work made for hire: 

· (1) A work prepared by an employee within the scope of his employment; or 

· I.e. when a work is created by an employee, it is presumed to be made for hire unless the parties agree otherwise in a written instrument

· (2) A work specially ordered or commissioned for use as a (a) contribution to a collective work, (b) motion picture, (c) compilation, (d) translation, (e) supplementary work, (f) instructional text, (g) test, (h) as answer material for a test, or (i) atlas, AS LONG AS the parties expressly agree in a written instrument signed by both of them that the work shall be considered a work made for hire.

· It must be at the instance and expense of the hiring party to be a work for hire.

· And if the two things above are satisfied, then it can be a work for hire if the parties agree in writing and signed by both of them.  No special language needed.  The writing may follow the creation of the contract… it need not be in writing at the same time y’all agree for it to be a work for hire.  The contract to create must precede the creation of the thing.

· §201(b) Ownership of a Copyright in a Work Made for Hire: Work-for-Hire Doctrine:  The employer or other person for whom the work was prepared is considered the author and owns all of the rights in the copyright, unless the parties have expressly agreed otherwise in a written instrument signed by them.

· §201(c) Ownership of a Copyright of a Contribution to a collective work: Copyright in each separate contribution to a collective work is distinct from copyright in the collective work as a whole, and vests initially in the author of the contribution.  In the absence of an express transfer of the copyright or of any rights under it, the owner of copyright in the collective work is presumed to have acquired only the privilege of reproducing and distributing the contribution as part of that particular collective work, any revision of that collective work, and any later collective work in the same series.

· §202 Ownership of copyright as distinct from ownership of material object: Ownership of a copyright, or of any of the exclusive rights under a copyright, is distinct from ownership of any material object in which the work is embodied.  Transfer of ownership of any material object, including the copy or phonorecord in which the work is first fixed, does not of it itself convey any rights in the copyrighted work embodied in the object; nor, in the absence of an agreement, does transfer of ownership of a copyright or any exclusive rights under a copyright convey property rights in any material object.

· For a work made for hire, initial ownership vests in the employer, who is considered the author of he work

· Legal consequences of this:

· The employer-author has the entire right to the work; the employee-creator has no ownership rights what so ever

· A work made for hire is not subject to the termination provisions of the 1976 Act

· The duration for a work made for hire is 95 years from publication or 120 years from creation, whichever is less

· Is someone an employee?  Look at factors: (1) the hiring party’s right to control the manner and means of creation, (2) the skill required, (3) the provision of employee benefits, (4) the tax treatment of the hired party, and (5) whether the hiring party has the right to assign additional projects to the hired party

· What’s within scope of employment?  Test: (1) whether the work was of the type the employee was hired to perform, (2) whether the creation of the work in question occurred substantially within the authorized time and space limits of the employee’s job, and (3) whether the employee was actuated, at least in part, by a purpose to serve the employer’s purpose

· The 1976 Act is not applies retroactively here.  So, under the 1909 Act, there is a presumption that the ownership of the copyright vested in the employer as a work made for hire.  The presumption could be overcome by an agreement to the contrary or a showing of a contrary intent of the parties

· Joint Works

· §101 Joint Work: a work prepared by 2 or more authors with the intention that their contributions be merged into inseparable or interdependent parts of a unitary whole

· Joint authors hold undivided interests in the work and enjoy all rights of authorship

· Inseparable: having little or no independent meaning when standing alone

· Interdependent: parts of a unitary whole that have some meaning while standing alone but achieve their primary significance as a result of their combined effect

· Joint authorship will be denied where an individual contribution is not itself copyrightable.  Thus, a joint author must not only intend that his contribution be part of a joint work, but must contribute more than de minimum authorship to the resulting work.

· Ways in which a joint work can be created: (1) two authors whose intention is to create a joint work, (2) a copyright owner transfers the copyright to more than one person, (3) the copyright passes by will or intestacy to two or more persons, (4) the work is subject to state community property laws, or (5) when renewal rights terminated under the termination of transfers provision vest in a class made up of two or ore persons.

· Broad definition of Joint Work: one in which copyright is owned in undivided shares by two or more persons, whether created by joint authorship or in some other way

· Intent to create a joint work

· A joint work is not created unless the authors intended, at the time of the writing, that their contributions become part of a joint work

· Collaboration alone is insufficient: there must be an intent to create a jointly authored and jointly owned work

· Although intent is the essential element of a joint work, it does not matter when the fulfillment of that intent takes place.  The authors don’t have to know each other, nor do they have to collaborate at the same time and place.  What’s important is that each author intended at the time of the creation that his contribution would be combined in some way to another’s work

· A joint work is not created if an author did not intend at the time of creation that his work be merged into an inseparable or interdependent work

· Consequences of Joint Ownership: the authors are co-owners

· Each of the co-owners has an undivided ownership of the work.  

· Each co-owner can use or license the whole work as he wishes, and the only obligation is a duty to account for profits to the other joint owner. 

· A joint owner cannot transfer all the interest in the work (assign the work or grant an exclusive license in it) without the consent of the other co-owners.

· Comparison: Joint Works and Derivative Works

· Rights of ownership: in a derivative or collective work, the contributing author owns his own contribution only.  There is no undivided interest in the whole work as in the case of joint ownership.

· Conveyances and Duration: For a joint work, the entire joint work passes to the heirs or devisees of each joint author, and the term of protection is life + 70, as measured from the last living joint author.  For derivative or collective work, the owner can convey no more than his individual contribution to his heirs or devisees, and the term of protection is measured from the life of each individual author.

· Joint Ownership under 1909 Act: 1976 Act is not retroactively applied here, but the 1909 act’s case law could be easily ignored by a court as being inconsistent with better-reasoned authority, which happens to be virtually identical to the 1976 Act.

· If something was made during effective-dates of both acts, is it a work for hire or not?  Assume it would have been a work for hire under 1909 Act, but not one under 1976 Act… the answer: any part made before midnight on 12/31/77 is a work for hire… any part made after that time is not.

· Copyright in a Collective Work vs. Copyright in a Contribution to the Collective Work

· A collective work is a series of compilation, but unlike other types of compilations, it consists of separate and independent copyrighted works

· Collective work authorship is similar to authorship in a compilation and extends to the elements of compilation and editing that went into creating the collective work as a whole, including contributions written by employees of the collective work’s author.

· The individual contributors to the collective work retain the copyrights in their works, absent a written agreement stating the contrary

· Childress v. Taylor, 1991:  Taylor ((), an actress, contacted Childress ((), a playwright, about writing a play based on Moms Mabley.  Taylor gave her research to Childress who wrote the play.  Taylor also discussed the inclusion of certain scenes and characters in the play with Childress.  Childress completed the play and filed for (and received) a copyright in her name.  Taylor produced and played the title role in the play.  The parties attempted unsuccessfully to formalize their relationship.  Taylor decided to perform another production of the play without Childress and hired another writer to write a play feather Moms Mabley.  No mention was made of Childress in connection with the production.  Childress sued Taylor for violation of copyright, trademark, and anti-dilution laws.  Taylor argued that she was a joint owner with Childress and therefore shared the rights to the play.  TC granted SJ for Childress.  Rule:  In order for a work to have joint authorship, the authors must have each intended that their contributions be merged into an integrated unit at the time the writing was done.  The authors must contemplate the concept of joint authorship, whether or not they understand the legal consequences of that term.  The TC was proper in granting SJ since there was no evidence that could infer that Childress had the requisite state of mind for a finding of joint authorship.  Also, the attempts to reduce their agreement to writing were expressly rejected by Childress.

· Court’s test

· 1. At the time, parties must have intended to the parts be merged into a unitary whole

· 2. Each part must be independently copyrightable.

· 3. Each party must regard the other one as a joint author.

Transfer of Rights


· §101 Transfer of Copyright Ownership: an assignment, mortgage, exclusive license, or any other conveyance, alienation, or hypothecation of a copyright or of any of the exclusive rights comprised on a copyright, whether or not it is limited in time or place of effect, but not including a nonexclusive license.

· §201(d) Transfer of Ownership: (1) The ownership of a copyright may be transferred in whole or in part by any means of conveyance or by operation of law, and may be bequeathed by will or pass as personal property by the applicable laws of intestate succession.  (2) Any of the exclusive rights comprised in a copyright, including any subdivision of any of the rights specified by section 106, may be transferred as provided by clause (1) and owned separately.  The owner of any particular exclusive right is entitled, to the extent of that right, to all of the protection and remedies accorded to the copyright owner by this title.
· In the case of joint ownership: not all of the owners has to sign it to transfer the interest… just one

· §201 (e) Involuntary Transfer: This does not allow involuntary transfers, such as (1) attempts by foreign governments to seize a copyright from a dissident writer and prohibit the distribution of the work in the US, or (2) bankruptcy proceedings and mortgage foreclosures to which the author may have voluntarily consented
· §204 Execution of transfers of copyright ownership: (a) A transfer of copyright ownership, other than by operation of law, is not valid unless it is in writing and signed by the owner of the rights conveyed or his agent.  (b) Notarization is not required, but it is recommended.  Proper notarization constitutes prima facie evidence of execution of the transfer.

· Copyright in a work may be regarded as a bundle of rights that may be transferred in its entirety or individually

· To be effective, transfers must be written and signed by the copyright owner

· Divisibility of copyright: the owner can transfer less than the full ownership interest.  Each exclusive right in §106 can be infinitely subdivided and each of those subdivided rights may be owned and enforced separately.

· Ex: A, a novelist, could grant an exclusive license in his writing to B to write a screenplay from the novel, another to C to write a play based on a chapter of the novel, and a third to D to perform the work in Ohio during July.

· All transferees are given standing to sue without having to joint the copyright proprietor

· Under the 1909 Act: a copyright was perceived as an indivisible entity incapable of being broken up into smaller rights

· A total transfer had to be in writing, but licenses (exclusive and nonexclusive) could be oral

· When there is a transfer and new technology creates new medial, is that transfer applicable to the new media?  Three views:

· Strict approach: Limits media use to the literal terms of the contract.  (Favors licensor)

· Reasonableness Standard approach: Media use would include all uses reasonably falling within the media described in the license.  (Favors licensee)

· Contract approach: Neutral contract principles should be used rather than favoring a particular party

· Writing Requirement

· Must be executed contemporaneously with the agreement

· Applies to transfers of copyright (which includes exclusive licenses), not nonexclusive licenses

· Nonexclusive licenses are those in which the grantor retains the right to license the same right to others.  They can be granted orally

· Old law of transfers: if you transferred an object in which there was a copyright, the copyright rights transferred too.  Unless there was an indication to the contrary.  Ex: selling a manuscript sells the copyright too

· New rule: The transfer of an object does not in and of itself transfer the copyright.  Object does not go with transfer of copyright, and copyright does not go with the object

· Effects Associates Inc v. Cohen, 1991: Cohen (() wrote, directed and produced a horror movie.  Cohen solicited Effects Associates ((), a small special effects company, to enhance certain action sequences and create footage.  There was no mention as to the ownership of copyright in the footage.  Cohen was dissatisfied with footage and paid Effects only half the money owned.  The footage was incorporated into the film.  Effects commenced the suit for copyright infringement claiming that Cohen had no right to use the footage until he had paid full price.  Rule:  A transfer of copyright ownership must be in writing in order to be valid.  A copyright owner of a motion picture or other audiovisual work has the exclusive rights to copy, distribute, or display the work publicly.  While the copyright owner can sell or license these rights to a third party, §204 requires such transfers to be in writing in order to be valid.  Does the nonexclusive license exception apply?  Cohen argues that Effects’ conduct created an implied license to utilize the footage.  Effects created the work at Cohen’s request and then gave hi the work so that Cohen could copy and distribute it.  Thus, Effects granted Cohen non-exclusive licenses to incorporate the footage into his film and distribute it.

· Recordation

· § 205 Recordation of transfers and other documents

· (a) Conditions for Recordation: Any transfer may be recorded in the Copyright Office if the document is original or if it is accompanied by a certification that it is a true copy of the original, signed document.

·  (b) Certificate of Recordation: The Register of Copyrights shall record the document and return it with a certificate of recordation.

· (c) Recordation specifically identifying the work will give notice to the world of the terms in the document.  This constructive notice applies only if the work is registered.

· (d) Priority between conflicting transfers: Suppose A, a writer, assigns to B the copyright of his novel in 1989, and then conveys the same rights to C in January 1990.  Who owns the copyright?

· The first transferee, B, will prevail if he records within 1 month after execution of the agreement.

· Once the one-month grace period terminates, it is a race between B and C to see who records first.

· These rules subject to two exceptions

· A person cannot enjoy a priority if he has received a transfer in bad faith

· A person cannot prevail (over another transferee, even if the other transferee didn’t) if a transfer was received without valuable consideration

· (e) Recordation establishes priority of ownership between conflicting transfers of copyright as well as conflicts between a transfer and a nonexclusive license.  

· A nonexclusive license will prevail over an assignment or exclusive license, but only in certain situations.  

· The nonexclusive license must be evidenced in a written instrument signed by the copyright owner and must have been taken before the execution of the transfer

· Even if the nonexclusive license was taken after the transfer, it will prevail if it is evidenced in a writing and was taken in good faith before recordation of the transfer without notice thereof

· It is essential that the document recorded refer to the titles of the specific works involved in any transfer

· The Copyright Office requires that every document sought to be filed be complete on its own terms (lacking any reference to an external document not submitted as an attachment), be legible and capable of being reproduced in legible imaged copies, and be accompanied by the correct fee

· Recordation does not affect the legal sufficiency of the document

· Benefits of recording

· For actions filed before 3/1/89, it was a prerequisite to bringing a suit for copyright infringement

· Recording gives notice to the world of the terms set forth in the document

· When combined with registration, even a person who did not have actual notice of the document is presumed to be on notice of its contents

· Recordation establishes priority of ownership between conflicting transfers of copyright, as well as between conflicting transfers and nonexclusive licenses

· Only registration confers constructive notice

· Recording ( Registration

· Short form conveyance is okay to give the world constructive/actual notice of the copyright

· It used to be necessary to record your document of title to sue.  No longer required.

Chapter 5: Duration and Termination

Duration

· §101 Anonymous work: a work on the copies or phonorecords of which no natural person is identified as author

· §101 Children: a person’s immediate offspring, whether legitimate or not, and any children legally adopted by that person

· §101 Pseudonymous work: a work on the copies or phonorecords of which the author is identified under a fictitious name

· §101 Widow and widower: the author’s surviving spouse under the law of the author’s domicile at the time of his death, whether or not the spouse has later remarried

· §302 Duration of copyright: Works created on or after 1/1/1978
· (a) Copyright subsists from creation for a term of life of the author plus 70 years.

· (b) Joint works which are not work for hire: the copyright endures for the life of the last surviving author plus 70 years.
· (c) Anonymous Works, Pseudonymous Works, and Works Made for Hire: the copyright endures the shortest of either (a) for a term of 95 years from the year of its first publication, or (b) a term of 120 years from the year of its creation.  If the identity of the anonymous or pseudonymous work is revealed, the copyright is measured off of his life.  Anonymous and pseudonymous works can be recorded.
· (d) Records Relating to Death of Authors:  Any person having an interest in a copyright may at any time record in the Copyright Office a statement of the date of death of the author of the copyrighted work, or a statement that the author is still living on a particular date.  The Register shall maintain current records of that information.
· (e) Presumption as to Author's Death.  This takes effect 95 years after publication or 120 years after creation, whichever is less.  Any person, who obtains a certified report from the Copyright Office that there is no indication that the author of the work is living, or has died in the 70 years prior, is entitled to a presumption that the author has been dead for at least 70 years.  Good faith reliance on this presumption is a complete defense to copyright infringement.
· §303 Duration of copyright of works created but not published or copyrighted before 1/1/1978:  
· (a) All works created, but not copyrighted or published before 1978, will be treated under the basic term of copyright in §302, and their copyrights will not expire before 12/31/2002.  But if these works are published before the expiration date, copyright protection will last until 12/31/2047. 
· (b) The distribution before 1/1/1978, of a phonorecord is not a publication of the musical work embodied therein
· Example: A owns a copyright on a letter sent to B in 1911, which has never been published.  A dies in 1927.  The copyright on the letter lasts until 12/31/2002, instead of going into the public domain in 1998.  But if the copyright owner publishes the letter before this date, he will receive another 45 years of protection, until 12/31/2047.
· §304(a) Duration of copyright: Copyrights in Their First Term on 1/1/78:

· Any copyright, the first term of which is subsisting on January 1, 1978, shall endure for 28 years from the date it was originally secured.

· In the case of—(i) a posthumous work, (ii) periodical, cyclopedic, or other composite work (iii) work copyrighted by a corporate body, or (4) works copyrighted by an employer as a work made for hire—the proprietor of such copyright can renew for 67 more years

· Who gets the 67-year renewal?  (i) the author if still living, then (ii) the widow, widower, or children of the author, if still living, then (iii) the author's executors, then (iv) the author's next of kin, in the absence of a will of the author,

· At the expiration of the original term of copyright, the copyright will be renewed if the proprietor makes an application to renew within 1 year before expiration of the original term.  Renewal will happen even if no application is made.  The renewal vests on either of two dates (i) when the renewal registration is filed or (ii) if no renewal filed, at the beginning of the renewal term.

· The certificate of such registration shall constitute prima facie evidence as to the validity of the copyright during its renewed and extended term and of the facts stated in the certificate.  The evidentiary weight to be accorded the certificates of a registration of a renewed and extended term of copyright made after the end of that 1-year period shall be within the discretion of the court.
· Who’s entitled to renew?

· The proprietor gets it for these works…

· Posthumous works (one as to which no copyright assignment or other contract for exploitation occurred during the author’s lifetime)

· Periodic, cyclopedic, or other composite work; the individual author of any contribution to the collective work may renew the copyright in the contribution

· Works copyrighted by corporate bodies

· Works copyrighted by employers for whom such work is made for hire

· The author, if living at the time of renewal; then his widow and children, if any surviving; then the executor of the author, if not yet dismissed; then author’s next of kin…

· For all works other than those listed above

· Posthumous work: a work for which no copyright assignment or other contract for exploitation of the work has occurred during the author’s life and which is unpublished before the author’s death.

· Composite work: one in which several authors have contributed individual work

· §304(b) Copyrights in their renewal term at the time of the effective date of the Sonny Bono Copyright Term Extension Act: Any copyright still in its renewal term at the time that the Sonny Bono Copyright Term Extension Act becomes effective shall have a copyright term of 95 years from the date copyright was originally secured
· §305 Duration of copyright: Terminal date: All terms of copyright provided by sections 302 through 304 run to the end of the calendar year in which they would otherwise expire.
· Transitional and Supplementary Provisions §103: This act does not provide copyright protection for any work that goes into the public domain before 1/1/78.  The exclusive rights to reproduce a work in phonorecords and to distribute phonorecords of the work do not extend to any non-dramatic musical work copyrighted before 7/1/09.

· Transitional and Supplementary Provisions §107: In the case of any work in which an ad interim copyright is subsisting or is capable of being secured on 12/31/77, copyright protection is hereby extended to endure for he term provided by §304

· The 1909 Act had date of publication + 28 years + a 28 (now 67) year renewal.  For works created after 1/1/1978, the copyright term is life + 70 years.  Why the change?  Berne Convention.

· Example: assume that A creates works in 1980, 1985, and 1990, and then dies in 2000.  All these work will enter into the public domain on the same date: 1/1/2071 (which is life + 70, which is 2070… then you wait until the end of the calendar year to end the copyright)

· Example: A creates a work in 1978 in the course of employment and publishes it in 1980… the work will go into the public domain after 2075.

· Example: A and B create a joint work in 1980.  A dies in 1990; B dies in 2000.  The copyright will enter the public domain after 2070 (70 years after B’s death—the last surviving author)

· Anonymous and pseudonymous works and works made for hire: First publication + 95 years OR creation + 120 years, whichever expires first

· Sound Recordings are weird because they were not recognized as copyrightable subject matter until 2/25/1972.

· Other than the weird dates, they’re treated the same as any other work…

· Sound Recordings created between 2/15/1972 and 12/31/1977 will have a 28 year first term and a 67 year renewal term

· For sound recordings created after 1977, the life + 70 rule applies

· Death Records

· §302(d) requires that the Register of Copyrights keep a public record containing information about the death of authors of copyrighted works.  Anyone having an interest in a copyright can file a statement in the Copyright Office that an author is living or dead.

· §302(e) creates a presumption of death, taking effect 95 years after publication or 120 years after creation, whichever is less.

· Any person who obtains a certified report from the Copyright Office that there is no indication that the author of the work is living or has died less than 70 years before, is entitled to a presumption that the author has been dead for at least 70 years.  Good faith reliance on this presumption is a complete defense to copyright infringement

· For works already in the public domain on the effective date of the CTEA, there was no restoration of protection

· Fred Fisher v. Witmark: ( had assigned his copyright renewal rights in a song to ( before it was renewal time, but he renewed in his own name and made a second assignment to Fred Fisher.  Does the 1909 Copyright Act prevent assignment of a copyright renewal interest before renewal has been secured?  No.  Rule: The Copyright Act of 1909 does not prevent an author from assigning his interest in the renewal copyright before he has secured it.  A renewal interest was designed to allow the author some prospect of being rewarded for his works even if he was forced to assign his initial copyright during his struggling years.  However, to disallow assignments of the renewal interest during the primary term would be to cut off authors from a source of revenue.

· Epoch v. Killiam: ( claimed that ( had no legal right to the renewal copyright in the film “The Birth of a Nation” and thus the film passed into the public domain at the expiration of the original 28-year copyright term.  May the right of renewal of a copyright be obtained by the proprietor of the original term of copyright for specific works, or the individual author if still living, or his heirs?  Yes.  Rule: The right of renewal of a copyright may be obtained by the proprietor of the original term of copyright for specified works, if the individual author if still living, or his heirs.

Renewal

· Copyright Renewal Act of 1992 (Effective date: 10/27/1998)

· For works copyrighted between 1964 and 1977, renewal automatically occurs when the first term ends

· This renewal act does not affect works copyrighted before 1964

· This will not revive a first term copyright, published before 1964, that went into the public domain for failure to file a renewal registration

· Works in their second term as of 1/1/78

· This only applies to works still protected by copyright on 10/27/1998

· Renewal term extended to 67 years, so the term of copyright for 1909 works is no 95 years

· This section does not restore works; in other words, this does not extend the copyrights for works first published between 1904 and 1922, even though they were first published less than 95 years ago, because they went into the public domain.

· Two incentives to timely file for renewal

· If a timely renewal is filed, the author’s first-term grants of renewal rights to exploit such derivative works are nullified if the author dies before the renewal time.  If no registration is filed, a derivative work made pursuant to the grant can still be exploited during the renewal term, but no new derivative can be made after the new term begins

· If registration is made during the last year of the first term, the certificate of renewal registration will constitute prima facie evidence of the validity of the facts stated in the certificate—thus reversing what had been the rule on this issue

· Under the 1909 Act: Copyrights in their First Terms as of 1978

· To claim renewal, one must file for renewal in the Copyright Office during the 18th year of the first copyright term.  A renewal application can be filed by anyone on behalf of someone else, but it has to be filed in the name of one entitled to the renewal term.  Timely filing was required to obtain the term and failure to do so dedicated the work to the public domain.

· The 1976 Act incorporated the 1909 Act’s renewal stuff into it, at least as far as works that were in their first term at that time

· Note: for works whose origin is the US, the 1976 Act does not revive copyrights entering the public domain before 1978, and failure to renew was frequently the way works entered the public domain under the 1909 Act.

· Note: 1976 Act is not retroactive, so 1909 Act applies to works in their first term as of 1978

· Renewal is available for the author; for one joint author if there are joint authors

· What if the author has died?  Then the widow(er) and children (as a class) will own the renewal term

· Example: Suppose an author dies before the vesting of a renewal term in his work, leaving a widow and one child.  Here, widow and child would each take 50% share as joint owners of the copyright.  What if the widow left two children?  Then they would all take 33 1/3%.

· Can an author assign the renewal term before its expiration?  Yes, but the author had to survive until the renewal term vested

· Automatic Renewal for Copyrights Secured between 1/1/1964 and 12/31/1977

· Renewal is automatic when the first term ends

· But you can still manually/affirmatively renew, and you should… why?

· Because your rights are vested upon the application

· If you don’t, whoever is in proper line (whoever’s alive) at the beginning of the term gets the rights

· Prime facie evidence of all the rights, and that you’re the proprietor

· The independence of derivative works: if you affirmatively renew, you get to have the renewal term free and clear of transfers made in the firs term

· If a renewal application is filed during the 28th year by the person entitled to the renewal, the renewal term vests, at the beginning of the 29th year, even though that person has died before the renewal term begins

· If no application is made, the renewal term vests in whoever is the appropriate renewal claimant on Dec 31st of the initial term’s 28th year.

· Who has the burden of proof in an action to determine the validity of a renewal copyright?  The claimant does, and the renewal registration certificate does not discharge the burden

· Renewal Term and Derivative Works

· When an author has licensed another, during the first copyright term, to create a derivative work, to what extent can the owner of the copyright in the derivative work continue to exploit the work in the second copyright term?  The assignment of renewal rights by an author does not defeat the right of the author’s statutory successor to those rights if the author dies before the renewal right vests.  In other words, when the grant of rights in the preexisting work lapses, the right to use parts of it in the derivative work ceases, and its continued use will infringe the existing work

	
	Date of Protection
	Nature of Term
	Length of Term
	Statute

	Works Created on or After 1/1/78
	When work was fixed in a tangible medium
	Unitary
	Basic Term: Life + 70

Alternative term: for anonymous or pseudonymous works, or works made for hire: 95 years from publication or 120 years from creation, whichever is less
	§302(a); §302(b) Joint works; §302(c) anonymous & works for hire

	Works created but not published before 1/1/78
	Federal protection began 1/1/78
	Unitary
	Same as above at least through 12/31/2002 if the work remained unpublished as of that date or until 12/31/2047 if the work was published before 1/1/2003
	§303

	Works published between 1964 and 1977
	When work was published with notice
	Dual
	First Term: 28
	Automatic renewal term of 67 years
	§304

	Works published between 1923 and 1963
	When work was published with notice
	Dual
	First Term: 28
	Not automatic renewal term of 67 years
	§304

	Works published before 1923
	N/A
	N/A
	Work is now in public domain
	§304


Terminations of Transfers 

· Termination Generally

· Purpose: to protect authors from unremunerative transfers that may be given because of an author’s unequal bargaining position, resulting in part from the impossibility of determining a work’s value until it has been exploited

· Termination provisions cover two distinctly different situations

· (1) Covered by §304(c).  Applies to works in their second renewal term as of January 1, 1978.  Allows the author and his family to terminate transfers made before 1978 in order to recover the 39 years of the extended renewal time

· (2) Covered by §203.  Applies to transfers made after 1977.  Allows the author and his family the right to terminate, but only if the procedures established by statute and regulation are followed (i.e. termination is not automatic).

· The right to terminate cannot be assigned away in advance

· If the copyright has gone into the public domain, there’s no copyright grant to terminate

· In the grant of rights, can you specify a term for the grant?  Yes.  But if you don’t specify the length of the contract of rights, it’s deemed to be good for the life of the copyright

· Termination of the Extended Renewal Term under §304(c) and §304(d)

· Termination of the Extended Renewal Term: Two Bites of the Apple

· The grants covered by §304(c) should not be confused with an author or family making advance assignments of the renewal term.  These transfers for the renewal term are still binding.  §304(c) concerns only recovery of the 39 years of the extended renewal term for grants executed before 1978.

· The Act permits the author or successor the right to terminate a grant and recapture the full 39 years of the extended renewal term

· The Act gives authors a “second bite at the termination apple” even if they did not exercise their rights to recapture the initial 19 years of the extended term.  Under the Copyright Term Extension Act of 1998, authors may terminate the grant and recapture the last 20 years of the extended renewal term.  Thus, §304(c) ensures that any windfall resulting from extension should go first to authors rather than be given to the owner of the existing renewal rights.

· Example: Suppose that a novel was copyrighted by an author in 1940, who in 1960 assigned her expectancy in the renewal term of the copyright to a movie studio.  Assume that the author survives the vesting of the renewal term.  Here the author and her heirs would have no rights in the copyright during the renewal term that would expire after 1996.  Under §304(c), however, the author and heirs could recuperate the extended renewal term for a maximum of 19 years so long as they followed the notice of termination procedures.  Assume they do so.  Now, under the 1998 amendments to the Act, they would receive another 20 years of protection, and in our example, the copyright in the work would enter the public domain after 2035.  What if the author or heirs failed to accomplish timely notice in terminating the grant?  They would miss out on the first windfall of 19 years.  Fortunately for them, the term extension amendments of 1998 created another windfall.  Here §304(d) provides them with a second opportunity (the second bite at the apple) to terminate the grant, beginning 2015, if they abide by the statutory notice procedures.  In that event, the author and heirs will enjoy a maximum of 20 years in the work until it enters the public domain after 2035.

· Note: You can ride on the 304 train one time.

· Mechanics of §304(c) and (d)

	Mechanics of §304(c) and (d)

	What grants are covered?
	· Grants executed before 1/1/1978, by the author or his successor who could claim the renewal term of any transfer covering renewal rights, including exclusive and nonexclusive licenses

· Exceptions: works for hire and dispositions by will

	Who can terminate?
	· The author, or a majority of authors of a joint work

· If the author is dead: (a) if the author dies without children, the widow owns the entire termination interest, (b) if he dies with children but no widow, then the children take the entire interest, (c) if both a widow and children are surviving, the widow takes 50% share and the children take the other 50% share.  The rights of the children and grandchildren are exercised per stirpes, (d) If the author’s widow, children, and grandchildren are not living, the author’s executor, administrator, personal representative, or trustee shall own the author’s entire termination interest

· When a grant is given by one other than the author, all surviving grantors are required to terminate.

	When may termination take place?
	· During the 5 year period beginning at the later of: (a) at the end of 56 years from the date copyright was originally secured or (b) 1/1/1978

· During the 5 year period beginning at the end of 75 years from the date copyright was secured (this is from the CTEA)

	How may termination be effected?
	· By serving written notice on the grantee or his successor in title.  If a person other than the author executed the grant, all of those who executed the grant and are surviving must sign the notice.

· Notice must comply with Copyright Office regulations

· A copy of the notice must be recorded in the Copyright Office before the effective date of termination

	What is the effect of termination?
	· All rights revert to those having the right to terminate

· The exception is that derivative works prepared before termination may continue to be exploited under the terms of the grant

· No new derivative works may be prepared after the termination date.

· Termination rights vest on the date notice is served.

	Who can make further grants?
	· Owners are tenants-in-common who can authorize further grants if signed by the same number and proportion as are required to terminate.  The right is effective for all signers, even if non-signers.

	What happens if there is failure to terminate?
	· Failure to terminate.  If termination is not effected at the proper time in accordance with the statutory procedures, the grantee retains all rights under the grant for the remainder of the extended renewal term (unless the grant itself provides otherwise


· Termination Formalities

· Copyright Office regulations require that notice of termination be accompanied by a short statement as to the grants covered

· Notice must be served on the grantee or the grantee’s successor in title

· Burroughs v. MGM: The heirs (() of author Edgar Rice Burroughs claimed that MGM (() infringed their copyright to the character Tarzan.  Rule: When an author grants rights to a work containing material protected by copyrights in a previous work, the grant implicitly authorizes the use of all material in the licensed work (even material that was not original to this work, because it is from another work).
· Section 304(c): Termination and Derivative Works

· A derivative work prepared under a grant can continue to be used under its terms even after termination of the grant.  Continued exploitation is limited to the specific derivative work and does not extend to preparation of other derivative works based on the copyright covered by the terminated grant.

· Termination of Transfer under §203

· Apply to grants made after 1977

· The first terminations under §203 will take place beginning in 2013 

	Mechanics of §203

	What grants are covered?
	· Grants by the author of any copyright interest, including exclusive and nonexclusive licenses

· Grants made on or after 1/1/1978, for works created before or after 1978

· Exceptions: works for hire and dispositions by will

	Who can terminate?
	· The author, or a majority of authors of a joint work who executed the grant

· If the author is deceased, a majority of owners of his termination interest 

· If the author’s widow, children, and grandchildren are not living, the author’s executor, administrator, personal representative, or trustee shall own the author’s entire termination interest

	When may termination take place?
	· During the 5 year period starting at the end of 35 years from the date of execution of the grant (notice: relevant time is the execution of the grant, not date of publication or creation)

· There is an exception of the grant was of a right of publication, in which case the 5-year period begins at the earlier of 35 years after publication, or 40 years after the grant was made

	How may termination be effected?
	· By serving written notice no less than 2 nor more than 10 years before termination is to occur

· Notice must comply with Copyright Office regulations

· A copy of the notice must be recorded in the Copyright Office before the effective date of termination

· Termination may be effected notwithstanding any agreement to the contrary, including an agreement to make any future grant or to make a will

	What is the effect of termination?
	· All rights revert to those having the right to terminate

· The exception is that derivative works prepared before termination may continue to be exploited under the terms of the grant

· No new derivative works may be prepared after the termination date.

	Who can make further grants?
	· Further grants are valid if signed by the same number and proportion of owners as are required for termination.  All owners are bound, even non-signers

· Note: No new grant or agreement to make one may be made until termination becomes effective, except that owners of the termination interest and the original grantee or his successor in title may agree to such a grant after notice of termination is served

	What happens if there is failure to terminate?
	· If termination is not effectuated at the proper time in accordance with the statutory procedures, the grantee retains all rights under the grant for the remainder of the copyright term (unless the grant itself provides otherwise)


· Some Works Enjoy No Termination Right, and Other Works Have Both Termination and Renewal Rights

· Certain Grants Subject to No Termination

· Some works will not enjoy termination rights at all.

· §304(c) applies only to grants covering subsisting copyrights made before 1/1/1978.

· §203 termination will apply only to grants made by the author.

· So, grants of common law rights are excluded from termination.  I.e.: a grant made before 1977 for an unpublished work

· Grants Subject to Both Termination and Renewal

· The interplay between §304(a) and §203 will permit some works to enjoy both a renewal term and a right of termination.

· Example: assume that A copyrights a work in 1962 and, in 1978, assigns to B his renewal interest, which will vest in 1990.  If A does not live until the vesting of renewal, the term will simply revert to his widow and family.  But if A lives until the vesting of the renewal (1989), B will enjoy the rights to the 67-year renewal term—until 2057.  But here the author or his family can terminate the transfer pursuant to §203, beginning in 2013 (35 years after the 1978 grant), thus cutting B’s renewal term by 44 years.

· In analyzing whether and how termination can be effected, it is helpful to go through a 5-step process:

· Determine which section of the statute applies to the grant to be terminated

· Calculate when the termination window opens and closes

· Select an effective date within the termination window

· Serve notice at least two years and not more than ten years in advance of the effective date

· Record a copy of the notice in the Copyright Office before the effective date

Chapter 6: Publication, Notice, Registration, and Deposit

Intro 

· Under the 1909 Act, a work of authorship enjoyed perpetual protection until it was published.  Then the work became subject to federal protection (first term + renewal term).  The 1909 Act also required the copyright owner to affix proper notice to each publicly distributed copy of the work.  Non-compliance with the notice requirement could inject the work into the public domain.

· Under the 1976 Act, publication is less important

· Before 3/1/1989, notice was still required, or else the work could end up in the public domain unless the copyright owner took certain affirmative steps within 5 years of the publication to “cure” the improper notice.

· Since 3/1/1989, notice is no longer required on published copies or phonorecords of a work publicly distributed.  Now it’s permissive, and the omission of notice will not inject a work into the public domain

· Note: The 1976 Act is not retroactive.  The Berne Convention amendments (3/1/1989) are not retroactive.

Publication 

· Under the 1976 Act, protection begins on creation.  As opposed to the 1909 Act, which recognized a dual system of copyright if published; unpublished works were protected under state common law.

· What is Publication?  §101 Publication: the distribution of copies or phonorecords of a work to the public by sale or other transfer of ownership, or by rental, lease, or lending.  The offering to distribute copies or phonorecords to a group of persons for purposes of further distribution, public performance, or public display, constitutes publication.  A public performance or display of a work does not of itself constitute publication.

· In other words, publication occurs when the copyright owner voluntarily sells, leases, loans, or gives away the original or a tangible copy of the work to the general public.

· Even if no sale or other disposition of the work has taken place, publication will occur if the work is offered to the public in any manner authorized by the copyright owners.

· Publication does not occur by a public performance or display of a work, so long as the public performance or display occurs without a sale, offer to sell, or other disposition of tangible copies of the work.

· In short, publication generally occurs in, but is not limited to, situations where the publication has obtained a possessory right in the work

· Even de minimus distribution constitutes publication so long as the general public has obtained or is offered a possessory right in the work.

· Publication may occur upon distribution of just one copy of the work; to publish does not mean that the public’s need is satisfied by sufficient public distribution of the work

· Note: copyright owner’s subjective intent to publish is irrelevant; publication can take place even if the copyright owner does not realize that, as a matter of law, he is committing or consenting to acts that would publish the work.

· Publication under the 1909 Act

· Applicable to works published before effective date of 1976 Act; 1976 Act is not retroactive

· Once a work enters the public domain (unless restored under the Uruguay Round Agreements Act), it remains there irrevocably, unaffected either by the provisions of the 1976 Act or the Berne amendments that have abrogated the notice requirement.

· Every time a work was published, the copyright owner was required to affix proper copyright notice to each copy of the work.  Failure to do so could inject the work into the public domain.

· Investive/Divestive Doctrine

· Terminology

· The act of publication was said to have “divested” the author’s common law rights

· If the author properly secured federal rights, the author is said to have “invested”

· Divestment of common law rights without investment of federal rights resulted in the work’s “dedication” to the public domain

· If a work were published without proper notice and the publication were found to be divestive, federal protection would not invest, and the work would fall into the public domain

· If the publication were considered divestive, but copyright was secured by proper affixation of notice, federal protection would have begun.

· If a court found the publication were neither investive nor divestive, the work would be considered unpublished.

· Note: for works unpublished on 1/1/1978, copyright duration is determined under the 1976 Act.

· Limited/General Publication Doctrine

· Limited publication: a non-divestive publication that communicates the contents of a work to a narrowly selected group for a limited purpose, without transferring the rights of diffusion, reproduction, distribution, or sale.  I.e., a limited publication is one in which circulation of the work is restricted both as to the persons who receive it and the purpose for its distribution.

· General Publication: a divestive publication

· Academy of Motion Pictures v. Creative House:  From 1929 to 1941, the Academy claimed common law copyright protection of the Oscar statue as an unpublished work of art.  In 1941, the Oscar was registered with the Copyright Office as an unpublished work of art not reproduced for sale.  In 1976, Creative House, a manufacturer and distributor of specialty items, commissioned a sculptor to design a statuette holding a star.  Rule: A limited publication does not result in the loss of common law copyright if copies of the work are distributed to (1) a selected group and (2) for a limited purpose, without the right of additional reproduction, distribution, or sale.  The 1976 Act provides that a copyrighted work is not entitled to protection if it has entered the public domain before 1/1/78.  The TC said that Oscar was not entitled to protection because it had entered the public domain by general publication before it had statutory protection.  Courts have held that §209 creates a rebuttable presumption that the holder of a copyright certificate has met the requirements for copyright validity.  Creative House had the burden of showing that Oscar entered the public domain prior to its registration in 1941.  A general publication occurs when the work is made available to the public without regard to their status or the material’s use.  A limited publication does not trigger the loss of common law copyright if copies are distributed to (1) a selected group (2) for a limited purpose, without the right of additional reproduction, distribution or sale.  The Academy did not sell, profit from, or encourage the further distribution of the award.  Thus Oscar was subjected to a limited publication and did not enter the public domain.

· A publication is limited and does not trigger the loss of common law copyright when tangible copies of the work are distributed both (1) to a definitely selected group and (2) for a limited purpose, without the right of further publication, distribution, or sale

· Selected group

· The academy distributes the Oscar to performers and members of the motion picture industry only

· Limited purpose

· Must show that (1) the purpose of distributing the thing was limited, and (2) the recipients had not right of sale or further distribution.

· Publication under the 1976 Act

· Publication and Compliance with Formalities

· For works publicly distributed after 1/1/1978 but before 3/1/1989, notice showing the date of publication was required on all publicly distributed copies of the work; Failure to affix proper notice on published copies of a work could lead to a forfeiture of copyright.

· Since 3/1/1989, notice is no longer required, thought its recommended

· Publication: Durational Consequences

· The act of publication can determine the duration of copyright.

· The term for anonymous works, pseudonymous works, and works made for hire is measured from the year of first publication.

· Performance as Publication

· A performance is not a publication.  No matter how large the audience or to whom it is directed, an oral dissemination of a musical or literary work does not constitute a publication

· This rule was in 1909 case law and was codified in the 1976 Act.

· Public Display is not a publication under the 1976 Act

· Distribution of Phonorecords as Publication

· Under the 1976 Act, a publication of a sound recording published both the sound recording and the recorded musical work embodied on the phonorecord.  This rule applies to works distributed on or after 1/1/1978.

· Until the Sound Recording Act of 1971, the 1909 Act took the opposite approach, that publication of a sound recording did not publish the musical work

· Publication of a Derivative Work:  Does publication of a derivative work constitute publication of the preexisting work?

· “Same medium” means such as a third edition of a textbook or an enlargement of a photograph

· Generally the courts applying the 1909 Act have held that when the original work and a derivative work are in the same medium, publication of the derivative work published the preexisting work.  The derivative work was regarded as a copy of the preexisting work, and failure to affix notice on the derivative work injected the preexisting work into the public domain.

· When the derivative work was reproduced in a different medium, courts are split, but tended to say that publication of the derivative work did not publish the underlying work.

· Under the 1976 Act, publication of the derivative work would appear to publish the preexisting work.  This is on implied principle.  

· Also implied under the 1976 Act: a publication of a derivative work with omitted notice could inject the underlying work into the public domain.

· Under the Berne Convention, publication is transferring enough to fill anticipated demand for a particular market, but only if the distribution was authorized.

Notice 

· Generally: Justification for Notice Requirement

· Notice of copyright consists of affixing the name of the copyright owner, the date of first publication of the work, and © in a reasonably noticeable location on the work

· §401(d): If a notice of copyright in the form and position specified by this section appears on the published copy to which a defendant in a copyright infringement suit had access, then defendant can’t use innocent infringement as a defense, except if he had a good faith belief he was in within fair use.

· In effect, although notice is permissive for works published after 3/1/1989, it is still encouraged by the 1976 Act because it cuts off the defense of innocent infringement

	Notice Provisions for Published Works under the Acts and Berne Convention

	Works published before 1/1/78
	Works published on or after 1/1/78 

and before 3/1/89
	Works published on or after 3/1/89

	Federal protection generally began on publication with proper notice.  Publication without proper notice placed work in public domain.
	Notice required for all published works.  If work published without notice, copyright owner must comply with 5-year cure provisions to avoid placing work in public domain.
	Notice is optional.  Lack of notice may allow reduction in amount of statutory damages for innocent infringer defense.


· Notice Requirements under the 1976 Act Before the Berne Convention Implementation Act of 1988 Amendments

· For works publicly distributed on or after 1/1/78 and before 3/1/89…

· §401(a): Whenever a work protected under this title is published, a notice of copyright as provided may be placed on publicly distributed copies from which the work can be visually perceived, either directly or with the aid of a machine or device
· Notice was not a permissive act, but was a requirement for copyright protection any time a work was published

· The notice requirement was limited to published works in all copies visually perceived with the naked eye or with the aid of a machine or device

· Notice had to be affixed to copies of a work whether published in the US or abroad

· Notice was required on all tangible copies published by or under the authority of the copyright owner; the rules of notice did not apply to unauthorized publication of the work

· §405(c): For works published after 1/1/78 and before 3/1/89, failure to affix proper notice on published copies of work could lead to forfeiture of the copyright.

· Form and Position of Notice under the 1976 Act

· Form of Notice on Copies

· §401(c): The notice shall be affixed to the copies in such manner and location as to give reasonable notice of the claim of copyright. 
· Three elements: (1) ©, Copr. Or Copyright, (2) name of the owner of the copyright, and (3) the date of first publication

· The burden should be on the party asserting improper notice to show that the notice as given was inadequate to inform a reasonable person about a claim to copyright

· Form of Notice on Phonorecords

· Three elements: (1) [image: image1.jpg]


, the year of first publication, and the name of the owner of the copyright.

· The notice has to be placed on the surface of the phonorecord, its label, or container to give reasonable notice of the claim of copyright

· What justifies the special [image: image2.jpg]


?  (1) It’s used to distinguish claims in the sound recording from the musical work, artistic work, or literary work embodied on it or contained on the phonorecord or album cover.  (2) The symbol [image: image3.jpg]


 has been adopted as the international symbol by the phonogram convention.

· §402(b): if the producer of the sound recording is named on the phonorecord labels or containers, and if no other name appears in conjunction with the notice, the producer's name shall be considered a part of the notice
· Year Date

· Proper notice must include the year date of first publication with one exception:

· §401(b)(2): The year date may be omitted where a pictorial, graphic, or sculptural work, with accompanying text matter, if any, is reproduced in or on greeting cards, postcards, stationery, jewelry, dolls, toys, or any useful articles
· Apart from that, the date of first publication (note: not creation) must be placed on all copies or phonorecords to constitute proper notice.

· Name of Copyright Owner

· Copies of a work have to include the name of the copyright owner

· The full name need not be affixed; an abbreviation by which the name can be recognized or an alternative designation of the owner is sufficient

· Location of the Notice

· The 1976 does not specify where on a particular work copyright notice must be affixed to constitute proper notice, as long as its affixed in such a manner and location as to give reasonable notice of the claim of copyright

· Omission of Notice

· The notice provisions of the 1909 Act threatened the copyright owner with a possible loss of copyright for non-compliance

· For works published on or after 1/1/78 and before 3/1/89, if notice was omitted from a substantial number of copies and if registration of the work is not made within 5 years, one could inject a work into the public domain.  In addition to registration, a reasonable effort is required, upon discovering the omissions, to add notice to copies or phonorecords publicly distributed in the US.

· The BCIA amendments abrogated the notice requirement, but are not retroactive.  So copyright owners, to save their work from falling into the public domain, were still required to use these cure provisions for omitted notice on works publicly distributed before 3/3/1989.

· For works published on or after 1/1/78 and before 3/1/89, omission of notice sufficient to forfeit copyright could only take place if the copyright owner authorized the act or omission.  And even if the act or omission was authorized, forfeiture cannot occur unless notice had been omitted from more than a relatively small number of copies or phonorecords.

· For works published on or after 3/1/89, notice is permissive and a copyright owner can no longer forfeit copyright by omitting notice of publicly distributed copies of the work.  

· The Savings Provision

· §405(a)(2): A savings provision under the 1976 Act where notice has been omitted on more than a relatively small number of copies or phonorecords publicly distributed on or after 1/1/78 and before 3/1/89, the copyright owner must take the following two steps: (1) register the work before or within 5 years after the publication is made, and (2) make a reasonable effort to add notice to all copies or phonorecords publicly distributed in the US after discovery of the omissions.

· Registration occurring after the 5-year period will not save the copyright if notice has been omitted from more than a relatively small number of copies of the work

· Discovery of the Omitted Notice After the Berne Convention Implementation Act

· Does a copyright owner have to make reasonable efforts to affix notice to a work distributed before Berne but whose omission is discovered after Berne?  Split authority, but to say that the owner does have to make those efforts seems inconsistent with the purpose of the notice provisions, because it perpetuates the very formality that the BCIA sought to abolish.

· Omitted Notice and Innocent Infringement

· For works distributed before 3/1/1989… 

· §405(b) limits remedies against innocent infringement misled by lack of notice

· §405(b) applies only to innocent infringers who can prove they were misled by omission of notice from an authorized copy of the work.  Once the infringer meets its burden, the section shields him against liability for actual and statutory damages and probably attorney’s fees

· Error in Name and Date

· Under the 1909 Act, errors in name and date could inject copyright into the public domain

· The 1976 Act specifies that an error in name will not affect the validity or ownership of a copyright

· For works published on or after 1/1/78 and before 3/1/89, certain errors in date are considered omissions of notice subjecting the copyright owner to possible forfeiture.  For errors in both names and date, innocent infringers can avoid liability if misled by these errors

· For works distributed after 3/1/1989, errors in name or date will not affect validity or duration of copyright, but the copyright owner will not benefit from the evidentiary weight of proper notice, which deprives a defendant of an innocent infringement defense in mitigation of actual or statutory damages

· Error in Name

· When the name of the copyright owner is incorrect in the copyright notice, copyright validity or ownership is not affected.

· §406 provides a complete defense to a person who innocently begins an undertaking that infringes the copyright if such person proves that he was mislead by the notice and began the undertaking in good faith under a purported transfer 

· Even if a person shows he was misled by the notice and began the undertaking in good faith under a transfer from the person named in the notice, the defense of good faith does not apply if before the undertaking was begun: (1) registration for the work had been made in the name of the owner of the copyright, or (2) a document executed by the person named in the notice and showing the ownership of the copyright had been recorded.

· Error in Date

· For works publicly distributed on or after 1/1/78 and before 3/1/89, bearing an antedated notice (a date earlier than the actual publication date), duration of copyright is measured from that date.

· On the other hand, fit the year date in the notice was more than one year later than the year date of publication, such notice is deemed to be an omission of notice and is treated under §405

· For works published on or after 3/1/1989, neither antedated nor post-dated notice has any effect on duration or validity of copyright, but the provisions concerning the evidentiary weight of proper notice will not benefit the copyright owner

· Omission of Name or Date 

· For works publicly distributed on or after 1/1/78 and before 3/1/89, complete omission of the name or the date is treated as an omission of notice

· Special Notice Subsections

· §403 Notice of copyright: Publications incorporating United States Government works: 
· This section requires that when copies or phonorecords consist preponderantly of one or more works of the US Gov’t, the copyright notice must identify that part of the work in which the copyright is claimed.

· Rationale: to attempt to avoid the misleading nature of a copyright in publications containing government works

· For works published on or after 3/1/89, an absence of an identifying statement will deprive the copyright owner of the evidentiary weight of proper notice, but will not invalidate copyright in the work.
· Notice for Contribution to Collective Works

· Under the 1909 Act, a general or “masthead” copyright notice would be sufficient to secure or maintain copyright protection for all contributions contained in the work

· For works publicly distributed before 3/1/89, the copyright owner of an individual contribution need not affix notice to his individual work to protect the copyright from forfeiture, so long as notice is affixed by the owner of the collective work.

· For works publicly distributed on or after 1/1/78 and before 3/1/89, the 1976 Act allows a defense of good faith infringement by a person misled by an improper name in the notice.

· For works created after 3/1/89, omission of notice won’t mean forfeiture, but a ( may be able to use innocent infringement defense, where they otherwise wouldn’t have been allowed.

· For works published on or after 3/1/1989, so long as a single notice appears in the name of the collective work owner, the owner of a contribution can benefit form §401(d) and §402(d) which disallow the defense of innocent infringement in mitigation of actual or statutory damages

· If a notice of copyright in the form and position specified by this section appears on the published phonorecord to which a defendant in a copyright infringement suit had access, then defendant can’t use innocent infringement as a defense, except if he had a good faith belief he was in within fair use
· Advertising Problem:

· A special problem arises when an advertisement is placed in a collective work by persons other than the owners of the copyright in the collective work

· The general copyright notice in the collective work does not protect the advertisement as it did the authors of the individual contributions to the collective work.

· For works publicly distributed on or after 1/1/78 and before 3/1/89, the copyright in the advertisement is not protected by notice in the collective work, and if notice was not affixed to the advertisement, the work faces forfeiture of copyright by this omission of notice

· For works created between 1/1/78 and 3/1/89, if it’s an advertisement, the copyright in the advertisement is not protected by notice in the collective work, and if notice was not affixed to the advertisement, the work faces forfeiture of the copyright

· For works published on or after 3/1/1989, copyright in the advertisement cannot be invalidated by this omission of notice, but the owner of a contribution can NOT benefit form §401(d) and §402(d) which disallow the defense of innocent infringement in mitigation of actual or statutory damages

· Notice Under the 1909 Act

· Proper notice was required under the 1909 Act

· An omitted or defective notice on published copies of the work could inject it into the public domain

· There were specific locations for notice on books, periodicals, and music works.  If the copyright owner did not comply with these specific location provisions, the work could be injected into the public domain for lack of proper notice

· The year date was only required for printed literary, musical, dramatic works and sound recordings

· The accidental omission of notice from a particular copy did not invalidate the copyright.

· This applies only to accidents or mistakes due to some sort of mechanical failure in affixing notice, and not to inadvertence or mistake of law

· Forfeiture and Abandonment

· Forfeiture occurs through publication without proper notice and is accomplished by operation of law, regardless of the proprietor’s intent.

· Abandonment requires intent, usually evidenced by an overt act such as a statement appearing on copies of the work that anyone who wishes to reproduce, perform, or display the work is free to do so.

Registration

· §408 Copyright registration in general (a): Registration is permissive.  You have to give the copyright office a copy of the work.  Such registration is not a condition of copyright protection.

· §410 Registration of claim and issuance of certificate
· (a) When all the requirements are met, the Register of Copyrights will issue the applicant a certificate of registration.
· (b) If the material that is the subject of the application is not copyrightable or the claim is invalid for other reasons, the Register sill refuse registration and tell the applicant
· (c) Registration confers prima facie evidence of the validity of the copyright and the facts stated in the certificate, but ONLY if registered within 5 years of first publication.  After 5 years, the court has the discretion to decide what evidentiary weight the registration will receive.
· (d) The effective date of a copyright registration is the day everything’s received by the Register (application, deposit, and fee).

· §412 Registration as prerequisite to certain remedies for infringement: Registration is a prerequisite for statutory damages and attorney’s fees, but only if registration preceded the infringement or if the work was registered 3 months after publication.  Otherwise only actual damages and the infringer’s profits are available.
· Note: for infringing acts that take place before registration, statutory damage and attorney’s fees cannot be recovered in the following situations: (1) for infringement of an unpublished work, and (2) for infringement of copyright that began after first publication of the work, unless registration was made within 3 months of its first publication

· Registration is a prerequisite for bringing an infringement suit

· Exception: an action brought for a violation of the rights of attribution and integrity for works of visual arts under §106A

· Parties cannot agree to waive the requirement for registration

· This rule applies regardless of the remedy sought

· Note: for a work whose country of origin is a Berne Convention country, registration is not required for bringing an infringement suit

· Registration provides benefits to both users and owners.  It protects owners against the unauthorized use of their works by establishing priority of authorship, and it confers prima face evidence of the validity of the copyright and the facts stated in the certificate.  The Copyright Office registry aids prospective purchasers in determine the status of a work and provides them information about what may be available on the market.

· The only exception to voluntary registration was for works published with notice before 1978.  For pre-1978 copyrights, the 1976 Act required that the copyright owner file a renewal registration to claim the second term

· Registration is a legal formality, but in only 2 instances can it be viewed as a condition of copyright itself.

· (1) Works copyrighted (published with notice) before 1/1/1964, must have been registered and renewed during the 28th year to maintain copyright protection.

· (2) Under §405 and §406, copyright registration is a required step in preserving a copyright when copyright notice has been omitted from more than a relatively small number of publicly distributed copies of the work.

· Advantages of Registration: (1) it establishes a public record of the claim of copyright, (2) it secures the right to file an infringement suit for works whose country of origin is the US, (3) it establishes prime facie validity of the copyright, (4) it makes available a broader range of remedies in an infringement suit, allowing recovery of statutory damages and attorney’s fees (if registration is made within 3 months of publication or before an infringement of the work), (5) only if registration is made, will recordation of a document in the Copyright Office give constructive notice of the facts stated in the recorded document, and (6) allows the owner to record the registration with the US Customs Service for protection against the importation of infringing copies.

· Procedure:  The claimant must send three elements in the same envelope to the Register of Copyrights.  These are (1) a properly completed application form, (2) a non-refundable fee for each application, and (3) a deposit copy of the work to be registered.  Copyright registration is effective on the date of receipt in the copyright office of all the required elements in acceptable form, no matter how long it takes for actual registration to issue from the Copyright Office.

· Collective copyrights: Ex: Photographers take a ton of pictures every day for a living... they don’t have to register each and every picture

· Registration as Prima Facie Evidence of Validity

· A copyright registration reorders the burden of proof, creating a rebuttable presumption of validity of the copyright claimed in the registration

· Note: this only applies if the registration takes place within 5 years of publication.  If registration is accomplished after 5 years, the court has the discretion to decide what evidentiary weight the registration will receive.

· Registration and Recordation

· Recall: Recordation is required under §205(c) to give constructive notice of the facts stated in the recorded document.  

· This constructive notice provision only applies if registration is made for the work

· Refusal of Registration, §411(a)

· What if you’re delivered the application, fee, and deposit to the Copyright Office, but registration was refused?  You can bring suit if notice and a copy of the complaint are served on the Register of Copyright.

· This only applies if the applicant has complied with all the formal requirements of registration.

	Registration Provisions for Published Works

	Date of Publication
	Work published before 1/1/78
	Work published on or after 1/1/78 and before 3/1/89
	Work published on or after 3/1/89

	Nature of Requirement
	Optional, but no renewal for second term without original registration
	Optional
	Optional

	Prereq to bring suit for infringement of copyright?
	Yes, during both terms of copyright
	Yes
	Yes for US works, except for actions brought under §106A(a).  No for non-US Berne works

	Incentives to register
	Prerequisite to suit
	Prerequisite to suit.  Also, except for actions under §106A(a) or §411(b), statutory damages and attorney’s fees are not available unless work was registered before infringement began, or work is infringed during first 3 months of publication and registration is made within 3 months after first publication.
	Same as (, for both US and non-US Berne works.


Deposit 

· Under the 1909 Act, publication with the prescribed form of notice caused federal copyright protection to attach.  §13 made registration a prerequisite for bringing an infringement action.  The procedures for copyright protection were not described in detail.  Also, a universal mandatory deposit requirement was imposed.  Deposit was to occur promptly after publication of any work with copyright notice.  Deposit had two purposes here: providing a basis for Copyright Office processing of registration applications and a source of materials for the collection of the Library of Congress.  Copyright could be forfeited for failure to comply with a demand for deposit.

· The deposit of copyrighted works serves two purposes: (1) provide copies of the work for the collections of the Library of Congress, and (2) to identify the work for the conjunction with copyright registration

· A single deposit of copies for registration will satisfy both purposes

· Mandatory Deposit for the Library of Congress

· §407 Deposit of copies or phonorecords for Library of Congress: 
· Deposit of a work consists of (1) two complete copies of the best edition, or (2) if the work is a sound recording, two complete phonorecords of the best edition, together with any printed or other visually perceptible material published with such phonorecords.  

· The best edition is the one of the highest quality relative to other published editions of the work.  

· 3D sculptural works, most advertising material, and individual contributions to collective works are exempt.  

· Even if the work is not specifically exempted, a person may apply for special relief from deposit requirements.  Special relief is most often given when an undue burden or cost would be imposed on the copyright owner if the deposit requirement for a non-exempt work were required.

· Within 3 months after a work is published with notice of copyright in the US, the owner must deposit two copies or phonorecords of the work in the Copyright Office.

· Excluded works are unpublished works, published works not having notice, works published in foreign countries, and certain categories exempted by the Register

· Unpublished works need not be deposited unless they are registered.

· Failure to Comply with Deposit Requirements

· Will not forfeit the copyright

· You’ll just be fined

· Under the 1909 Act, you’d forfeit your copyright

· Deposit for Registration Purposes

· §408 Copyright registration in general (b): Deposit for Copyright Registration:  Your deposit will include:  (1) in the case of an unpublished work, one complete copy or phonorecord; (2) in the case of the published work, two complete copies or phonorecords of the best edition; (3) in the case of a work first published outside the United States, one complete copy or phonorecord as so published; (4) in the case of a contribution to a collective work, one complete copy or phonorecord of the best edition of the collective work. Copies or phonorecords deposited for the Library of Congress under section 407 may be used to satisfy the deposit provisions of this section.

· Note: How many do you have to deposit under §408?  1 copy if unpublished; 2 copies of published.

· Distinguish between §407 Registration and §408 Registration

· Deposit under §407 (for the Library of Congress) is mandatory, whether one registers of not

· An applicant for registration can satisfy both requirements in a single deposit.  The reverse is not true.  If registration is made after deposit for the Library of Congress, another deposit copy is required

· A work published outside of the US need not be deposited, unless it is submitted for registration or is imported or published in an American edition.  The deposit requirement does apply, without exception, to works of foreign origin when they are published in this country.

· Deposit under 1976 and 1909 Acts was mandatory.

	Deposit Provisions for Published Works

	Date of Publication
	Under 1909 Act

(Work published before 1/1/78)
	Under 1976 Act

(Work published on or after 1/1/78 and before 3/1/89)
	Under 1976 Act + Sonny Bono Amendments

(Work published on or after 3/1/89)

	Prerequisite to bring suit for infringement of copyright?
	Yes
	Yes
	Yes for works of US origin.  No for non-US Berne works

	Sanctions for Failure to Deposit?
	Yes
	Yes
	Yes for both US works and non-US Berne works.


Chapter 7: Exclusive Rights and their Limitations

Exclusive Rights, Limitations, and Compulsory Licenses

· § 106 Exclusive rights in copyrighted works Subject to §§107 to 122, the owner of copyright has the exclusive rights to the following: (1) to reproduce; (2) to prepare derivative works; (3) to distribute copies or phonorecords; (4) to perform literary works; (5) to display; and (6) to perform sound recordings

· Intro to the Exclusive Rights and their Limitations

· A copyright consists of a bundle of exclusive rights that empower the copyright owner to exclude others from certain uses of the work

· The six exclusive rights create the boundaries of copyright ownership, and their violation constitutes copyright infringement

· Exclusive rights can be subdivided infinitely, and each can be owned and enforced separately

· The exclusive rights are cumulative and to a certain extent, they overlap: the same act can simultaneously infringe both the reproduction and adaptation rights

· The Compulsory Licenses and their Limitations

· To use a copyrighted work, one must normally obtain a license, the terms of which are determined through negotiation with the copyright owner

· In 5 instances, the Copyright Act supercedes the normal market mechanism for distributing copyrighted works and allows the prospective user the right to obtain a compulsory license under which he can use the work without the copyright owner’s permission.  So long as the licensee complies with the statutory procedure and pays the established royalties, the compulsory license applies.

· The five compulsory licenses (including the now repealed jukebox licenses) are: (1) The Cable License of §111, (2) The Mechanical License, and Digital Audio Transmission License of §115, (3) The Digital Audio Transmission License of Sound Recordings of §114 and §115, (4) The Public Broadcasting License of §118, (5) The Satellite Retransmission License of §119, and (6) The Digital Audio Tape Device License

· The compulsory licenses are essentially products of political compromise where certain user interest groups have carved out for themselves and exception to the way in which a license is normally negotiated

· The argument is that compulsory licenses serve both owners and users by reducing the transaction costs involved in licensing works though the private market system

· Critics of compulsory licenses maintain that private clearinghouse mechanisms like ASCAP and BMI would accomplish the same result at a fraction of the administrative cost and without government intervention

· Copyright Arbitration Royalty Panels (CARP): Convened by the Librarian of Congress to reconsider particular rates or resolve particular disputes over royalty distribution

· Copyright Clearance Center (CCC): Serves as an intermediary between publishers and users in the photocopying of protected works

· Licenses the right to copy for a fee

· Distributes the collected revenues to copyright owners whose works were copied

The Reproduction and Adaptation Rights

· The Reproduction Right Generally

· The exclusive right to reproduce a copyrighted work in copies or phonorecords may be regarded as the most fundamental right granted by copyright law

· To reproduce a work is to fix it in a tangible and relatively permanent form in an material object

· It does not take much to infringe the reproduction right; one unauthorized fixation can infringe the reproduction right even though the copy made is not sold or otherwise distributed

· Typically the distribution right is infringed along with the reproduction right, because reproducing the work without distributing it is rarely of interest

· Distinguish reproduction from copying: Reproduction takes place when a work is copied in a material object, as when an artist puts paint on canvas.  Copying can take place without a fixation, such as by a performance or display.

· Reproduction Exception from Berne: Test: a work may be reproduced in 
(1) Certain special cases, (2) Provided that such reproduction does not conflict with normal exploitation of the work, and (3) Does not unreasonably prejudice the legitimate interests of the author

· The Right to Prepare Derivative Works: The Adaptation Right Generally

· The adaptation right is infringed when a third party make an unauthorized derivative work in which a pre-existing work is recast, reformed, or adapted. 

· Examples: translation, musical arrangement, or dramatization

· The exclusive right to prepare derivative works enables the copyright owner to exploit markets other than the one in which the work was first published

· To violate the adaptation right, the infringing work must at least, transform, recast or adapt a portion of the copyrighted work in some form

· Most often, the adaptation right is infringed by acts of reproduction, that is, by acts of fixation in some sort of stable medium.  But (’s derivative work need not be fixed for purposes of infringement.  Thus, a performance could violate the adaptation right.

· Enhancements: works that enhance the original do not fall under the traditional definition of derivative works in the Act.  They do not replace the need for the original.  They cannot stand on their own, so they do not harm the original author

· The adaptation right overlaps the reproduction and performance rights, and, with few exceptions, infringement of the adaptation right infringes the reproduction right, performance right, or both.  Thus, if a person writes a play based on a novel without permission from the copyright owner, and if the play substantially embodies the copyrighted work, the copyright owner could bring an action for infringement of both the adaptation and reproduction rights.  If the play were then performed, the performance right in the novel would also be infringed

· In one significant instance, it is possible to infringe the adaptation right without infringing simultaneously the reproduction or performance rights.  This could occur when the copyright owner has licensed another to reproduce or perform the work, but has not specifically licensed the right to make a derivative work.

· Limitations to the Reproduction and Adaptation Rights: Ephemeral Recordings, §112

· Ephemeral recordings are copies or phonorecords of a work made for transmission by a broadcasting organization legally entitled to transmit the work

· The right to make ephemeral recordings is a narrow limitation on the exclusive reproduction right

· A broadcaster who has obtained a license to perform the work may make an ephemeral recording of the work

· Licensed Broadcasters may make one copy of a work for transmission within its local service area.  The copy must be destroyed within 6 months unless held exclusively for archival purposes

· Governmental Bodies and Non-Profit Organizations can make up to 30 copies or phonorecords of the transmission embodying the performance or display.  Copies must be destroyed within 7 years of the first transmission; one copy can be kept for archival purposes

· Government and Non-Profit Religious Broadcasts.  The governmental or non-profit organization can make one copy of a transmitted non-dramatic musical religious work if there is no charge for the copy and the broadcaster is under a license or transfer of the copyright.  One year to destroy; one can be kept for archives

· Handicapped Audiences.  Ephemeral recordings for transmission to handicapped audiences is allowed

· Statutory License for Sound Recordings.  This is to benefit entitles that transmit performances of sound recordings to business establishments pursuant to the limitation on exclusive rights.

· Ephemeral recordings are not copyrightable as derivative works unless the copyright owner gives consent.

· Limitations to the Reproduction and Adaptation Rights: Reproduction of Pictorial, Graphic, and Sculptural Works in Useful Articles, §113

· Copyright in a pictorial, graphic, or sculptural work is not affected when the work is used as the design for a useful object.  In other words, a work may be protected under copyright law regardless of whether it is embodied in a useful or purely aesthetic object
· Limitation on the Reproduction Right of Useful Objects: The owner of copyright in a work that portrays a useful article as such, is not afforded any greater or lesser rights with respect to the making, distribution, or display of the useful article as so portrayed that under the law as it developed under the 1909 Act.  In other words, a copyright in a pictorial, graphic, or sculptural work portraying a useful object doe not extend to the manufacture of the useful object

· The copyright owner cannot prevent the making, distribution, or display of picture or photographs of such articles in connection with advertisements, commentaries, or news reports relating to the useful object.

· Limitations to the Reproduction and Adaptation Rights: Sound Recordings, §114

· Infringement of copyright in a sound recording occurs by either (1) reproducing it by mechanical means, or (2) rearranging, remixing, or altering it in some way by mechanical means.

· One does not infringe the copyright in a sound recording by making an independent fixation, despite the extent to which the new recording imitates the preexisting sound recording

· Limitations to the Reproduction and Adaptation Rights: The Compulsory License for Making and Distributing Phonorecords (The Mechanical License), §115

· The mechanical license places substantial limits on the reproduction, adaptation, and distribution rights of musical copyright owners.  It sets up a compulsory licensing system for the making and distribution of phonorecords of non-dramatic musical works

· Once a phonorecord of a non-dramatic musical work is distributed to the public, any other person can make a sound recording of the work for sale to the public.  §115 gives the musical copyright owner the right to make the first distribution to the public.  Thereafter, the compulsory license provisions are triggered, and the musical work is fair game for anyone else wishing to make independent recordings of the work to sell to the public

· This applies only to non-dramatic musical works; to use a dramatic musical work, one must first negotiate with the copyright owner

· When making his own recording by assembling his own musicians, a person can make minimal changes, designed only to conform the musical work to the range and style of the licensee’s performers.

· Procedure: (1) notice of intention to obtain the compulsory license, (2) notice served on the copyright owner or the Copyright Office, (3) notice must be filed before distribution of the phonorecords or within 30 days of making the new recording

· The Digital Performance Right in Sound Recordings Act of 1995 (DPRSRA) broadened the mechanical compulsory license to include a right to distribute recordings by digital transmission

· Celestial Jukebox: These are categories of digital transmissions: 

· (1) Broad-based audience access; not interactive; no subscription needed 

· Since this is like the radio, there’s no copyright problem

· Does not include Internet, because of recording

· (2) If it’s a subscription system, not interactive, that someone can listen to, there is a right to control the digital transmission over that system, but requires a compulsory license payment
· Why?  Because when subscribers pay for a subset of music (then you don’t go buy CDs)

· (3) An interactive subscription system requires actual permission from the copyright proprietor of the sound recording

· Why is there a copyright?  Because when you say what you want, you’ll copy it… and not buy CDs

· (4) Songs over the internet are subject to compulsory licenses

· A company making digital phonorecord delivery is infringing copyright unless (1) it was authorized by the copyright owner of the sound recording, and (2) a compulsory license was obtained by the copyright owner of the musical work

· The Act exempts the sound recording copyright owner from secondary liability for unauthorized deliveries if it did not license the distribution of the phonorecord of the non-dramatic musical work

· §114 vs. §115

· §114 limits reproduction, adaptation, and performance rights in sound recordings.

· §115 limits the reproduction and adaptation rights in musical works through the creation of a compulsory license

· Limitations to the Reproduction and Adaptation Rights: Computer Uses, §117

· Limited exception that allows the owner of a copy of a computer program to copy or adapt it if (1) the new copy or adaptation is created as an essential step toward using the program in a computer, or (2) the copy or adaptation is for archival purposes.

· An owner of software is allowed to make or authorize the making of a copy of a computer program under certain conditions for repair or maintenance of computer hardware

· Right to make archival copy of a program as a back up is allowed

· Limitations to the Reproduction and Adaptation Rights: Architectural Works, §120

· Once an architectural work has been constructed and is publicly visible, there is no right to prevent the making, distributing, and displaying of pictures, photographs, or other pictorial representations of an architectural work visible from a public place.

· As a limitation to the adaptation right, the owner of a building embodying a protected architectural work may make alterations to the building and even destroy it.  If the building embodies a work of visual art, the owner of the building may be subject to liability under §113(d)(2) for failure to procure the required permission from the artist.

· Limitations to the Reproduction and Adaptation Rights: Reproduction for Blind or Other People with Disabilities

· Exception to reproduction and adaptation rights for nonprofit and governmental organizations whose main purpose is to promote access to information by blind or other disable individuals

· It is not an infringement of the copyright for an authorized entity to reproduce or to distribute copies or phonorecords of a previously published, non-dramatic literary work if such copies or phonorecords are reproduced or distributed in specialized formats exclusively for use by blind other persons with disabilities

· The copies and phonorecords must exist in specialized formats for the blind or other persons with disabilities

· These copies and phonorecords must bear a notice that any further reproduction or distribution in a format other than a specialized format is an infringement

· They must also include a copyright notice identifying the copyright owner and the date of the original publication

Digital Millennium Copyright Act Summary

· Provides a limitation on the §106 reproduction and distribution rights

· A library or archive can reproduce and distribute a work only if all the following necessary (but not sufficient) conditions are met (1) no direct or indirect commercial purpose, and (2) Its collections are open to the public, or generally open to qualified researchers, and (3) Any copies need the copyright notice on them, or if no notice is present, a general notice stating that the work may be protected by copyright

· If the foregoing conditions are satisfied, a library or archive can make up to three copies, in any format, of an unpublished work for purposes of preservation or deposit in another qualifying library or archive, or of a published work for purposes of replacement, 

· An otherwise qualifying library or archives can make a single copy, in any format, of part of a work at the request of one of its own patrons, 

· The statute requires that the library or archive claiming any of the exemptions just described not be itself engaged in a systematic practice of reproduction so as to avoid having to buy copies of books or subscribe to periodicals, and have no substantial reason to know that it is making multiple copies of the same materials on behalf of individual patrons or groups of patrons

· The exception in §108 does not

· Impose liability on the library or archive for unsupervised use of copying equipment by others, if the equipment displays a notice that making a copy may be subject to the copyright law

· Excuse form liability any individual who utilizes a copy in a manner not contemplated by the exception, or

· Alter rights under the fair use doctrine or contracts

· Generally speaking, §108 does not apply to musical works, to pictorial, graphic, or sculptural works, or to motion pictures or other audiovisual works other than those dealing with news

The Distribution Right and Its Limitations

· The Distribution Right Generally

· The distribution right is the right to distribute copies or phonorecords of the copyrighted work to the public by sale or other transfer of ownership, or by rental, lease, or lending.

· Important factor: the work is made available to the public

· This right gives the copyright owner the right to control the first public distribution of the work

· An unauthorized public performance does not infringe the distribution right because (1) it’s a performance, not a publication, and (2) a performance doe not transfer physical copies of the work.

· A public distribution can occur when only one member of the public receives a copyrighted work

· Lack of knowledge that one is infringing is not a defense to an action for an infringement of the distribution right.

· Hotaling v. Morman Church: The Hotalings (() brought this suit against the church ((), claiming that it infringed its copyright by distributing an unlawful copy of its material to the public.

· Rule of Law: a library distributes a work for purposes of the copyright act when it places an unauthorized copy in its collection, includes the copy in its cataloging system, and makes the copy available to the public.

· Analysis: A copyright owner has an exclusive right to distribution.  The first sale doctrine is an exception to the exclusive right of distribution.  Under this doctrine, a library can lend a lawful copy without violating copyright law.  In order to establish distribution of a work, the ( must prove that an unlawful copy was distributed to the public, which it was here.

· Is first-sale available to the Church?  No.  Because they’re unlawful copies.  

· What if a library is making copies for the proper statutory purpose but they exceed the limitations in the statute?  Do you have 3 that are legit and the rest are infringements?  Or are all the copies infringements now?  Page says that if you exceed the limitations of §108, all the copies are infringements… even if some of them can hide under §107.

· Is one illicit copy considered “distribution to the public”?  Yes.  When a public library adds a work to its collection, lists the work in its index or catalog system, and makes the work available to the borrowing or browsing public, it has completed all the steps necessary for distribution to the public.

· What if the work was not available to patrons; it’s only available to the library staff?  Would there be a §106(3) violation?  No, because it would not be a sale, transfer, rental, or lease to someone.  Also, librarians ( public.

· Distribution right vs. other rights in §106: all the other rights involve copying, whereas the distribution right involves the right to transfer physical copies or phonorecords.

· This is not a very important right because of the First Sale Doctrine

· Limitations on the Distribution Right: The First Sale Doctrine

· Basic exception to the distribution right: First Sale Doctrine

· First Sale Doctrine: The owner of the copyright in a work is entitled to control the first public distribution of particular copies or phonorecords of the work, but thereafter the owner of the particular copy or phonorecord is entitled, without authority of the copyright owner, to sell or otherwise dispose of the possession of that copy or phonorecord

· Rationale: to prevent the copyright owner from restraining the free alienability of goods

· Can a copyright owner avoid the first sale doctrine?  Yes, by retaining title to the copy or phonorecord, although he is free to lease, loan, or rent it

· So, one who buys or is given a copy of a book is entitled to resell it, rent it out, give it away, rebind it, or destroy it.  But this same owner would infringe the copyright by reproducing it or performing it publicly without the consent of the copyright owner

· The first sale doctrine is not triggered when the copyright owner has rented, leased, or loaned the copy without actually transferring ownership of it.

· The first sale doctrine can be modified or contracted out of.

· Note: the physical copy must be lawfully made

· Fair use can come into the first sale doctrine

· Modifications and Exceptions to the First Sale Doctrine

· Record Rental Amendment of 1984: prohibits an owner of a phonorecord that embodies a sound recording or musical work from renting it to the public for direct or indirect commercial advantage

· This does not apply to a resale or other transfers of a phonorecord.

· This is limited to rentals by commercial establishments, whereas non-profit rentals by libraries and educational institutions are specifically excluded from this provision

· Copyright Software Rental Amendments Act of 1990: prohibits the rental of computer software for direct of indirect commercial advantage

· Limited to the rental of a program, so the owner of a copy of a program is free to transfer that copy as any other owner of a copy of a work

· Unauthorized software rental constitutes infringement

· This does not apply to the lending of a copy by a nonprofit library for non-profit purposes, provided the library has affixed an appropriate copyright warning

· This amendment does not include a computer program embodied on used in conduction with a limited purpose computer that is designed for playing videogames and may be designed for other purposes

· Gray Market Goods

· Gray market dealers typically buy goods in foreign countries at a significant discount from US prices; they import these goods and sell them to discount retailers who are then able to undersell authorized US dealers.

· Piratical copies: those made abroad without the owner’s consent

· §602(b) prevents the unlawful importation of piratical copies

· §602(a) prevents importation of copies or phonorecords of a work that have been acquired outside the US; here we’re dealing with goods that have been produced with authorization of the copyright owner

· Quality King v. L’anza Research: L’anza ((), a manufacturer and distributor of hair care products, brought a copyright infringement suit against Quality King (() for its allegedly unlawful importation of its products for resale to unauthorized retail outlets.

· Rule of Law: the right of a copyright owner to prohibit the unauthorized importation of copies of its work is subject to the first sale doctrine of §109(a)

· Analysis: §602 provides that the importation into the US of copies or phonorecords of works acquired outside the country without the authorization of the copyright holder constitutes an infringement of the exclusive right of distribution of §106.  Under §109, an owner is entitled to sell a particular copy of the copyrighted work without authorization of the copyright holder.  Since §602(a) provides that unauthorized importation is an infringement of an exclusive right under §106, and since §106 does not apply to resale by lawful owners, §602(a) is inapplicable.

· §602(a) is broader than §109(a) because it encompasses works that are both subject to and not subject to the first sale doctrine.

· This case dealt with goods that were lawfully manufactured in the US, exported, and later reentered the country

· Resale Royalty Right: the right of an artist to recover a percentage of the resale value from a work of art

· This is a European doctrine that is contrary to the US doctrine of first sale

· It’s only in the US in California common law

· Public Lending Right: entitles an author of a book to royalties any time a book is borrowed from a public library

· Not in the US

· This is also contrary to the US doctrine of first sale

The Performance and Display Rights

· The Performance Right Generally

· A copyright owner has the exclusive right to perform the copyrighted work publicly

· Specifically excluded from the performance right: Pictorial, Graphic, Sculptural Works, and Sound Recordings

· Perform: to recite, render, play, dance, or act it, either directly or by means of any device or process
· So a performance includes not only the initial rendition but any further act by which the rendition is transmitted to the public
· Note: this right only deals with PUBLIC performances
· What is a Public Performance?

· Publicly: To perform it at a place open to the public or at any place where a substantial number of persons outside of a normal circle of a family and its social acquaintances is gathered; or (2) to transmit or otherwise communicate a performance of the work to a place specified by clause (1) or to the public, by means of any device or process, whether the members of the public capable of receiving the performance receive it in the same place or in separate places and at the same time or at different times
· A public performance is one that takes place in a public setting or before a public group

· When a performance is not open to the public, the court must analyze the size and composition of the audience to determine whether a performance is public.  In general, the larger and more diverse the gathering, the more likely a performance will be public.

· A public performance also takes place when a work is transmitted

· Transmit: to communicate a performance or display by any device or process whereby images or sounds are received beyond the place from which they are sent
· Columbia Pictures v. Aveco: Motion picture producers (() brought a copyright infringement action against Aveco (() claiming that (’s business of renting video cassettes of motion pictures in conjunction with rooms in which they may be viewed violated their exclusive rights to publicly perform the cassettes.
· Rule of Law: the renting of rooms to members of the general public in which they may view copyrighted videocassettes constitutes the authorization of a public performance in violation of the copyright owner’s exclusive right to publicly perform the work.
· Analysis: To perform a work is defined under §101 as “in the case of a motion picture or other audiovisual work, to show its images in any sequence or to make the sounds accompanying it audible.”  ( did not argue that ( itself performed the videocassettes, but that it unlawfully authorized the performances by enabling its customers to perform the videos in their viewing rooms.  The performances constitute an infringement only if they are public.  ( authorized the public performances of the video cassette by renting room to members of the general public in order to view performances of the (’s copyrighted works.
· Although viewing rooms in videocassette stores are public places, can the same be said for individual rooms at a hotel?  No… this is distinguishable since hotel rooms are living quarters and not rented for the sole purpose of watching movies

· Non-Profit and Other Exemptions to the Performance Right, §110

· Under the 1909 Act, the copyright owner of a musical or non-dramatic literary work could only control public for-profit performances of his work

· The 1976 Act rejected the for-profit requirement, but it has not been completely abandoned

· §110 allows for certain non-profit performances to be exempt

· Face to Face Teaching, §110(1): performances of copyrighted works given by instructors or pupils in face-to-face, live teaching situations are exempt

· Transmissions of Instructional Activities, §110(2): Transmitted instructional activities are exempted, but only for non-dramatic literary and musical works.  The performance must be directly related to the teaching activity

· Religious Services, §110(3): exempts the performance of non-dramatic literary or musical works of any nature, and dramatic-musical works of a religious nature in the course of services at a place of worship.  This does not include movies or opera that have an underlying religious theme.  Performances originating in a place of worship and transmitted to homes will not qualify for the exemption.

· Certain Nonprofit Performances, §110(4): a general exemption to the performance right that excludes transmissions and is limited to performances given directly by live performers, the playing of phonorecords, or by a receiving apparatus.  

· The performance must be given without any purpose of direct or indirect advantage.  A public performance associated with a profit-making activity is still considered for-profit even if no admission was charged.  The performer cannot be paid a fee or compensation for the performance, though a regular salary for duties encompassing the performance is okay.  

· This exemption will not apply if there is a direct or indirect admission charge.  Admission may be charged if the proceeds are used for charitable purposes.  But if a performance involves an admission charge, the copyright owner has veto power.  The copyright owner must serve written notice at least 7 days before the date of the performance.

· Incidental Public Reception and the Multiple Performance Doctrine, §110(5): Is a rebroadcast of a primary transmission a public performance?  Yes, any further transmission of a copyrighted work is considered a performance.  De minimis performances are exempted unless there’s an admission fee or if the transmission is further transmitted to the public.

· Fairness in Music Licensing Act amended §110(5) in 1998: the new §110(5) retains key features of the original provision.  So to enjoy this privilege the business or restaurant cannot charge an admission and cannot retransmit the transmission beyond the store or restaurant.  This amendment also created a statutory process by which to challenge the royalty rates charged by performance rights societies.

· NFL v. McBee & Brunos: NFL (() contends that McBee (() showed blacked out games via satellite in his restaurant in violation of federal copyright and communications law.

· Rule of Law: A satellite dish antennae is not receiving apparatus of kind commonly used in private homes (this was in 1986) and is therefore outside the statutory exemption of non-infringing copyright acts in §110(5).

· Analysis: The question is: how likely the average patron who watches a blacked-out Cardinals game at one of McBee’s restaurants is to have the ability to watch the same game at home.  If it is likely, then §110(5) applies. 
·  §110(5) applies to performances and displays of all types of works.
· Agricultural and Horticultural Fairs, §110(6): performances of non-dramatic musical works by a governmental body or nonprofit agricultural or horticultural organization are exempted

· Retail Sales of Sheet Music and Phonorecords, §110(7): provides a limited exemption to vending establishments, allowing performance of non-dramatic musical works for the sole purpose of promoting the retail sale of copies or phonorecords or other audiovisual devices utilized in such performance of the work

· Transmission of Non-Dramatic Literary Works to the Handicapped, §110(8): transmissions of performances of a non-dramatic literary word designed for the blind or the handicapped who are unable to read are exempted.

· Transmissions of Dramatic Works to the Handicapped, §110(9): applies to transmission designed for the blind and those unable to read printed material because of their handicaps. 

· Veterans and Fraternal Organizations, §110(10): exempts performances of non-dramatic literary and musical works performed during a social function of a veterans or fraternal group.  Admission charges are okay as long as proceeds go to charity.

· Secondary Transmissions, §111

· This section primarily involves the complex compulsory licensing system for retransmission of over-the-air broadcast signals by cable television systems, which pick up broadcasts of programs originated by others and retransmit them to paying subscribers.

· A cable TV system is subjected to full copyright liability for its retransmissions unless it complies with the terms of the compulsory license, such as reporting requirements and the payment of royalties.

· General exemptions, §111(a): certain secondary transmissions are given a general exemption under §111(a).  There is no copyright liability for transmissions consisting entirely of the relaying by the management of a hotel, apartment, or similar place of a broadcast to the private lodging of guests or residents who are not charged directly for the secondary transmission.  Instructional transmissions are also exempt.  Passive carriers, who merely provide wires and cables for the use of others, are exempt so long as they neither control the content nor choose the recipients of the secondary transmissions.  Secondary transmitters are exempt if they provide translators or boosters to improve reception.

· Even if the retransmission falls into one of the exempt categories of §111(a), under §111(b) copyright infringement will occur if the primary transmission is intended not for the public at large, but rather for a controlled group.  These transmissions include services such as background music services and pay TV.

· The Compulsory License for Cable Systems, §111(c):  this section establishes the general contours of the compulsory license, which is conditioned on the reporting requirements and the payment of royalties set forth in §111(d).  In retransmitting the broadcast signal, the cable TV system cannot willfully change in any way the content of the primary broadcast.

· Reporting Requirements and Royalty Fees for Cable Systems, §111(d):  Failure to comply with this complicated set up of reporting and royalty fee requirements subjects the cable system to full copyright liability.

· The Satellite Retransmission Compulsory License: The Satellite Retransmission Compulsory License of 1988 established a temporary compulsory license for satellite carrier television transmission to the public for private home viewing.  Satellite carriers, by retransmitting from satellite to earth, are essentially engaging in secondary transmissions, which is a public performance.

· The Jukebox License: allowed a blanket exemption for jukebox operators.  It’s inconsistent with the Berne Convention.  It’s been repealed.

· Copyright Royalty Tribunal Reform Act of 1993: repealed it

· A newly revised §116 creates a voluntary negotiated license covering music played by jukeboxes.

· Performing Rights Societies: These are the means by which music composers and publishers police, license, and otherwise administer the potentially valuable performance right.  Membership consists of musical copyright owners who have pooled their copyrights and have authorized the performing rights society both to represent them in licensing these works to users and in policing unauthorized performances.  In addition, the performing rights societies collect royalties and distribute them to the membership.

· Ex: ASCAP, BMI

· Limitations: only grant non-exclusive rights; only licenses non-dramatic performances

· Small vs. Grand performing rights

· Small Performing Rights: rights to perform musical compositions, separate and apart from the dramatic context in which such works may first have appeared

· You can perform the songs, but NOT in a dramatic context.

· Grand Performing Rights: Rights to perform integrated dramatic and musical works as a whole

· You can perform the songs, even in a dramatic context

· Tests to Distinguish

· Nimmer’s Pithy Test: a performance of a musical composition is dramatic if it aids in telling a story; otherwise it is not.

· Other test: delete the proposed musical performance from the production; if after such deletion, the continuity or story line of the production is in no way impeded or obscured, then the proposed performance is non-dramatic—otherwise it’s dramatic

· The Compulsory License for Public Broadcasting, §118: sets up a compulsory license for non-commercial broadcast entities.  A public broadcast entity may include in a broadcast the performance and display of published non-dramatic musical works and published pictorial, graphic, and sculptural works.

· This section also allows for the reproduction and distribution of copies of the above programs and for simultaneous off-the-air videotaping of a transmission by non-profit institutions or governmental bodies for face-to-face teaching purposes.

· §118 specifies neither the terms nor the royalties to be assessed for the use of the works.  

· §118 encourages voluntary agreements between public broadcasters and copyright owners.

· Performance Rights in Sound Recordings (Neighboring Rights)

· Under §106(4) and §114(a), performance rights in sound recordings are specifically excluded from protection

· The Digital Audio Performance Right in Sound Recordings Act of 1995 has finally recognized a performance in sound recordings involving certain digital transmissions.  Except in this limited circumstance, most performances in sound recordings are still excluded from protection.

· The Newest Exclusive Right: the Digital Performance Right in Sound Recordings.

· The Digital Performance Right in Sound Recordings Act (DPRSRA) confers the exclusive right in the case of sound recordings to perform the copyrighted work publicly by means of a digital audio transmission

· Unlicensed digital transmissions of sound recordings are prohibited.

· Exemption for non-interactive, non-subscription services: Broadcasters of “free” radio and TV may continue to perform sound recordings without license as they do today.  Secondary transmissions of exempt primary transmissions are also exempt.  Transmissions within business establishments and to those establishments are exempted.

· The Digital Millennium Copyright Act amended §114 to take into account digital transmissions of sound recording over the Internet.  The DPRSRA expands the statutory license for subscription transmissions to include webcasting as a new category of “eligible nonsubscription transmissions.”

· The Right of Public Display, §106(5)

· §106(5) specifically recognizes the right of public display for the first time in our copyright law.  The display right applies to all categories of copyrightable subject matter except for sound recordings and architectural works.

· Display: to show a copy of it, either directly or by means of a film, slide, television image, or any other device or process or, in the case of a motion picture or other audiovisual work, to show individual images nonsequentially
· The right of display is limited to public displays

· A display is public, as is a performance, when the display of a copy of the work is transmitted to the public

· Limitations on the Display Right

· Under §109(c), an owner of a lawfully made copy may display that copy publicly, either directly or by the projection of no more than one image at a time, to viewers present at the place where the copy is located.

· The First Sale Doctrine applies if the copy is lawfully owned.

· The owner of a copy of a work can display it directly or indirectly by an opaque projector, as long as the display occurs at a place where the image is located and as long as only one image at a time is projected to viewers.

· Other exemptions to the Display Right: (1) face-to-face teaching exemption, (2) instructional broadcast exemption, (3) the religious services exemption, and (4) certain public receptions of transmission

· Displays are also exempt under §111’s provisions concerning secondary transmission by cable television systems

· §118 exempts performance displays of copyrighted works made in connection with certain activities of public broadcasting stations.

Miscellaneous Rights: in and beyond copyright   

· Copyright Management Information 

· Internationally it was decided that there has to be effective control over copyright management information

· Deals with availability of a public record of information concerning the creation and ownership of copyrighted works

· You can by contract restrict future sales etc, CMI includes terms of use, etc

· It’s not really a copyright thing

· Page ii in our text is copyright management information

· Statutory damages are available

· Semiconductor Chip Protection Act (see earlier in outline)

· Audio Home Recording Act (see earlier in outline) 
· Uruguay Round Agreements Act against bootleg sound recordings and music videos created by unauthorized taping of live music performances 

· Anti-circumvention measures (see later in outline)

· Vessel hull design protection 

· Included in Chapter 13 “Protection of Original Designs”

· Gives 10 years protection against manufacturing, importing, or otherwise trafficking commercially in articles duplicating protected designs, subject to certain exceptions

· Symbol: D in a circle

· Protection starts when registered with Copyright Office

· Note: Dual protection [with patent law] prohibited 

Moral Rights    

· A number of other countries recognize “droit moral” or “moral right” that treats the author’s connection to her work not as a mere economic interest, but rather as an inalienable, natural right, arising from a conception of the work as an extension of the author’s personality.  This continuing interest allows the author to control certain uses of the work itself even after transfer of the economic rights to others
· Recognized by the Berne Convention, but US hasn’t really implemented yet

· Rights of Attribution: the right to be acknowledged as the author of the work and to prevent others from naming anyone else as the creator

· Allows the artist to have rights: (1) To claim authorship of the work, (2) To prevent the use of her name as the author of any work of visual art which she did not create, (3) To prevent the use of her name as the author of the work in the event of a distortion, mutilation or other modification of the work which would be prejudicial to her honor or reputation

· Rights of Integrity:  the right to insist that the work not be mutilated or distorted

· Allows the artist to have rights: (1) To prevent any intentional distortion, mutilation or other modification of the work which would be prejudicial to her honor or reputation, (2) To prevent any destruction of a work of a recognized statute by an intentional or grossly negligent act

· Right of Disclosure: the right to decide when and in what form the work will be presented to the public.

· Ways in which moral rights have crept into US law…

· Outside of copyright, an author’s integrity and attribution rights have been partially protected by various bodies of state and federal law

· Visual Artists Rights Act of 1990

· Wojnarowicz v. American Family Assn: the unauthorized modification and distribution of an artist’s work, which creates a likelihood of damage to his reputation as a serious artist and to his earning potential, is a violation of moral rights
· Visual Artists Rights Act of 1990, VARA:

· §101 Work of Visual Art: A "work of visual art": a painting, drawing, print, or sculpture, existing in a single copy or in a limited edition of 200 or less copies; or a still photographic image produced for exhibition purposes only, existing in a single copy or in a limited edition of 200 or less copies.  A work of visual art does not include: any poster, map, globe, chart, technical drawing, diagram, model, applied art, motion picture or other audiovisual work, book, magazine, newspaper, periodical, data base, electronic information service, electronic publication, or similar publication; advertising stuff; a work made for hire; or a work that is not subject to copyright protection.
· Only the original is covered by VARA

· Scope of the Act: the author of the visual art has the rights in §106A whether or not she owns the copyright in the work and whether or not the work qualifies for protection under §104.

· Exceptions

· A work is not destroyed, distorted, mutilated, or otherwise objectionably modified, for purposes of the integrity right, if the modification is the result of the passage of time or the inherent nature of the materials.

· The integrity right is not violated when a modification is the result of conservation measures or of public presentation, including lighting or placement, unless the modification is caused by gross negligence.

· The integrity and attribution rights do not apply to reproductions or other uses of protected works in forms not themselves protected by VARA

· Removal of works from buildings:

· §113(d) provides that if a work of visual art cannot be removed from a building without distorting or destroying the work, an appropriate consent from the artist will avoid liability

· If created before June 1991, tear the building down

· If created after June 1991 and the artist gave consent to ultimate destruction, tear the building down.  If the artist did not give consent, he’s given a reasonable amount of time to try and remove his work

· Duration of Rights: 

· For works created on or after 6/1/91, 

· §106A rights endure for the life of the artist.  

· §106 rights are life + 70.

· For works created before 6/1/91,

· If artist has not parted with title to the copy, life + 70 for §106A and §106 rights; parting with title to the work itself is irrelevant

· If the artist has parted with title to the copies, no §106A rights at all

· Transfer and Waiver

· Attribution and integrity rights cannot be transferred.  

· They can be waived, but only in writing, signed by the artist, and only as to works and uses specified in that instrument

· Infringement

· Normal liabilities, not criminal penalties

· Preemption: State law is preempted except with (1) Causes of action arising from undertakings commenced before the Act’s effective date or (2) Activities violating state-created rights that are not equivalent to those created by §106A

· This whole thing is limited by §107, fair use

· Restoration is permitted, even though it may alter or distort the work

· Displaying the work with lights is okay, even if it alters or distorts the work  (like how sunlight fades things)

· Natural degeneration is not actionable either

· This is a right in addition to copyright.

· In a painting or something there is 3 different kinds of rights: property, copyright, and a moral right 

· Martin v. Indianapolis:  Martin (() contends that his metal sculpture is a work of “recognized stature” worthy of protection under VARA.

· Rule of Law: For the purposes of VARA protection, two elements must be satisfied for a work to be of “recognized stature”… the work must: (1) have merit or intrinsic worth, and (2) be recognized by art experts, members of the artistic community, or by society.

· Professor Page says that Recognized Stature test is: Recognition

· VARA is an initial attempt to incorporate moral rights within federal copyright law.  One interesting aspect of the Act is its limited scope; it protects only a narrow class of works of fine art.  With respect to the right to prevent destruction, the Act covers only works of “recognized stature.”  This limitation is a radical departure in American copyright law and may force judges to make highly subjective aesthetic judgments.

· Single work of visual art: each additional element of the sculpture was based on the element preceding it so that they would mesh together.  The result is a thematically consistent, interrelated work whose elements could not be separated without losing continuity and meaning

· Berne says that artist’s rights are obliged to last as long as the economic rights (the copyrights).  But our VARA rights do not last as long… so the US is violating the union obligations

Chapter 8:  Infringement

[image: image4.jpg]INFRINGEMENT

(1) Ownership by P
(2) Copying by D
(3) Improper Appropriation

Elements:

COPYING BY D

Two issues in capying

(1) "Substantial Similarity"
D must have taken
improper amount
of P's work

(2) D must have actually copied
P's work. In other words, D's
work must not have been
independently created.

Circumstantial Evidence can be used to prove copying by:
(1) Access
(2) Probative similarity
(similarties between the works that is probative of copying)

Note: the issue is not whether the D copied a sufficient amount
to constitute infringement; the issue is whether the D
copied rather than independently created his work

Once a sufficient circumstantial case is made, the burden shifts to
the D to disprove copying by showing independent creation or use
of a common source.

OWNERSHIP BY P

IFP is author, he must prove
Originality
Copyrightable Subject Matter
Cormpliance with Statutory Formalities
Necessary Citizen Status

IF P is not the author, he must
show proper transfer documents

*NOTE
Registration = prime facie evidence

IMPROPER APPROPRIATION

Improper appropriation: P must show

(1) the stuff D took was copyright protected
(2) substantial similarity between D's work

and P’s protected expression

Substantial Similarity: D must have taken an
improper amount of the P’s work

Ways to evaluate the works to determine
if there is substantial similarity:

Verbatim Similarity

Pattern Similarity

Ordinary Observer Test

Discerning Ordinary Observer Test

Subtractive Approach

Totality Approach





Proving the Claim    

· Note: the term “probative similarity” should be used for similarities referring to indirect copying and the term “substantial similarity” should be used when improper appropriation is at issue.

· To sustain an action in infringement, the copyright owner must prove 

· (1) Ownership of a valid copyright in the work, 

· To prove ownership, the ( must show originality, copyrightable subject matter, compliance with statutory formalities, and the necessary citizen status.  If ( is not the author, he must produce proper transfer documents or show a relationship that supports the claim for copyright

· Remember: registration constitutes prima facie evidence of ownership

· (2) Copying by the (, and 

· Copying includes two basic issues:

· Probative similarity (which is the similarity between the works is probative of copying)

· Even if the works are probatively similar, the requirement of copying has not been met if the (’s work was independently created.

· How do you show copying (a.k.a. dependent production by ()?  (1) ( can admit it, (2) direct evidence, (3) circumstantial evidence.

· If circumstantial evidence must be used, the circumstantial case is made by proving access

· To prove access, ( must show that ( had a reasonable opportunity to view or copy the work.  Generally, the evidence must be sufficient for the trier of fact to infer a reasonable probability of access.  On the other hand, a mere possibility of access, based on conjecture or speculation, is not enough to make the circumstantial case.

· Another presumption of access arises when the two works are so strikingly similar that independent creation is not a reasonable possibility.  To infer access here, ( must show similarities that could only be explained by copying rather than by coincidence, independent creation, or use of a prior common source.

· Once a sufficient circumstantial case is made the burden shifts to the ( to disprove copying by showing independent creation or use of a common source

· Summary of Access: the possibility of copying.  ( needs to show: (1) there was an access, (2) probative similarity.  ( needs to show an explanation for the similarity other than copying.

·  (3) That the (’s copying constitutes an improper appropriation

· Appropriation: the act of making something one’s own or making use of something to serve one’s own interest.
· Improper appropriation: ( must show (1) the stuff ( took was copyright protected (keeping in mind that not all elements of a work are necessarily copyright protected); (2) substantial similarity between (’s work and (’s protected expression.

· Substantial Similarity: ( must have taken an improper amount of the P’s work

· It makes no difference how strong the proof of access is if the works are not substantially similar.  Not every taking or use of another’s copyrighted work amounts to substantial similarity.  A third party may freely copy the ideas but not the author’s expression beyond what the law allows.  Even if some of the expression is copied, there must be a substantial, material taking to constitute infringement.

· See section on Substantial Similarity below

· Note: Proof of similarity vs. Proof of substantial similarity

· Proof of similarity goes to the issue of copying

· Proof of substantial similarity goes to if (’s appropriation was improper

· Tests to Prove Copying

· Actually viewed test: there must be evidence that ( actually viewed (’s work

· Opportunity to see test: proving that the infringer (or his intermediary) had the mere opportunity to see the work and that the subsequent material produced is substantially similar to the work

· Doctrine of Subconscious copying:???

· Reasonable possibility test: it must be reasonably possible that the paths of the infringer and the infringed work crossed

· Inverse ratio rule: the stronger the proof of similarity, the less compelling the proof of access needs to be

· Expert testimony is permitted regarding striking similarity

· Copying Case Law

· Bright Tunes v. Harrisongs: Bright Tunes (() brought suit against George Harrison (() for copyright infringement of its song “He’s so Fine” by Harrison’s work “My Sweet Lord”

· Rule of Law: a person is liable for copyright infringement even if he infringes a copyrighted work subconsciously.

· Analysis: The critical issues for infringement are whether the works are substantially identical and the infringer had access to the original work.  The intent to infringe is not required.  Here, ( did not deliberately infringe (’s copyright.

· Jurisdictions differ as to the definition of “access”

· Some say it means that the alleged infringer saw the first person’s work.

· Some say it is just the opportunity to see the infringed work

· If the (’s work is widely disseminated and available, it’s likelier than not that copying could and did occur

· Access can be shown through actual access or opportunity access

· Innocence does not matter in an infringement case (it may help determine remedies).

· Infringement is a strict liability statute.

· Ty v. GMA: Ty (() contends that GMA (() copied its toy pig, Squealer, in making (’s own toy pig, Preston.
· Rule of Law: Access and copying may be inferred when two works are so similar to each other and not to anything in the public domain, that it is likely that the creator of the second work copied the first, but the inference can be rebutted by disproving access or otherwise showing independent creation.

· Analysis: The more a work is both like an already copyrighted work and unlike anything that is in the public domain, the less likely it is to be an independent creation.  The issue of copying can be broken down into two subissues: (1) whether the alleged copier had access to the work that he is claimed to have copied, (2) whether, if so, he used his access to copy

· Once a ( has offered convincing indirect evidence of copying, the burden of persuasion shifts to the (, who can then attempt to persuade the trier-of-fact that such factors as independent creation, coincidence or prior common source, rather than copying, explain the similarity between the two works.

· Strikingly similar items can indicate one copies from another or that both works were copied from same public domain thing

· There are some things that will sound alike, even with no copying.  This is why each case is different and will turn on its own facts

· Remember: here we’re just showing copying, not that too much was copied

· Tests for Improper Appropriation via Substantial Similarity

· Verbatim similarity: occurs when something in (’s work is word for word the same in (’s work

· Pattern similarity: taking the overall pattern of the copyrighted work, even if the ( cannot show any instance of verbatim or literal copying

· Determining pattern similarity: the Abstractions Test: Upon any work, a great number of patterns of increasing generality will fit equally well, as more and more of the incident is left out.  What’s left may be the most general statement of what the work I about.  There is a point between these to extremes where the series of abstraction is no longer protected, because they are ideas apart from their expression.

· Ordinary observer test: there is substantial similarity when the ordinary observer, unless he set out to detect the disparities, would be disposed to overlook them, and regard the two works’ aesthetic appeal as the same.

· Discerning ordinary observer test: there is substantial similarity when the discerning ordinary observer, unless he set out to detect the disparities, would be disposed to overlook them, and regard the two works’ aesthetic appeal as the same.  A discerning ordinary observer is schooled in how not to look at the not-protected elements.

· Two ways to approach the similarities for Improper Appropriation (Page says both of these are a little too extreme)

· Subtractive Approach: the allegedly infringed work is analyzed first to determine which of its elements are protected by copyright and which are not.  Then after subtracting the unprotected elements, the factfinder proceeds to determine whether significant similarities exist between what remains of the allegedly infringed work and the various components and characteristics of the allegedly infringing work.

· ( friendly

· Danger: if it’s taken too far, every copyrighted thing will be reduced to nothing

· Totality Approach: the proposition that copyright protection attaches to the way in which elements unprotected in themselves are arranged can be taken too far, if not employed carefully with an eye to ensuring t that unprotected elements are not swept into the net of protection

· A.k.a. total concept and feel

· ( friendly

· Danger: too much is covered

· Improper Appropriation Case Law

· Peter Pan Fabrics v. Martin Weiner: Peter Pan ((), a textile converter, appealed from the TC’s granting of an injunction to cease its copying of Martin Weiner’s (() designs.

· Rule of Law: In determining whether the copyright in a design has been infringed, the test is whether an ordinary observer would regard the infringing and non-infringing works to be aesthetically the same.

· Analysis: The test for copyright infringement of designs is really vague.  While infringement applies to more than photographic reproduction, the extent to which an imitator must deviate from identical reproduction is uncertain.  The court in making such a determination must consider the intended uses for the design, especially the scrutiny that observers will apply to the imitation.  Here, both garments have the same general color and resemblance although they are not identical.  The ordinary observer, however, would regard their aesthetic appeal to be the same if he did not set out to find the differences.

· Laureyssens v. Idea Group: Laureyssens (() brought this suit against Idea Group (() claiming copyright infringement for (’s manufacture of a cube puzzle.
· Rule of Law: In determining whether unlawful appropriation exists in a copyright infringement case involving a work that contains both protectable and nonprotectable elements, it must appear to the ordinary observer that the works are aesthetically the same only with respect to the protectable material.
· Analysis: The test for unlawful appropriation is whether substantial similarity as to the protected material exists between the two works which are the subject matter of the litigation.  The test is the ordinary observer test.  When a work contains both protectable and unprotectable material, the inspection must ignore those elements of the work that are unprotectable in its determination.
· The court revised its prior test for actionable copying in copyright infringement actions.  Previously, the court had required the ( demonstrate substantial similarity at both the actual copying and improper appropriation phases of the infringement analysis.  The court stated here that the actual copying prong of the test may be demonstrated by either direct or indirect evidence, including access, similarities rendering independent creation improbable and expert testimony.  These similarities need not be substantial as to the actual copying prong; however, the unlawful appropriation prong does require substantial similarity.
· This case is about substantial similarity

· So which to use?  If the subject of the suit is something not common, you need discerning observers.  So you should bring in an expert, because it’s impossible to get a jury of discerning ordinary observers.  The expert should only say what the particular audience he represents would think.  He can’t say what he thinks.

· Software Infringement

· Computer Associates v. Altai: Upon discovering that Altai (() may have appropriated parts of its “Adapter” computer program, CA (() sued ( for copyright infringement and trade secret misappropriation.
· Rule of Law: To warrant a finding of copyright infringement, the protectable, nonliteral elements of one computer program must be substantially similar to those elements in a second program

· Analysis:  It is now well settled that the literal elements of computer programs (i.e. their source and object codes) are the subject of copyright protection.  ( made sure that the literal elements of its revamped program were no longer substantially similar to the literal elements of (’s program.  If the nonliteral structures of literary works are protected by copyright, then the nonliteral structures are also protected.  However, it is a fundamental principle of copyright law that a copyright does not protect an idea, but only the expression of the idea.  A three step procedure should be used to determine whether the nonliteral elements of two or more computer programs are substantially similar: 

· (1) The Abstractions Test: This entails retracing and mapping each of the designer’s steps in the opposite order in which they were taken during the program’s creation.  

· (2) Substantial similarity Inquiry: (moves from conceptual to concrete).  This entails examining the structural components at each level of abstraction to determine whether their particular inclusion at that level was dictated by considerations of efficiency; required by factors external to the program itself; or taken from the public domain, thus making them nonprotectable.

· Once a court has sifted out all those elements of the allegedly infringed program, there may be a core of protectable expression left.

· (3) Did ( copy any aspect of this protectable expression?  Also, assess the copied portion’s relative importance with respect to the (’s overall program.

· Doctrine of Merger applied in computer context: this means that when specific instructions even though previously copyrighted are the only and essential means of accomplishing a given task, their later use by another will not amount to infringement.  When one considers the fact that programmers generally strive to create programs that meet the user’s needs in the most efficient manner, the applicability of the merger doctrine to computer programs becomes compelling.

· Can ( protect the structural design of his software?  Yes, but be careful… if you protect too much design, you then have a monopoly of efficient things/ideas.

· The abstraction thing works for software only

· Gates Rubber test

· Step 1: 6 levels of generally declining abstraction

· Main purpose

· Program structure or architecture

· Modules

· Algorithms and Data structures

· Source Code

· Object Code

· Step 2: 6 elements of computer programs subject to being filtered out of (’s work

· Ideas

· Program’s processes or methods of operation

· Facts contained in the various levels of abstraction

· Public domain matter

· Expression that has merged with the programs ideas and processes

· Element which, on a scenes a faire analysis are stock or standard features of the program dictated by external factors

· Step 3: on comparison, whether the use of the original elements of the (’s program made by the (’s work constitutes an impermissible appropriation is primarily qualitative rather than quantitative

· General Notes about Infringement

· Who has standing?  Owners of exclusive right or a benefit thereof

· Burden of proof: on (
· De minimus concept: insignificant; trivial; not of sufficient significance to resort to legal action

· In a suit alleging copyright infringement, the ( may assert a defense of de minimus copying if the copying is so trivial that it falls below the threshold required to satisfy the substantial similarity test for copyright infringement.

· Copyright protection of literary property is not limited to protecting merely the literal text of the work.

· Scenes a faire Doctrine: bars protection for the inevitable or indispensable elements of works 

· Note: a taking that is less than substantially similar ( fair use
· The interests of the parties in copyright property are determined by the law of the state with the most significant relationship to the property and the parties.
· A claim for copyright infringement cannot be brought under the Copyright Act when the allegedly infringing conduct consists solely of the authorization within the US of activities occurring abroad.

· An action to determine who owns a copyright does not arise under the Copyright Act, which means that the federal district courts do not have original jurisdiction and such an action must be brought in a state court.

Chapter 9: Third-Party Liability

Contributory Infringement and Vicarious Liability

· Two types of indirect infringement: (1) contributory infringement and (2) vicarious liability

· “Related Defendants” refers to all situations where one can be held liable for acts of another

· Basic Fact Scenario

· Contributory Infringement: A ( will be held liable for B’s infringing acts if ( has actively induced the infringement or, with knowledge of the infringement, ( has supplied the means to infringe.

· Vicarious Liability: ( will be held liable for the infringing acts of another if ( supervises or has the power to supervise the acts of infringements, and benefits or stands to benefit from the infringing acts

· Contributory Infringement

· In effect, ( controls the acts of the infringer by supplying all the means necessary to infringe.  The only thing ( didn’t do was carry out the actual infringement.  

· Sony v. Universal City Studios:  Owners of copyrights on television programs brought copyright infringement action against manufacturers of VCRs; Manufacturers found not liable.

· Sale of copying equipment, like sale of other articles of commerce, does not constitute a contributory infringement if the product is widely used for legitimate, unobjectionable purposes

· Manufacturers of VCR’s demonstrated a significant likelihood that substantial numbers of copyright holder, who licensed their works for broadcast on free television, would not object to having their broadcasts time-shifted by private viewers 

· Owners of copyrights on television programs failed to demonstrate that time shifting would cause any likelihood of harm to the potential market for, or the value of, their copyrighted works 

· Because the VCR was capable of substantial noninfringing uses, the sale of such equipment to general public did not constitute contributory infringement of the copyrights

· Even unauthorized uses of copyrighted work are not necessarily infringing; an unlicensed use of copyright is not an infringement unless it conflicts with one of the specific exclusive rights conferred by copyright statute

· Universal City Studios v. Sony: Universal (() and Disney (() brought suit against Sony ((), manufacturer of Betamax, a VCR, on the basis that ( was liable for copyright infringement based on the home video recording of the (’s copyrighted works.
· Rule of Law: The sale of copying equipment, like the sale of other articles of commerce, does not constitute contributory infringement if the product is widely used for legitimate, unobjectionable purposes.
· Vicarious Liability

· ( has the right or power to supervise the acts of the direct infringer, and has a financial stake in the infringing acts, even thought the ( has no knowledge of, or did not directly participate in, the infringing acts

· Rationale: those who benefit financially from the infringement should compensate the copyright owner

· Lack of knowledge is no defense

· Fonovisa v. Cherry Auction: Fonovisa (() sued Cherry Auction ((), the operators of a swap meet where third-party vendors routinely sold counterfeit recordings that infringed on (’s copyrights and trademarks.

· Rule of Law 1: One may be vicariously liable for copyright infringement if he has the right and ability to supervise the infringing activity and also has a direct financial interest in such activities.

· Rule of Law 2: One who, with knowledge of the infringing activity, induces, causes, or material contributes to the infringing conduct of another may be held liable as a contributory infringer.

· Audio Home Recording Act, 1992

· Created a compulsory license

· Created a new cause of action apart from infringement

· The Act prohibits legal actions for copyright infringement based on the manufacture, importation, or distribution of a digital audio recording device for private non-commercial audio recording

· Scope: Digital music recordings

· Excludes audio books and computer hard drives

· Anti-serial copyright technology: Requires the use of built-in devices or mechanisms to prevent serial copying on digital audio devices made, imported onto, or sold in the US

· Royalties: Importers and manufacturers have to pay royalties

· Royalties are also due on the transfer price of digital audio recording media

· Transfer price: price charged by the domestic manufacturer of digital equipment or media, or the price entered for customs purposes

· Persons entitled to share in royalty distributions and will have standing to sue

· These people are: Authors, copyright owners, performing rights organizations, featured recording artist, owners of copyright in the sound recording, owners of the musical works copyrights

· Independent remedies for independent wrongs: (1) Actual and statutory damages, (2) Injunctive relief

· Third-Party Liability of Internet Service Providers (ISP’s)

· The Digital Millennium Copyright Act has limited liability of ISP’s for copyright infringement

· Eligibility

· To qualify, the ISP must meet two conditions:

· The ISP must adopt, implement, and inform it’s subscribers and account holders of its policy providing for termination of users who are repeat infringers

· The ISP must have adopted standard technical measures used by copyright owners to identify and protect copyrighted works

· The ISP need not monitor its service or affirmatively seek out information about copyright infringement on its service

· The ISP does not have to access, remove, or block material to qualify either

· Safe Harbor Provisions

· If the ISP’s activity qualifies for any of the safe harbors, the ISP is not liable for monetary relief for claims of copyright infringement, and injunctive relief will be limited too

· The Safe Harbors are: (1) storing material, (2) referring users to material at other internet sites, (3) system caching, and (4) transmission and routing

· Storing Material: This section limits the liability of service providers who provide hosting services by allocating server space to customers or clients who wish to make information available to others

· Referring users to material at other internet sites: Service providers are not liable for referring or linking users to an online location containing infringing material, or for providing the means to locate infringing material, such as a directory, index, or search engine

· System caching: Service providers are not liable for the intermediate and temporary storage of material posted online by another person, as long as the storage is carried out through an automatic technical process, and the service provider complies with industrial standards for refreshing, reloading, and updating the material and does not interfere with password protections and other security measures

· Transmission and Routing: As long as someone other than the service provider initiated a transmission and chose its recipient and the service provider does not interfere with its content, no liability can attach to the service provider in connection with that transmission

· Conditions for use of the safe harbors

· The ISP does not actually know that the material is infringing

· The ISP is not aware of information from which the infringing nature of the material is apparent

· If the ISP acquires such knowledge or awareness, the ISP acts expeditiously to remove or block access to the material

· The ISP does not obtain a financial benefit directly attributable to the infringing material while having the right and ability to control the material

· The ISP complied with the Notice and Take Down Provisions of the Act

· Notice and Take Down

· The copyright owner will notify and ISP of allegedly infringing material on the ISP’s system.

· After receiving such notice, the ISP must remove or block access to such material

· The ISP must then notify the User that the ISP has blocked or removed material

· The User may then send a “counter notification” of the material stating that the removal and block resulted from mistake or misidentification.

· If the counter notification complies with statutory requirements, the ISP must then provide a copy of it to the copyright owner

· Unless the copyright owner then notifies the ISP that he has filed a court action to restrain the infringement, the ISP must replace or unblock the material within 10 to 14 business days of receiving the counter notice
· A&M Records v. Napster

· Secondary liability for copyright infringement does not exist in the absence of direct infringement by a third party
· Traditionally, one who, with knowledge of the infringing activity, induces, causes, or materially contributes to the infringing conduct of another, may be held liable as a contributory copyright infringer; liability exists if the defendant engages in personal conduct that encourages or assists the infringement
· Contributory liability for copyright infringement requires that the secondary infringer know or have reason to know of direct infringement
· Napster had actual knowledge that specific infringing material was available using its system, that it could block access to system by suppliers of infringing material; that it failed to remove infringing material; Napster materially contributed to infringing activity by providing site and facilities for direct infringement
· Absent any specific information which identifies infringing activity, a computer system operator cannot be liable for contributory infringement merely because the structure of the system allows for the exchange of copyrighted material
· Vicarious copyright liability extends to cases in which a defendant has the right and ability to supervise the infringing activity and also has a direct financial interest in such activities
· Financial benefit that may support claim of vicarious copyright infringement exists where the availability of infringing material acts as a draw for customers
· To escape imposition of vicarious liability for copyright infringement, a reserved right to police infringing activity must be exercised to its fullest extent; turning a blind eye to detectable acts of infringement for the sake of profit gives rise to liability
Technological Protection Measures and circumvention Devices  

· Chapter 12 of the copyright act… super copyright, but it’s not copyright legislation

· Three new causes of action

· A prohibition on the circumvention of technological measures which control access to a copyrighted work

· A prohibition on trafficking in technology that helps circumvent such access-control measures

· A prohibition on trafficking in technology that helps circumvent copy-protection measures

· The provision prohibits circumventing technological measures that impede access, but not those that prevent copying

· Rationale: the public needs to have continued ability to make fair use of copyrighted works

· Note: fair use is not a defense to the act of gaining unauthorized access to a work

· The provision also prohibits the manufacturing or making available technologies, products, and services used to defeat technological measure controlling access (called “black boxes”)

· Exceptions: (quick class discussion)

· Users adversely affected

· Exemption for nonprofit libraries, archives, and educational institutions: they can look at stuff to determine if they want to get their work for their library

· Law enforcement and intelligence activities

· Reverse engineering

· Encryption research exception

· Exception regarding minors: permits the manufacturing of circumvention components whose sole purpose is to assist parents in preventing access of minors to objectionable material

· Protection of personally identifying information

· Security testing exception

· Certain analog devices and certain technological measures: VCR’s have to have copy control technology in them

· The Librarian of Congress can add exceptions

· So far, we have 4 exceptions:

· Lists of sites blocked by filters

· Failure in the lock mechanism, you’re doing everything you’re supposed to do, so you can hack through the barrier

· Hardware has become obsolete, but you want the software that you can only get with old hardware… you can hack through to get through the old

· E-books

· Universal Studios v. Corley: Motion picture studios brought action under Digital Millennium Copyright Act (DMCA) to enjoin Internet web site owners from posting software that decrypted digitally encrypted movies on DVDs and from including hyperlinks to other web sites that made decryption software available
· Computer code is speech.  Software is different… it has both speech elements and non-speech elements because it makes a machine run.  Software programs qualify as "speech" for First Amendment purposes even though they instruct computers
· In the context of the First Amendment, communication does not lose constitutional protection as "speech" simply because it is expressed in the language of computer code
· Computer programs are not exempted from the category of First Amendment speech simply because their instructions require use of a computer; the fact that a program has the capacity to direct the functioning of a computer does not mean that it lacks the additional capacity to convey information, and it is the conveying of information that renders instructions "speech" for purposes of the First Amendment
· Supreme Court has never held that fair use is constitutionally required under the copyright clause
· International Stuff (p. 748 and beyond that we didn’t have to read)

· Our copyright law has no extraterritorial reach

· So reproduction of something is not in violation of our copyright law

· Can we get people in our borders for contributory infringement?  No, because if something abroad doesn’t violate the copyright laws, then there can be no contributory infringement.

· Conflicts of Law: 

· What if something is devised elsewhere and is being infringed here?  Ownership questions are answered based on source country.  Infringement questions are answered based on our country’s laws.

Chapter 10: Fair Use and Affirmative Defenses

The Fair Use Privilege 

· Fair Use in General

· Fair Use definition: a privilege in others than the owner of a copyright to use the copyrighted material in a reasonable manner without his consent, notwithstanding the monopoly granted to the owner of the copyright

· Whether any particular defendant’s use is “fair” depends almost wholly on the circumstances of the case

· The doctrine of fair use is a judicially created defense to copyright infringement that allows a third party to use a copyrighted work in a reasonable manner without the copyright owner’s consent

· This defense only becomes relevant after the ( has made out a prima facie case for copyright infringement

· All the 106 rights are subject to fair use

· Fair use tends to stick in the reproduction right

· This section also applies to moral rights, though Page doesn’t know of any invasion that would violate a moral right but should be a fair use

· The House Report says that there’s lots of uses out there that are fair

· Historical Origins

· Folsom v. Marsh: ( brought suit for copyright infringement based on the use of approximately 319 letters taken from the (’s work and reprinted in their entirety in (’s book.
· Rule of Law: In determining whether a use of copyrighted material is justifiable, it is not a defense that only a part and not the whole original work was appropriated.

· Analysis: Here the ( claimed that he only utilized selected materials.  It is not necessary to a finding of copyright infringement that the entire work be copied, nor does a finding of infringement depend on the particular quantity taken.  The court must consider the value of the appropriated materials, and the importance of such materials to the sale of the original work.  The court must consider the nature of the portion taken, the quantity and value of those materials, and the extent to which the taking may effect the sales or profits of the original work.  Here, ( appropriated 319 letters to which the ( had an exclusive copyright.  (’s work was based primarily on these letters, which were reprinted in their entirety.  Infringement.

· Section 107 

· Preamble to §107

· The preamble sets forth the kinds of uses that usually prompt the defense

· Is there a common theme between uses?  They all transform the original, and in doing so, add value by creating new information, new aesthetics, new insights, and understandings.  Their use of the copyrighted work is productive or transformative

· Non-productive use (reproductive use) occurs when a user copies the material to use it for the same intrinsic purpose for which the copyright owner intended it to be used

· The productive use doctrine has been rejected

· The Four Criteria

· These criteria must all be applied to determine whether the defense succeeds

· A court MUST apply the 4 factors, but the court is not limited to the 4 factors

· (1) The Purpose and Character of the Use, including whether such use is of a commercial nature or is for non-profit educational purposes

· (2) Nature of the Copyrighted Work

· (3) The Amount and Substantiality of the Portion Used in Relation to the Copyrighted Work as a Whole

· (4) The Effect of the Use Upon the Potential Market for, or Value of, the Copyrighted Work

The Four Factors Individually

· First Factor: The Purpose and Character of the Use

· A non-profit educational use is more likely to be a fair use because it is less inclined to harm the market for the copyrighted work than would a commercial use

· A commercial use is one that earns a profit, and as such does not lose its commercial character even though it is ultimately intended for education, news reporting, or any of the other purposes set forth in the preamble

· Generally, if a challenged use of a copyrighted work is for commercial gain, a presumption against fair use arises.  A commercial purpose will not conclusively negate a finding of fair use.

· Courts consider things other than commercial use, though… ex: bad faith

· Second Factor: Nature of the Copyrighted Work

· The basic idea behind this second factor is that to support the public interest there should be greater access to some kinds of works than others

· So the 2nd factor would allow wider use of a treatise on physics than a video tape of a rock concert

· If a work is unavailable or out of print, the need for public access and dissemination is greater and the permissible scope of fair use is broader

· Even if a work of information is involved, the fair use privilege narrows for an unpublished work.  The author’s right to control the publication of a work may outweigh an extensive fair use privilege

· Third Factor: The Amount and Substantiality of the Portion Used in Relation to the Copyrighted Work as a Whole

· One must distinguish this factor from the question of substantial similarity, because the fair use defense arises only after infringement is proved

· This factor properly focuses on whether the ( has taken more than is necessary to satisfy the specific fair use purpose

· Verbatim copying invariably exceeds the purpose of the use

· Fair use is less likely when an entire work is reproduced because excessive copying may displace the need for the original and destroy the market

· Fourth Factor: The Effect of the Use Upon the Potential Market for, or Value of, the Copyrighted Work

· This is the most important factor

· If the market for the copyright owner’s work is harmed, the incentives for creativity that the copyright monopoly is designed to encourage will not work.

· Potential harm to the market, not actual harm, is at issue

· The fact that the copyright owner does not actually market copies of the work does not matter under the potential market language of this factor.  To prove potential market effect, ( need only show a meaningful likelihood of future harm by a preponderance of the evidence.
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	Factor 1
	The Purpose and Character of the Use, including whether such use is of a commercial nature or is for non-profit educational purposes
	
	
	

	Factor 2
	
	Nature of the Copyrighted Work
	
	

	Factor 3
	· Extent of permissible copies varies with the purpose and character of the use

· This mixture is important to parodies.  If a parody builds on but does not supplant the original through excessive use, the public is benefited
	Defendants typically may borrow more freely from certain types of works, like compilations, than from others, like scholarly creative works
	The Amount and Substantiality of the Portion Used in Relation to the Copyrighted Work as a Whole
	

	Factor 4
	· Factor 1 focuses on economic impact of the use 

· Presumption of harm arises from commercial use of the copyrighted work.

· STRONGEST CASE: A productive, non-commercial work benefits the public and because it’s transformative, it does not harm the market for the work

· WEAKEST CASE: A reproductive, commercial use is made of a work.
	While the public interest is to be considered, making substantial copies of consumable materials (like workbooks for teaching and studying) would destroy the only market for these works.
	· Fair use is less likely when an entire work is reproduced because excessive copying may displace the need for the original and destroy the market.

· Degree to which the work may serve as a market substitute for the original
	The Effect of the Use Upon the Potential Market for, or Value of, the Copyrighted Work


Special Applications of the Fair Use Analysis

· Conjure Up Test: you can take enough of the original to conjure up at least enough of that original to make the object of its critical wit recognizable, but then that’s it

· 2nd circuit test

· Parodies

· Definition of a parody: a literary or artistic work that imitates the characteristic style of an author or a work for comic effect or ridicule.

· Parody is an affirmative defense to an action for copyright infringement under the fair use doctrine that the infringer’s use of the copyrighted material was permissible for the purpose of criticism or satire.

· The parodist must rely on the defense of fair use where she has made a substantial taking from the copyrighted work.  Such uses historically have been regarded as eligible for fair use, provided they are not transparent attempts merely to capitalize on someone else’s work

· One way to view a parody is as a special kind of derivative work that has enjoyed liberal treatment by the courts

· Can’t a parody take the market away from something?

· Ex:  Eat it and Beat it.  That makes you think twice as to whether you like Michael Jackson’s song

· Criticism is good.  It’s part of public policy

· Copyright is not protecting harm that could come from criticism 

· Only those market opportunities that are reasonably likely to occur are harms that the copyright statute is protecting…  Acuff would probably never license a parody making fun of their song.

· What about a rap version of Pretty Woman?  Who knows.

· Campbell v. Acuff-Rose Music: Acuff (() brought suit against rap music 2 Live Crew (() alleging copyright infringement for (’s use of (’s copyrighted song, Pretty Woman.  ( contended that its parody was a fair use within the meaning of §107, but the AC concluded that the commercial nature of the parody rendered it presumptively unfair.

· Rule of Law 1: Parody constitutes fair use under §107.

· Analysis 1: The issue is whether the new work is transformative—adds something new that alters or changes the meaning or message of the first expression.  Parody has transformative value and, similar to comment or criticism, may claim fair use.  Whether a use for purposes of parody is fair must be determined on a case-by-case basis, taking into consideration each of the 4 factors of the fair use analysis.  The threshold inquiry is whether a parodic character may be reasonably perceived.  Here (’s version could be reasonably perceived as commenting upon or criticizing the original work.  The commercial nature of the use is only one element to be considered under the first factor.  The broader inquiry is the purpose and character of the use.  When looking at the third factor, the court must not only consider the amount used, but its importance to the copyrighted work.  While ( copied the first line of the original work, it thereafter departed substantially in respect to the lyrics

· Rule of Law 2: The commercial purpose of a work is only one element of the inquiry into the work’s purpose and character for fair use purposes.

· Analysis 2: Elements to be considered: commercial purpose, nature of the copyrighted work, the amount and substantiality of the portion used in relation to the copyrighted work as a whole, and the effect of the use upon the potential market for the copyrighted work.  IN this case, it was error for the AC to conclude that the commercial nature of the parody rendered it presumptively unfair.  No such evidentiary presumption exists for either the 1st or 4th factor.

· Concurrence: Parody only constitutes a fair use if it draws upon the original work for purposes of commentary in respect to that particular work, and not for satiric or humorous purposes in general.

· Note: The Sony court made two presumptions

· That every commercial use of copyrighted material was presumptively unfair exploitation of the monopoly privilege that belongs to the copyright owner.  

· That a purpose of commercial gain creates a likelihood of harm to the copyright holder’s economic interests

· Result: Double whammy against commercial use

· Weren’t these presumptions “overturned” by the Campbell court?  Yes.  The court explains that its decision in Sony required a court to take into consideration the commercial nature of the work as one factor to be considered against a finding of fair use.  Sony involved the duplication of the entire copyrighted work for commercial purposes, resulting in the second work effectively becoming a market substitution for the original.  In such a case, it is likely that harm to the market for the original will occur; however, when the use is transformative as here, the court may not presume harm.

Fundamentals of Fair Use

· 20th Century cases sharpened aspects of the fair use doctrine by establishing that

· The privilege is more narrowly restricted in cases of rival publications treating of the same subject, than in the case of two works dissimilar in scope, content, and purpose

· Defendants typically may borrow more freely from certain types of works, like compilations, than from others, like scholarly creative works

· The rationale of the fair use privilege is based upon the Copyright Clause.  Copyright protection is designed to promote the progress of science and the useful arts; the financial reward is just incidental to the general objective.  Therefore, courts must occasionally subordinate the copyright owner’s interest in maximum financial return to the greater public interest in the development of art, science, and industry

· Transformative Use: adds something new that alters or changes the meaning or message of the first expression

· The more transformative the new work, the less will be the significance of other factors, like commercialism, that may weight against fair use

· Economic analysis of fair use

· Fair use should be awarded to the ( when (1) market failure is present, (2) transfer of the use to ( is socially desirable, and (3) an award of fair use would not cause substantial injury to the incentives of the plaintiff copyright owner

· Fair use arises where costs of a voluntary exchange are so high relative to the benefits that no such exchange is feasible between a user of a copyrighted work and its owner

· Good faith

· If the ( had gone to the proprietor and asked if they could use the work and the proprietor says no and the ( does it anyway, then ( obviously was in bad faith

· If ( didn’t ask permission, then ( was in bad faith for not even trying to work it out with proprietor

· Damned if you do; damned if you don’t

· Campbell court says that good faith is not part of the fair use inquiry

· Economic Rationale

· Transaction fees in obtaining licenses sometimes are so great that it’s not worth it.  On those occasions, fair use should say it’s okay anyway

· Ex: singing a song at an orphanage fund raiser… the record company will either tell you no or say okay, but then charge you the regular fee, which for an event like this is too much money.  But it would cost too much to negotiate terms of a license for the event

· Fair use and the Constitution: talked about, but we didn’t read  

· Does copyright law encroach on the freedom of free speech?  No, the idea/expression dichotomy supplies the necessary definitional balance allowing access to a dissemination of ideas and facts while protecting the author’s expression.

· Also the fair use doctrine can be invoked where rigid application of the Copyright Act would unreasonably prevent the dissemination of information

· Copyright law optimizes First Amendment values by encouraging production of works of authorship without prohibiting the free communication of facts and ideas embodied in these works

Conceptual Issues in Fair Use   

· Harper & Row: Publication of portions of a work soon to be published is not fair use.

· The Meaning of Transformativeness

· Judge Posner seems to be making the “conjure up” rule of the parody cases as a model for fair use analysis in general

· Effect on the Market Under §107(4)

· Fair use needs to take into account the possibility that one work may have value in both primary and secondary markets 

· Ex: Beanie babies: market = children’s toys; market = collector’s items, market = derivative publications

· But what about potential vs. actual markets?

· Both were included in statutory design

· “Potential Market” encompasses not only the unauthorized preparation of derivative works but also the conceptually much simpler act of exploiting the copyrighted work in media which the plaintiff has not yet employed

· Maybe Campbell and Harper Row say the same thing: that what determines fair use is a delicate balancing of the impact of the defendant’s use on the plaintiff’s legitimate market expectations against the contribution that the defendant has made to the progress of science and art by his borrowing.

· American Geophysical Union v. Texaco: American (() and 82 other publishers brought a class action suit against Texaco (() claiming that its unauthorized copying of articles from its journals constituted copyright infringement.  ( asserted the affirmative defense of fair use.  ( employs 500 researchers nationwide for the purpose of developing new products and technology.  ( subscribes to many scientific and technical journals, maintaining a large library.  The parties stipulated that one scientist, Chickering, would be selected as the representative of the entire group.  The library circulated the journals and encouraged the researchers to make copies for their own use and return the original copy to the library.  Chickering had 8 particular copies of such articles in his files.

· Rule of Law: The practice of circulating copies of scientific journals so that employees may copy articles contained therein does not constitute a fair use

· Analysis:  

· The first factor: The library circulated one copy and invited the researchers to make copies of it for their own use.  Chickering testified that the copies in his files were made for his own convenience and for future use, and that he did not even use 5 of the copes.  This type of photocopying may be characterized as archival, and is done to avoid payment for additional subscriptions.  The requirement that the court consider whether the purpose of the work is commercial or non-profit requires the court to find against fair use when the infringer directly and exclusively obtains financial reqards as a result of the copying.  Courts are also willing to find a secondary use fair if the use benefits the public interest.  While (’s copying may not rise to the level of commercial exploitation, due to the for-profit nature of (’s business, it cannot be said that it did not derive some economic benefit as a result of the copying.

· Second factor: This one weighs in favor of ( since the works were factual rather than fictional.

· Third factor: For purposes of this case, the work consists of each journal article, not the issue of the journal from which it was copied.  Thus, ( copied the entire works.

· Fourth factor: The focus of this analysis is on the potential market for the individual articles.  The evidence in respect to this factor did not favor either side in respect to sales of additional journal subscriptions, back issues, and back volumes.  Since the ( were able to demonstrate substantial economic harm to the value of the copyrights as a result of the copying, this factor weighed in favor of (.

· Dissent: The purpose and character of the use was transformative in that it contributed to the formulation of new scientific ideas.

· Generally a copyright owner has the exclusive right to authorize specified uses of his work and may demand a royalty for licensing others to utilize the work.  The effect of the infringement on such revenues may be considered in determining the harm to the potential market for the work.  Courts have recognized, however, that in respect to such effects on licensing revenues, the court may only consider those markets that either already exist or are likely to develop.

· The potential market:  

· ( lost some sales of additional subscriptions because of the internal photocopying practice.  

· ( also says they lost the licensing revenues that would have flowed to them had the company gotten permission to copyright.  But wait—it can be said of any unauthorized use of a copyrighted work that it represents a loss to the copyright owner—because if the use were prohibited rather than permitted, those wishing to make it would have to pay. 

· Cumulation of harm: The parties in Texaco agreed to focus on the activities of just one of many scientists employed by Texaco.  The court assumes that whatever market harm caused by this one scientist’s activities might generate would be multiplied several hundred-fold.  Even with the multiplier, the resulting estimate (in $ terms) wouldn’t necessarily have been all that impressive.  Perhaps this is one reason why the dissent was unconvinced that a showing of more than de minimus harm had been made.

· Burden of Proof: the burned is on the party asserting them

· But what about factor 4?  Is it realistic to ask the ( to make a showing of “no harm” when the information relating to (’s business model and sales is within the (’s control?

· Varieties of economic harm: Not just any economic harm will support infringement.  The loss of sales stemming from a devastating book review doesn’t make the quotations from the work included by the reviewer any less fair.  Courts have hewed to the principle that only economic losses resulting from the supplanting of demand for the work will court where factor 4 is concerned.

· Even uses that didn’t qualify as de minimus often have been presumed to be fair, until just recently.

· A&M Records v. Napster: Uploading and downloading of digital audio files containing copyrighted music, through Internet service that facilitated transmission and retention of such files by its users, was not fair use of copyrighted works, as such use was not transformative, use was commercial in that it could save users the expense of purchasing authorized copies, works were creative in nature and were copied in their entirety, and such use could impair market for the works by reducing sales and raising barrier to copyright owners' entry into market for digital downloading of music
· Fair use is limited to copying by others which does not materially impair the marketability of the work which is copied, and the importance of the fair use factor that looks at the effect of use on the market will vary, not only with the amount of harm, but also with the relative strength of the showing on the other relevant factors
· A challenge to a noncommercial use of a copyrighted work, which is alleged to be a fair use, requires proof either that the particular use is harmful, or that if it should become widespread, it would adversely affect the potential market for the copyrighted work; if the intended use is for commercial gain, the likelihood of market harm may be presumed, but if it is for a noncommercial purpose, the likelihood must be demonstrated
· Activities of users of Internet service that facilitated transmission and retention of digital audio files, which consisted of downloading such files in order to listen to music that user already owned on audio compact disc (CD), did not amount to mere "space-shifting" for purpose of fair use analysis, as alleged space-shifting involved distribution of copyrighted material to the general public, not just exposure of work to the original user
Fair Use and Technology   

· Disassembly of a copyrighted object code is a fair use of the material if it is the only means of access to uncopyrighted elements of the code and there is a legitimate reason for seeking such access.

· Fair Use and Technological Protection under the DMCA

· Two views on application of fair use doctrine: (1) Academic and scholarly users view, and (2) copyright owner’s content provider view
· Change in technology

· User’s View: the change in technology should not affect the scope of their statutory privileges under §107, and that the traditional balance of rights and privileges in copyright should be maintained in the new information environment

· Content Provider View: while fair use may continue to be a legal factor in the digital environment, its significance can be expected to dwindle over time, as the line between private and public uses of information becomes increasingly blurred, and information commerce carried on by means of digital networks become more prevalent

· Is fair use economic?

· User’s view: the fair use doctrine is not merely a matter of economics.  It has an independently significant function as a factor in facilitating re-uses of copyrighted material which are themselves socially, academically, or even commercially valuable—and which might not occur if every use were subject to licensing.

· Content Provider View: fair use is largely an historic artifact of the particular economic conditions of the print marketplace, in which the transaction costs associated with clearing rights sometimes exceeded the value of the proposed use.

· Paracopyright law has no place for fair use.  As long as any part of a work, even a small part, is protectable, the entire work can be locked away behind a digital fence.

· Proposed “Fair Use Restoration” house bill, which will add that it is not a violation to manufacture, distribute, or make non-infringing use of a hardware or software product capable of enabling significant non-infringing use of a copyrighted work.

Fair Use in Comparative Perspective   

· The Singularity of US Fair Use

· US law contains specific and general (including fair use) exemptions from copyright—designed to reach the specific cases of worthy, unauthorized uses which do not fall comfortably within any of the exemptions.

· In Germany, they don’t have fair use.  But they do have a Doctrine of Free Utilization, which leads to comparable results.

· How do they compare?

· Fair use is broader.

· Fair use is a dynamic doctrine, changing over time; Free utilization is static and requires parliamentary action to keep it modern

· International Treatises and the Future of Fair Use

· Article 9(2) of the Berne Convention (which the US is a party to) provides the following standard for granting exceptions to the reproduction right: Union countries can permit reproduction of literary and artistic works in (1) certain special cases, (2) provided that such reproduction does not conflict with a normal exploitation of the work, and (3) does not unreasonably prejudice the legitimate interests of the author.

· The point of this was to a general formulation which would balance public and private interests in the use of copyrighted works in the face of the then-looming problem of photocopying

· Does the US fair use law conform to this test?  Kind of.

· Article 13 of TRIPS: Members shall confine limitations or exceptions to the exclusive rights to certain special cases which do not conflict with a normal exploitation of the work and do not unreasonably prejudice the legitimate interests of the author

· Compare this to 9(2) above:

· The TRIPS formulation of the three-part test applies to all exclusive rights

· The TRIPS test is restrictive in intent, where 9(2) merely permits nations to provide for limitations on copyright in certain circumstances, leaving open the possibility that others may be allowable on the basis on other treaty provisions, Article 13 expressly limits allowable limitations and exceptions to those which comply with its standards

· The TRIPS agreement has teeth—the dispute-resolution mechanisms of the WTO are ready to entertain allegations that the national laws of WTO countries are not in compliance with Article 13

· But in the 1996 WIPO conference, it was agreed that they would preserve existing privileges in national laws (including fair use) and to permit the evolution of new exceptions in the digital environment

Other Affirmative Copyright Defenses   

· Misuse: 

· The copyright misuse doctrine bars a culpable ( from prevailing on an action for copyright infringement by forbidding the use of the copyright to secure an exclusive right or limited monopoly—which is contrary to public policy

· Statute of Limitations

· Civil actions: 3 years from the date on which the claim accrued

· When does the claim accrue, thus triggering the statute of limitations?  Two parts: (a) the statute begins to run when the copyright owner learns of the tortuous wrong or could have learned of it through the exercise of reasonable diligence, and (b) in any event, the statute is tolled by the tortfeasor’s own acts if he fraudulently conceals the wrong, or coercion, or duress

· Ex: Taylor v. Meirick: the ( made and began selling nearly exact copies of the (’s copyrighted maps in 1976.  The resulting infringement action was not filed until 1980.  Was the ( liable for the infringing acts that occurred in 1976, or had the statute run?  The ( could recover, because (1) the ( was unaware of the initial copying until late 1979, and (2) the ( deliberately tried to keep ( from discovering the infringement by replacing the (’s copyright notice with his own.  So, the statute of limitations was tolled as to the (’s 1976 infringements until the ( discovered them in 1979, and he had 3 years form that point forward in which to bring the suit.

· Rationale: the initial copying was not a separate and completed wrong, but simply the first step in a course of wrongful conduct that continued till the last copy of the infringing map was sold

· Some courts have held that the statute of limitations is not limited to infringement claims, but extends as well to claims seeking declarations of copyright ownership.

· Criminal actions: 5 years from the date the cause of action arose

· Laches

· The operative period of laches in copyright runs only from the time that the ( knew or should have known about an actual or impending infringement, not an adverse claim of ownership.

· Should a court apply the doctrine of laches to bar an action that is brought within the period of the statute of limitations?  Courts of appeal are divided on this.

· Abandonment or Forfeiture

· The (’s assertion of copyright ownership can be countered, and the claim of infringement defeated, where the (, or (’s predecessor, has abandoned or forfeited the copyright.  

· Don’t confuse these two terms

· Forfeiture usually occurred as a consequence of publication without proper notice.  Intent was irrelevant; forfeiture occurred by operation of law

· Abandonment requires intent by the copyright owner to surrender rights in the work and normally is proved by an overt act evidencing such intent

· It’s rare for the ( to win with one of these defenses

· Fraud on the Copyright Office

· This defense is basically that the (, in his application for registration of the work in suit, willfully misstated or failed to state facts which, if known to the Copyright Office, would have constituted reason for rejecting the application.

· Some courts have added a requirement that a party alleging fraud on the Copyright Office show that it was prejudiced by the alleged fraud

· Penalty imposed: a determination that the registration is invalid and incapable of supporting an infringement action

· Should the copyright be considered void and thus deny re-registration?  Maybe.

· Heavy burden on ( in this defense: ( must establish that the application for copyright registration is factually inaccurate, that the inaccuracies were willful or deliberate, and that the Copyright Office relied on those inaccuracies.  In other words, if the certificate would have issued in any event, the defense will be denied.

· Innocent Intent

· Other than §406(a), innocent intent is generally not a defense to a finding of liability

· If proved, however, there is authority to the effect that such intent on the part of the (, as well as the potential harm to the public, may be taken into account by the court in fashioning the remedy for infringement.

Chapter 11: Remedies, Preemption, and Related Bodies of Law

Remedies under Federal Law  

· §502 Injunctions: At its discretion, a court can grant both preliminary and permanent injunctions.  

· Test:  There must be a showing of (1) possible irreparable injury to the copyright owner and (2) either (a) probable success on the merits, or (b) sufficiently serious questions going to the merits to make them a fair ground for litigation and a balance of hardships tipping decidedly toward the party requesting the preliminary relief.

· §503 Impounding and Disposition of Infringing Articles: The court may order the impounding of all copies and phonorecords claimed to have been used to violate the copyright owner’s exclusive rights.  This extends to plates, molds, matrices, masters, tapes, film negatives, or other articles by mean of which such copies or phonorecords may be reproduced.  It can also be applied against items that, though reproduced and acquired lawfully, have been used for infringing purposes such as rentals, performances, and displays.  Destruction or other reasonable disposition of the infringing articles may be ordered.

· §504 Damages and Profits: a copyright infringer is liable for either: (1) the copyright owner’s actual damages and any additional profits of the infringer, or (2) statutory damages.  Note: ( can only recover profits that are not taken into account when computing actual damages.  (i.e. double recovery is not allowed)  In establishing the infringer’s profits, the copyright owner is required to present proof only of infringer’s gross revenue.  Then ( has burden of proving deductible expenses and elements of profits due to factors other than the infringing work.

· §505 Costs and Attorney’s Fees: the court can allow recovery of full costs by or against any party other than the US or an officer thereof.  Costs include attorney’s fees.
· §506 Criminal Offenses: Any person who willfully either (1) for purposes of commercial advantage or private financial gain OR (2) by the reproduction or distribution, including by electronic means, during any 180-day period, of 1 or more copies or phonorecords of 1 or more copyrighted work, which have a total retail value of more than $1,000, is subject to felony or misdemeanor punishment.
· §507 Limitations on Actions:  Statute of limitations for criminal proceedings: 5 years from when the cause of action arose; civil proceedings: 3 years
· §508 Notification of Filing and Determination of Actions:  The Register of Copyright will be notified when a suit has been filed under this section.  A copy of the order or judgment along with the written opinion will become part of the public records of the Copyright Office.

· §509 Seizure and Forfeiture: The infringing items may be seized and forfeited to the government.
· §511 Liability of States, Instrumentalities of States, and State Officials for Infringement of Copyright: states, instrumentalities of states, and officers and employees of states acting in their official capacities are subject to suits in federal courts for infringement of copyright.  All the remedies available against private persons are available in actions brought against states and their agents.

· §512 Limitations on Liability Relating to Material Online: This section creates an elaborate scheme limiting the situations in which the internet service providers (ISP’s) can be held legally accountable for copyright infringement in connection with the on-line activities of their subscribers.  A service provider shall not be liable for monetary relief or (except for section j) for injunctive relief.  Section j provides for broad injunctive relief against service providers in connection with activities that are not within the limitation on monetary relief provided in section a, and for relief of much more limited scope against those which are.

· §513 Determination of Reasonable License fees for Individual Proprietors: This section gives small business persons (like tavern owners) a right to action in federal district court, independent of the procedures prescribed in the applicable antitrust consent decrees that govern the operations of the performing rights societies, to determine a reasonable license rate or fee in cases of disagreement.

· Non-Monetary Relief

· Preliminary and Permanent Injunctions

· Micro Star v. Formgen: FormGen (() contends that its copyright is infringed by Micro Star’s (() unauthorized commercial exploitation of user-created game levels.

· Rule of Law: In a copyright infringement claim, a party seeking a preliminary injunction need only show a reasonable likelihood of success on the merits.
· Legal Remedies available include: TRO, preliminary injunction, permanent injunctions

· Equitable Remedies Include: impoundment, disposition of the (’s infringing copies and the equipment used to produce them (up to and including confiscation and destruction)

· Injunctions are freely available in intellectual property.  Rationale:  Copyright material is pitched to a public whose fancies for things shift randomly and without explanation.  The whole ability to exploit copyright material is to timing.  

· Preliminary injunctions are usually granted where delay would deprive ( of relief and cause him irreparable harm.  These situations usually occur where (a) (’s work has a short commercial life or where (b) delay until final relief would effectively deny relief.

· Note: When damages alone would be adequate, a preliminary injunction will not be issued

· Presumption: irreparable harm is presumed when the ( makes out a prima facie case of infringement

· Even if a temporary injunction is denied, a permanent injunction may be issued if there is the probability of continuing infringement.

· Permanent injunctions are not issued as a matter of course; (’s must show a threat of further infringement to get them.

· These injunctions are enforceable against a ( located anywhere in the US.

· Paramount Pictures v. Carol Publishing: Paramount (() contends that a book published by Carol (() infringes a number of its Star Trek related copyrights. 

· Rule of Law: In order to succeed on a motion for preliminary injunction, a party must show (1) irreparable harm should the injunction not be granted, and (2) either a likelihood of success on the merits or sufficient serious question going to the merits and a balance of hardships tipping decidedly in the movant’s favor.

· Analysis: A prima facie case of copyright infringement creates a presumption of irreparable harm.  The burden is then shifted to the ( to rebut this presumption.  Likelihood of success on the merits involves finding infringement.  The Joy of Trek consists of actionable copying because it is substantially similar.  ( is not protected by fair use either.

· Majority Preliminary Injunction Test: Balancing of 4 factors

· The significance of the threat of irreparable harm to the ( if the injunction is not granted;

· The balance between this harm and the injury that granting the injunction would inflict on the (;

· The probability that the ( will succeed on the merits; and

· The promotion of the public interest

· Impoundment and Disposition

· Impounding orders are not issued ex parte, and ( has a right to an adversarial proceeding.

· The rules allow for ex parte orders if notice could result in no relief; like where the ( finds out then destroys all their stuff real fast or they get out of town real fast so that they can’t be found

· An ex parte impounding order may violate the 5th Amendment guarantee against the taking of property without due process of law, and may constitute a suppression of speech under the First Amendment.

· Destruction is not a favored solution.

· Courts will choose other dispositions, such as ordering the articles sold or delivered to (, to avoid needless waste while serving the ends of justice

· This keeps ( from taking his stuff overseas and selling it elsewhere

· Turnover Order: the (’s material is not destroyed, but is turned over to (.  This would happen if the infringing articles were perfect.

· Courts are hesitant because in addition to the infringing material, there are aspects of non-infringing material.  That other material could be unprotected or maybe even copyrighted by ( himself.

· Courts may be willing to grant a turnover order to (, if ( would be willing to compensate ( for loss of the non-infringing material.

· Damages

· ( may choose the category of recovery at any time before final judgment.

· Plaintiff’s Damages and Defendant’s Profits

· Actual damages are basically what $ the ( would have made if not for (
· Because actual damages are difficult to prove, most (’s concentrate on (’s profits that are attributable to the infringement.

· ( just has to show (’s gross revenue; then ( has the burden of proving deductible expenses and elements of profit due to factors other than the infringing work.  

· (’s Profits = (’s Revenue - (’s Costs

· Double recovery is not allowed, so usually a ( can only get profits that are not taken into account when computing actual damages.

· Ex: Assume ( has created a decorative poster that ( has infringed.

· ( can recover either the lost sale he would have made as actual damages or (’s profits from the sale of the infringing posters.  If (’s profits were $10K, ( could recover the entire amount, but could not recover for the diminution of sales in the same market, because this would constitute a double counting.

· On the other hand, if ( could show that the infringing posters were of inferior quality and damaged (’s future ability to sell his own, or that he lost a major client because of the infringement not reflected in (’s sales, the diminution of market value amount could be recovered as damages, because it was not reflected in (’s profits.

· Both damages and profits must be proven without undue speculation.  

· Some courts have made (’s task easier, holding that once the fact of damage is proven, the extent of the harm does not have to be proven to exact certainty.

· Costs Defendant May Deduct

· The general rule is that ( can deduct only those costs related to the infringing activity 

· Which costs can be deducted, how to allocate the costs incurred by the infringing activity, and which profits should be attributable to the infringement have presented problems.

· Almost all expenses proven with reasonable certainty are deductible if related to producing and selling the infringing work.  (taxes, royalties to writers, advertising costs, overhead, and material developed to produce the infringing work)

· Infringers of a motion picture, popular song, or work of graphic art are often simultaneously engaged in non-infringing activities that share costs with the infringing activity.  How do you split up the overhead costs?

· Overhead can be deducted if the ( proves that it actually contributed to the infringement.  Overhead cannot be deducted if he would have incurred these costs absent the infringement.

· Mathematical certainty is almost impossible here, so a proportionate allocation of overhead expenses to the infringing activity will be accepted if reasonable

· Uncertainty of any deduction is resolved in favor of (, since ( has the burden of proof on all cost deduction issues.

· Frank Music v. MGM: Frank (() brought suit for copyright infringement against MGM ((), who utilized characters and music from its copyrighted work in one act of its Las Vegas Revue.

· Rule of Law: a copyright owner may recover indirect as well as direct profits received as a result of a copyright infringement if they are not too remote or speculative.

· Analysis: actual damages are the measure by which the market value of the copyrighted work has been diminished by an infringement.  The measure of damages may be uncertain as to its amount, but not as to whether they occurred at all.  A portion of overhead may be deducted from gross profits if the infringement is not willful, conscious, or deliberate.  The defendant must also show that the categories of overhead actually contributed to the sale of the infringing work.

· How was ( harmed?  Royalties.  There’s no specific provision in the statute for royalties, but it’s a kind of actual damages.  How would royalties be calculated?  You could find out how much other Vegas hotels were paying for such a license.  Or extent of the destruction of the value of the infringed work.

· A defendant must show that the categories of overhead actually contributed to sales of the infringing work.

· Fixed costs do not vary with infringing activity.  So fixed costs should not be included in deductions.

· In Dicta: The Courts will sometimes not let you deduct overhead if the infringement was willful.  Professor Page says this does not make sense: it’s luck of the draw as to whether or not an infringing activity has overhead costs.  Page says that sounds punitive; and there are no punitive damages in copyright law.

· Courts treat taxes the same.  

· Burdens

· ( has to show revenue

· ( has to show costs

· ( has to show what part of the profits were attributable to infringement and attributable to other things

· Prejudgment interest?  9th Circuit says its available 

· Jointly and Severally Liable: (’s can be J&S liable for the damages, but they can’t be for the profits… those should be done individually.

· Damages can be jointly and severally applied

· Profits cannot be jointly and severally applied

· Statutory or “In Lieu” Damages

· The option to choose statutory damages is open at any time before final judgment.

· Major Limitation to Statutory Damages: If ( didn’t register the work before the infringement, then no statutory damages.

· How much to award?

· Most cases: $750 ≤ award ≤ $30,000
· Willful infringement proven: award ≤ $150,000
· (Willfulness here means knowing infringement, a more culpable state of mind than a mere intent to infringe; the ( knows that what they’re doing invades the right of the (.) 
· Innocent infringement: $200 ≤ award 

· For causes of action arising after 3/3/1989, a ( can no longer assert a defense of innocent infringement when proper notice of copyright appears on the work)

· Causes of action before 3/1/1989: $250 ≤ award ≤ $10,000
· Teachers and librarians with good faith belief in the fair use of the material, the court may drop the statutory damages to $0.

· Multiple Infringements: 
· The max and mins recoverable as statutory damages apply regardless of how many times a ( has infringed the work or whether the infringing acts were separate, simultaneous, or occurred sequentially.  The extent of the single award will be affected by the number of infringements, as well as by factors including the gravity of the infringement and (’s fault.
· Alternatively, where the suit involves infringement of more than one work, at least minimum statutory damages must be awarded for each work infringed.

· Ex: if (’s musical review infringes 3 copyrighted tunes, the copyright owner can recover at least $1,500 ($500 x 3) or up to $60,000 ($20,000 x 3) for the infringement.

· Multiple Plaintiffs and Multiple Defendants

· Multiple copyright owners cannot recover statutory damages in separate actions for infringement of their exclusive rights.  The one-recovery limitation prevents statutory damages from becoming inordinately extensive where exclusive rights may be divided up infinitely.  

· When multiple defendants are involved, whether a plaintiff can recover a full amount from each depends on their status as related defendants.  If the defendants are related (ex: two persons who in concert infringe copyright), they are jointly and severally liable and only one recovery can be obtained against one or all of the defendants.  Alternatively, if the defendants are unrelated, plaintiff may recover two statutory damage awards.

· Columbia Pictures v. Krypton Broadcasting: Columbia (() brought suit for copyright infringement against Feltner (() and Krypton for failure to make royalty payments on several television shows it licensed from (.

· Rule of Law: Statutory damages may be awarded for every infringement involved in the suit in respect to a single work or for which two or more defendants are found to be jointly and severally liable.

· In order to rebut a finding of willfulness, the ( must show a good faith and reasonable belief that this conduct was not infringing.

· For purposes of statutory damages, all parts of a compilation or derivative work comprise one work.

· In determine whether a work constitutes a separate work for statutory damages, the test is whether the particular work has independent economic value.

· Categories of infringers: (1) garden variety infringer, (2) willful infringer, (3) innocent infringer

· §504 says all the parts of a compilation of a derivative work is one work

· Page says that this probably means something like our textbooks that get revised, but are pretty much the same stuff each time is one work.

· Separate parts of a compilation, even if separately copyrightable, are all one work.

· Note: it doesn’t matter how many times the show was played on TV… we’re not counting the number of infringements, we’re counting the number of works.  Why?  That was the old law and it was crazy hard to calculate.

· Derivative works are tough though.  In a TV series, don’t all episodes build on previous episodes.  That’s tough and scientific… so the courts came up with independent economic value.  Your chemistry textbook loses economic value when a new edition is released.  TV shows are different because people still want to see the old ones even when new episodes are released.

· Costs and Attorney’s Fees

· Available at the court’s discretion

· Copyright must be registered prior to infringement to qualify for attorney’s fees (but not costs)

· Reasonable attorney’s fees may be awarded to the prevailing party, which is the party who was successful at the conclusion of all the proceedings, not just to the trial on merits.  Could be either the ( or the (
· Courts tend to award attorney’s fees more readily to the prevailing-( than to the prevailing-(.  Why?  To deter future infringement

· Possible factors to determine if attorney’s fees will be awarded: frivolousness, motivation, and objective unreasonableness of the suit.

· Costs can be awarded to any party except the US or one of its officers

· Full costs are not generally assessed unless some degree of fault or bad faith is shown.

· Costs include: filing fees, transcripts, service of process, depositions, postage, copies

· Note: Do you have to be registered first?  You don’t have too.  Page says the book has goofed and said it both ways.

· Federal Remedies and Rights Management

· These remedies apply to violations of (1) TPM; technological protection measures (like encryption systems designed to block access to copyrighted works in digital formats) and (2) CMI; copyright management information (copyright info digitally encoded in copies of protected works)

· Civil Remedies: 

· Statutory damages for each circumvention: $200 to $2,500 dollars

· $2,500 to $25,000 with treble damages for repeat offenders

· Repeat offenders: person who commit another violation within 3 years

· Courts can grant injunctions, award damages, costs, and attorney’s fees

· Impounding, remedial modification, or destruction of devices used in the modification, and treble damages can be used against repeat offenders

· Damages can be reduced, at the court’s discretion, for innocent violators

· Nonprofit libraries, archives, and educational institutions are exempt from the damages if the court finds that they had no reason to know of the violation

· Criminal Penalties:

· Willful violations of §1201 or §1202 for purposes of commercial advantage of private financial gain are punished up to $500,000 in fines or imprisonment for up to 5 years.

· Repeat offenders: $1,000,000 or 10 years

· Statute of limitations: 5 years

· Criminal penalties do not apply to nonprofit libraries, archives, and educational institutions

· Criminal Penalties

· The government may subject the ( to criminal penalties

· §506(a)(1): Anyone who infringes a copyright willfully and for the purpose of commercial advantage or private financial gain is subject to felony or misdemeanor punishment

· Motivation: to deter the multibillion dollar business of computer software copyright infringement

· §506(a)(1): Felony liability will arise where, during any 180-day period, at least 10 copies or phonorecords of one or more copyrighted works having a total retail value of more than $2500 are reproduced or distributed without the authorization of the copyright owner.

· Maximum penalties: 5 years (10 years for subsequent offenses); individuals: $250,000 for repeat offenders; organizations: $500,000.

· Misdemeanor liability: where the requisite number of copies is not made within the specified time periods, or the total amount doesn’t hit the dollar value, or the infringing acts are other than reproduction or distribution

· No Electronic Theft Act of 1997: legislation has closed one perceived “loophole” in the criminal copyright statutes by making willful copyright infringement a crime even if undertaken without a profit motive on the infringer’s part.  1997 amendments provide that the penalties apply to (among other things) infringements by electronic means.

· §506(a)(2) enables the prosecution of an infringer who has made even a single copy of the requisite value ($1000)

· §506(b): forfeiture, destruction, or other disposition of infringing copies and equipment used in their manufacture are mandatory

· §506(c): criminal sanctions for the fraudulent intent to place copyright notice on any article with knowledge of its falsehood; max $2500 fine

· §506(d): criminal sanctions for removing or altering copyright notice with fraudulent intent; max $2500 fine

· §506(e): criminal sanctions for knowing, false representation of a material fact in an application for copyright registration; max $2500 fine

· The 9th Circuit has held that the government was required to prove the following elements: (1) infringement of copyright, (2) of a work that has not been subject to a first sale (3) done willfully (4) with knowledge that the copyrighted work has not been the subject of a first sale and (5) for profit.

· Difficult element: whether a criminal defendant knew that the tapes were not the subject of a first sale.

· Because these are criminal suits, the burden of proof (reasonable doubt) is high.

· Requires commercial advantage.  Is this the same as any commercial activity?  No… commercial advantage will be narrowly construed for criminal liability

· National stolen property statute doesn’t apply to copyright; it does not apply to intellectual property

Preemption and State Law Remedies

· Preemption can occur in lots of ways

· (1) Congress can have congressional power in a particular area; all the law is federal

· (2) If there is a conflict between federal and state laws, federal wins

· (3) If there are state laws that complement federal law, and those state laws frustrate the federal purpose, it’s preempted

· (4) Congress may attempt to preempt something, so states do not have room to act

· This is where §301 fits in.

· Problem arose with SCt cases

· Goldstein: California’s protection of sound recordings in 1972 is okay because it does not frustrate federal law

· Kewanee case: trade secret case; SCt said that trade secrets were okay for state law

· Congress tried to clear things up: they declared they were being preemptive in copyright law

· Preemption Under the Supremacy Clause

· Bonito Boats: States may not prohibit the duplication of unpatented or unpatentable articles

· Preemption under the 1976 Act

· Katz, Docktermann & Epstein v. HBO

· Two parts of the §301 analysis

· (1) Subject Matter: the subject matter of the work in which the state law rights are asserted comes within the subject matter of copyright law and

· (2) Equivalency: the state law rights asserted in the work are equivalent to the exclusive rights protected by federal copyright

· Subject matter

· An idea is not the subject matter of copyright.  But for the purpose preemption, is an idea a subject of copyright?  The court says that §301 is broader than §102.  Congress has chosen not to protect not to protect certain things… so when looking at subject matter for preemption purposes, you have to look at what Congress protected and what it has not.  Look at what Congress has decided not to copyright protect.  So an idea will be included in the subject matter of copyright for preemption purposes.

· What if they just told them the slogan, and it wasn’t fixed?  If it were not fixed, would that make the preemption inquiry different.  Can he be protected at state law?  Probably.  State law could possibly protect unfixed works.  Congress said it when drafting the law.  (Oral statements)

· Equivalency

· Extra Element Test: a state law claim is not equivalent to any of the exclusive rights protected in §106 if it includes an extra element instead of or in addition to acts of reproduction, performance, distribution, or display, which changes the nature of the claim so that it is qualitatively different from the copyright infringement claim.

· Limitation: an action will not be saved from preemption by elements such as awareness or intent, which alter the action’s scope but not its nature.

· Rationale: copyright is strict liability.  Allowing state law to not be preempted because it characterizes the intent differently than the federal law will frustrate federal law still.

· What will survive?  

· Contract law, and variety thereof.  Extra element in contract?  Promise.  Can Unjust Enrichment be saved?  Yes, if with the contract claim.

· Likelihood of confusion as an extra element tends to survive this test

· Physical property theft.  It’s been held both ways.  Harper and Row case: The physical paper and the memoirs written on it were so much the same thing that it would be preempted.  Yoko Ono case had value as the papers that were John Lennon’s, not just what was on them.

· Right of Publicity claims survive

· State preservation statutes survive

· Laws that don’t let anyone adapt historical sites.  Adaptation rights mean that the copyright owner can stop anyone from adapting their work, but that does not mean that the copyright owner can adapt it

· Trade secrets survive; they protect different things

· Sound recordings

· Remember: not protected until 1972, but states had already protected them

· State efforts to protect sound recordings are okay until the year 2067

· ProCD v. Zeidenberg:  ProCD (() brought suit against Zeidenberg (() for violation of a shrink-wrapped license included inside a CD-ROM database.

· Rule of Law: Shrink-wrap licenses are enforceable unless their terms are objectionable on grounds applicable to contracts in general

· (’s software fell within the subject matter of copyright, but the breach of contract alleged here is not equivalent to an infringement claim.

· Note: the inquiry is not whether this work is actually entitled to copyright, it’s whether this work is a subject matter of copyright

· So if it’s a subject right of copyright, does the protection provided by contract law provide the same protection as copyright law?  What is the extra element?  Is the promise to pay the extra element?  Here it is because the promise to pay is not covered by copyright.  There is also a promise not to use it commercially.  That is not preempted either.

· What kind of contract promise would be preempted?  A contract that included the promise not to reproduce, adapt, distribute, etc.  A contract that the person will comply with copyright law.  The extra elements are the promises.  It’s preempted because it is what copyright law protects.

· Preemption can be considered an affirmative defense because it’ll get the ( out of trouble at that moment… but the case could be brought in federal court after that.

· Preemption Inquiry: So, you have to apply the 2-part formula of §301.  Then ask if it is the subject matter of copyright, and then whether the rights are equivalent.  Then, ask, if it’s not preempted under §301, can it be preempted elsewhere?  (Ex: the contract to abide by copyright law is not something brought up under §301, but it will be preempted by other areas of federal law.)

(Chapter 1 Revisited)

International protection

· There is no harmonized, global prohibition of copyright

· What copyright protection there is anywhere is national.  It comes from individual countries.  Almost all countries in the world have some kind of copyright protection.

· What we’re looking for in international protection, would we be treated the same as a citizen of that country?  So we’d get the same protection under their laws as their citizens, no matter how large or how small the protection is.  This is national treatment, which is kind of nondiscriminatory treatment.

· Most of our international treaties do more than that… they provide for a series of minimal protection or else it can’t be a member in good standing in that international treaty.

· Ex:  If a country X does not provide life + 50 protection, then when a citizen of country X comes to the US, then the US does not have to provide the country X citizen our copyright protection.

· What took the US so long to get in the Berne?

· We were unwilling to get rid of some things… like registration.  So the US set up an alternative to the Berne convention: Universal Copyright Convention.  This is almost a dead doctrine now, except that there is just a few countries that we only have that agreement with.

· As the US became aware that copyright law was a global effort and considering that we we’re such a big copyright player, we had to join Berne

· Berne is from Europe.  Sometimes our ideas of American copyright does not always square with Berne.

· Things we had to change:

· We had to become life + 50

· In the 1980’s: copyright notice was dropped (though it is a goodie); registration, etc.

· The Berne union provides national treatment, so you won’t be worse off by being a foreigner.  

· Berne says which subject matters to protect

· Berne sets out the minimums… and then a member country can choose to do more if they want

· Published and unpublished works must be protected

· Pre Berne 

· Simultaneous publication tolerance: if you published simultaneously in a Berne country and a non-Berne country, it would count as being published in a Berne country… then you become Berne eligible, and are not discriminated against in other Berne countries

· Simultaneous means within 30 days

· Simultaneous publication requires that it’s a legitimate provision of copies capable of satisfying the market demand.  So you can’t just publish a few and have that count

· Exception for nondiscrimination: if your home country offers a shorter term than the home country of the foreign country, then the foreign country can apply the shorter term.

· Moral Rights requirement

· Membership obligations are obligations imposed upon a country, and don’t really matter to individuals.  They’re imposed by the country.  Not private causes of actions

· The US changed the law as little as possible to get into Berne.

· Problem with Berne: no teeth at all.  If there was a country that was not living up to its obligations, no one could take another country to an international tribunal and say they were Berne deficient.

· That’s how the US got away with not protecting moral rights as much as required

Beyond Berne

· To enforce Berne, tie copyright protection with trade

· Berne countries decided to put in requirements for intellectual property as part of their trade packages

· Lots of countries signed on to the TRIPS agreement

· TRIPS wound up being Berne+.  It swallowed up Berne by making Berne obligations part of TRIPS obligation (there were a few things excluded, like moral rights).  

· Good thing about TRIPS

· Minimum statutory protection must be met

· Then there’s enforcement.  If there’s not a genuine effort to enforce the laws their laws are deficient

· So what can we do about it if something is deficient?  Go to WTO.  

· Note: this is country vs. country… not Bill Gates vs. China.  No private cause of action.

· You can get a decree that a country is deficient

· Then you can get trade sanctions.  The trade sanctions don’t even have to be related to the deficiency.

· WIPO agreement, entered into by us in 19????

· UN way to enforce Berne

· WIPO copyright treaty: obligation to protect against circumvention

· WIPO treaties became TRIPS+

· There are exceptions for developing countries, different timetables depending on the level of protection they had

· In addition to the principle of national treatment, TRIPS also has the “most favored nation” obligation, which means we can’t cut a deal with the British and leave the French out.  Can’t give special privileges to some members and not to other members.

Make a list of dates and why they’re important

On exam, be sure to be able to argue both sides of whether or not something is infringement or not

Make a list of the different Berne Acts stuff

Exam:

· 3 essay questions.  (1) 1.5 pages, lots of issues, (2) tiny, (3) intermediate length without too much stuff in it.

· One of them tells you to forget remedies… but make sure in the other ones to not forget remedies

· One question that’s a kind of multiple choice… and all the answers are wrong.  He wants us to tell us why each one is wrong.

· M/C: Some have “I don’t have enough info to answer this question because____________”

· If that is the answer, fill in

· Short answer (about 3 or 4)

· T/F (about 20)

